
From: Pete Antros
To: successact
Subject: Success Act Study
Date: Wednesday, May 1, 2019 12:24:00 PM

Dear Ms. Laura Pope,

My name is Peter Antros. As a Veteran of the US Army Reserves, having volunteered
during the eve of Operation Desert Storm, serving during wartime, as well as a
USPTO Patent applicant (U.S. Application No. 14/865,814, filed September 25,
2015), I am writing today add public testimony regarding the Study of
Underrepresented Classes Chasing Engineering and Science Success Act
(SUCCESS Act).

1. The USPTO must stop taking patents back from inventors.
2. Inventors must have full ownership over their inventions, including the right
to   decide who can use it and how it is used.
3. There must be stiff penalties for those who steal inventions.

Having obtained training in the Army Reserves for the military occupational specialty
(M.O.S.) 91Victor, Respiratory Specialist (now 68V) completing the program in
February 1992, I have been and continue to be active in the field of Respiratory Care
for the last 27 years.

The invention for which I applied for patent protection, Pulmonary Expansion Device,
is so simple that it makes people say "Why didn’t I think of that?'

In essence, PXT is a hand-held suction device that allows the User to grab hold of the
chest wall in order to manually lift and expand the underlying targeted lung field.
PXT is a miniaturized version of the Iron Lung, localizing negative pressure (utilized
by the Iron Lung applied to the entire body) directly to specific affected lung fields.

The public benefit of PXT is enormous. PXT has the potential to change the field of
Respiratory Medicine, specifically in the neonatal population, where the rates of
Broncho-Pulmonary Dysplasia have remained unacceptably high for decades due the
exclusive use of positive pressure ventilation in NICUs throughout the world.
Healthcare providers need another option to treat premature infants with Respiratory
Distress syndrome besides PPV, which causes BPD.

The intellectual property rights of inventors that had caused America to lead the world
in innovation have now been lessened to such a degree that it is virtually impossible
for an inventor of something truly valuable to 1) stop the theft of it, 2) stop the
invalidation of his or her patent(s), or 3) stop him or herself from being rendered
penniless and summarily defeated in legitimate efforts to stop the theft of the
invention. -Randy Landreneau of US Inventor

PXT demonstrates all the qualities required to be a market disruptor, cost-
effectiveness, efficiency, patient comfort, risk/benefit ratio, etc.,, over any other airway



clearance device currently on the market. The field of Respiratory Medicine is littered 
with devices that cannot meet FDA standards enacted with ObamaCare requiring 
devices on the market to demonstrate both "safety and effectiveness" for 
Medicare/Medicaid reimbursement.  If a new device is able to demonstrate both 
safety and effectiveness, would the FDA allow others that cannot continue to be 
marketed?

So, if I do happen to be able to pay all associated USPTO and lawyer's fees required 
to obtain a patent granting me "Property Rights" to PXT, how much money would 
Device Manufacturers with products currently being sold that cannot demonstrate 
their product is either safe or effective be willing to pay to tie me up with PTAB?

#PTAB makes me wonder why I am asking my family to sacrifice in order to pay for a 
patent with "Property Rights" that don't have any tangible value.

Thank You,

Peter Antros 



29Apr19 

To: Director Iancu 
 

Thank You for your time.  My name is Brian Aumiller, I served 10.5 years, in the National Guard.  
I served multiple deployments from 2001 and got out in 2008.  I deployed to Germany, I was activated 
to do Base Security at Ft. Riley- Kansas and I volunteered to serve on what at that time became the 
longest Military Deployment of OIF. 

I didn’t grow up with a lot of fancy toys or vacation experiences; I got a push mower.  My 
stepfather believed in hard work, keeping busy and there’s always work to be done. This later brought 
me to join the military after High School.  My parents couldn’t pay for my college so I joined the military. 

  After my Iraq deployment, Congress passed the Post 9/11 GI Bill leading into the summer of 
2008-09.  My civilian job had cut my hours and I made the decision to go back to school.  I applied and 
ended up getting accepted into a Watchmaking Program in Oklahoma.   After 2 years in school I 
graduated in 2013, my wife and I moved to Florida for a Job.  It was my first start as a professional. 

Fast forward 5 years, I come up with an idea and have no clue what to do.  I found it hard to find 
help, or even talk with some about Patents.   Because the last thing you want is someone taking your 
idea.  The VA didn’t have any resources, but did recommend the SBA.  They help vets, I was told.  The 
SBA didn’t help that much before I was even able to ask about Patents, they asked for a business plan.  I 
didn’t have one let alone have an idea how to do one.     

Moving forward, I unknowingly did what every inventor does, I went out get a lawyer and start 
my patent for my new idea.  I did the Track One Option and it was issued within 7 months, it felt great, 
it’s an unexplainable feeling getting that Letter from the USPTO.  I’m excited because I now have 
something that is mine, I paid for it, and the Government gives me control of it for 20 years.  Its mine!  I 
think to myself, this is what it feels like to live in America and the process of getting ahead.  I can play by 
all the rules set in front of me and have this feeling, this is what I fought for in the Military, and this is 
why I served.   For the American Dream.  This is becoming my dream …and seems it has changed.   My 
patent was issued and I have yet to discuss it publicly, even to the majority of my family.  In front of you 
is my first time doing so.  I don’t know what success my Product brings, but I would like to know there is 
a level playing field.  

After getting my patent issued and going through the process, I learned right away, a Patent is 
only valuable if you can defend it.  When I got back from Iraq, there were Home Improvements shows 
that would go in and fix up a house and turn it over to usually a Disabled Vet.  I’ve then heard a story 
about a Veteran that had lost the house because he couldn’t keep up with the newer taxes assessed on 
his property.  It just made me think why wouldn’t of anyone thought about this?   I feel that’s where we 
are here, helping us get a patent is a good start, but helping enforce or make it easier on the Small 
Business owner protecting it easier would be the second part.  Getting the patent is the easiest part, 
protecting it is the hard part.  It could cost hundreds to thousands dollars and years to complete.   I’ve 



read stories about Products on Kickstarter being knocked off in China, and being sold before the 
Kickstarter project has even finished regardless if they had IP or not.  If that don’t kill a business I don’t 
know what will.   I feel larger companies don’t honor this and label us the “Patent Trolls” for defending 
our patents. 

I do feel the SBA is the best place for the USPTO to work with on helping the underrepresented 
get that education on Patents and give us a level playing field on defending it.   I also feel there needs to 
be more accountability with the Invention Help Type Companies that do prey on people as well.   I 
would also like to add that securing a Patent helps with getting Investment or other types of funding.   

 I’ll keep moving forward as I can with this process and I’ll keep hoping changes are coming, 
either from the USPTO or Congress.   

 

Thank you for your time. 
 

Brian Aumiller 
Veteran/Independent Inventor-Patent Holder 
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My name is Arnold Beal and I am a 69-year-old independent inventor and owner of four patents, 
all related to a unique new engine design. I am concerned about protecting my patent rights as 
intended by our forefathers and granted by the U.S. Patent & Trademark Office. For independent 
patent holders like myself, it is crucial that a generation of laws, regulations, and court decisions 
that have discouraged innovation by failing to secure to inventors the exclusive rights to their 
discoveries are reversed. Women, minorities, and veterans who attain patents as a result of the 
SUCCESS Act and following legislation will be harmed if the patent system remains in its 
current state. 

We must increase the enforceability of issued patents, especially those issued to the independent 
inventors as they are most often attempting to start and build a business around their innovation 
without large company funding. Thanks to the PTAB and lack of strong enforcement in court, 
patents cost inventors far more than is ever returned. Patents are just liabilities. If the 
recommended legislation does not include increased protection of patents, we will end up 
destroying the businesses and lives of the very individuals and employees we intend to help. I 
also support increasing the number of women, minorities, and veterans who hold patents. 

Because of other inventors’ experience with the PTAB with exorbitantly high costs and 
ultimately resulting patent infringement, I am reluctant to invest further in additional patents on 
my engine development and my business development, especially if my patent rights can 
suddenly belong to another entity not having the original rights to the innovation. These 
outcomes obviously affect my decision to/not to innovate and invest. Brief examples of this 
damaging decision making are summarized below. 

A. Josh Malone, Bunch O Balloons – Josh’s invention was copied by
Telebrands who flooded the market with knock-offs. The effort to enforce
his patents resulted in 4 district court cases, 8 PTAB cases, and 13 appeals,
costing over $20 million.

B. Alex Sevrinsky, Paice – Alex invented a torque drive system for hybrid
vehicles. The technology was successfully license to Toyota, but Ford,
Volkswagon, and Hyundai opted to eliminate his primary patent by filing
26 IPR petitions. The dispute led to 4 district court cases, 44 PTAB cases,
and 34 appeals and millions of dollars in legal expense.

C. Roman Chistyakov, Zond – Roman invented a plasma metal thin film
deposition technology used for semiconductors and razor blades. Intel,
Toshiba, Fujitsu, GlobalFoundries, Gillette and others gang-tackled Zond
with 125 IPR petitions costing them millions of dollars. The PTAB
construed Roman’s invention of a plasma “without arcing” to cover prior
art plasmas with “a little arcing” and cancelled 10 patents with 371 claims.
Zond was growing with over 20 employees at the start.  All are now gone.



If an idea is successful, big companies will want to use it. They are happy to go to court. Most 
inventors can’t afford the legal fees, so the big company immediately gets to “win” the trial and 
take the patented product for free. On the small chance that the inventor can afford to go to court, 
there is an even smaller chance that the big company would ever lose. And even if they lose, 
there is no punishment more than being forced to pay a reasonable royalty. If the company takes 
the inventor to the PTAB, their likelihood of success goes through the roof. The very worst-case 
scenario for an infringing company is that they have to pay a royalty, so of course they choose to 
infringe. The patent system has been turned backwards and protects infringers far better than 
inventors. If these problems are not addressed, the women, minorities, and veterans who invest 
their lives and livelihood in patents, at the encouragement of the USPTO and Congress, will be 
utterly destroyed like the examples above.  

Patents are the foundation for innovative companies. Due to extremely high PTAB invalidation 
rates, investors are not funding innovative companies built on patented ideas. It is 
incomprehensible that the Patent Office is attacking inventors in these proceedings – the 
complete opposite of promoting innovation! According to the 2017 AIPLA Report of the 
Economic Survey, the estimated mean cost of a post-grant proceeding through appeal runs at 
$450,000.00. The underrepresented classes being discussed would be ruined by a single IPR. In 
order to provide patents of value women, minorities, and veterans, the USPTO must stop taking 
back patents from inventors.  

Additionally, the “exclusive right” promised on the patent as granted by the U.S. PTO must be 
enforced. The 2006 eBay decision revoked the inventor’s ability to decide how her invention is 
produced and by whom. The inventor cannot determine the price, quality, brand, included 
features, materials, factory location, working conditions, environmental sustainability, or any 
other concern. The legislative recommendation should include bolstered access to injunctions for 
individual inventors. 

Finally, infringers must not profit by using an invention without permission. Current law limits 
most inventors who win in court to only a “reasonable royalty”, which in many cases does not 
cover legal fees and is too little to serve as a deterrent against large corporations with deep 
pockets. Few inventors, particularly the underrepresented classes being discussed through the 
SUCCESS Act, can afford the millions of dollars and years required to enforce their patents in 
court. Even after winning, the inventor gets a small percentage of the profits while the infringer 
keeps the rest. Infringement is a good business decision under current law. The legislative 
recommendation must include more severe penalties for willingly infringing on patents.  

I appreciate the USPTO’s willingness to hear from real inventors. We support the intention 
behind the SUCCESS Act, but after watching the lives of many of our own be utterly destroyed 
because they believed in the patent system, we know that this legislation will not achieve its goal 
– the goal of bringing success to women, minorities, and veterans through patents – unless the
patents actually provide the protection promised.

Sincerely, 
Arnold J. Beal 



From: Shelly Conrad
To: successact; eyebandzllc@gmail.com
Subject: Patent rights
Date: Saturday, June 22, 2019 12:39:08 PM

6/22/19

Dear USPTO officials,

I am a patent holder. I value my patent and the monetary and time my family and I have devoted to it. I’m writing to 
request that changes to current process respect the patent holder. These are life quests and effects many more 
individuals than the patent holder. Certainly if a family member of yours had their patent revoked or copied without 
recourse, you would care. Our country was built on many things and the ability to feel safe with a patent you have 
issued is one of them. It’s time to change the usual and customary practices which have a blatant disregard for the 
United States patent holder.

Surely, someone on your panels are brave enough to take that first step towards securing and respecting patent 
holders. What a legacy that will be.

Hoping You Hear Us,

Valerie Carbone
Patent holder



SUCCESS Act Public Comment 
 
 
 My name is Deja S. Castro and I am the inventor of the Tear and Toss Trash System and founder 
of RDC Systems, LLC. As a female patent holder, the SUCCESS Act is very important to me. I have 
three granted patents in the United States with an additional one pending. I also have 27 patents 
in three other countries, the United States patents represent the highest potential and value for 
me and my business. 
 
I support increasing the number of women, minorities, and veterans who hold patents, but it is 
crucial that we concurrently increase the enforceability of those patents. Patents have become 
liabilities for independent inventors thanks to the PTAB and lack of strong enforcement in court. If 
the recommended legislation does not include increased protection of patents, the USPTO and 
Congress will end up destroying the lives women, minorities, and veterans who attain patents.  
 
I am a full time working nurse and have left all behind and cashed out all savings and even my 
children’s college money in order to invest in the patents I hold. The future of my family and I 
depend on the licensing of these patents. A fortune 500 who is currently reviewing my idea 
required, just like most large companies, that I have patents in order to have the idea considered 
seriously. I have seen cases from fellow inventors such as Josh Malone, Bunch O Balloons and 
Alex Sevrinsky, Paice, Roman Chistyakov, Zond – Roman who invented a plasma metal thin film 
deposition technology used for semiconductors and razor go through terrible heartache and 
stress financially, mentally, and emotionally while companies use the legal system to undo all 
their hard work and steal their babies. I would have sacrificed nearly a decade of my life to 
invent, prototype, draft patent applications, and go round after round with the patent office just 
to have all my work and my family’s future torn apart? I would likely not only be very hurt and 
bitter, but also have to admit to everyone I know personally and publicly that the patents in the 
United States aren’t worth anything and just to keep your day job. People need to know that 
making the world better is safe, and they will be compensated for all the passion and tears they 
invested, on top of all the money they scrapped together. I am a micro entity and it has been hell 
trying to keep up with all the costs in order to not have my future stolen. My kids believe I am 
protected by these beautiful patents that came to us in the mail. Let’s not ruin their trust and 
belief in that. 
 

 
Question 4: What social and private benefits to small businesses owned by women, minorities, 
and veterans would you identify as resulting from increasing the number of patents applied 
for and obtained by those businesses? 
 
Imagine the United States without our invention shows like Shark Tank. Our society is full of 
dreamers and they believe anything can happen in the United States, the land of opportunity. In 
the past when inventors, especially women, were able to secure patents for their businesses it 
allowed them to secure money and deals and with that comes an extraordinary social 
opportunity in the public eye to share the story, not only the product. We all know that people are 



driven by how they feel. If one minority or woman sees another living the “dream” and they made 
it, then many more will be brave enough to follow and thus a society shift occurs. Unfortunately, 
like my story, without valid patents this dream of inventing and reaching the masses via 
distribution of a large company just doesn’t happen and then the story never reaches others 
because success is cut short due to no protection. Or worse, if patents can’t be enforced, the idea 
is stolen and makes it out there without the public ever knowing it was a woman who invented it! 
I have an unusual name, Deja, and it is interesting in almost every email from around the world I 
am addressed as Sir, everyone assumes the inventor, the owner is a male! I hope to assign my 
patents to mega companies to help protect them because as of now the social and private 
benefits to small businesses from increasing the number of patents obtained are zero, if not in the 
negative, due to the current state of the patent system. Due to extremely high PTAB invalidation 
rates, investors are not funding innovative companies built on patented ideas. It is 
incomprehensible that the Patent Office is attacking inventors in these proceedings – the 
complete opposite of promoting innovation! A lack of trust in the patent system means that 
socioeconomically disadvantaged individuals have no chance of success. According to the 2017 
AIPLA Report of the Economic Survey, the estimated mean cost of a post-grant proceeding 
through appeal runs at $450,000.00. The underrepresented classes being discussed would be 
ruined by a single IPR. In order to provide patents of value women, minorities, and veterans, the 
USPTO must stop taking back patents from inventors.  

 
Signature 
Deja S. Castro 

 
 

 



From: shelly conte
To: successact
Subject: Help me my life is over!
Date: Thursday, June 20, 2019 2:28:07 PM

All I wanted was to be an inventor and to make money with our invention and maybe more inventions.  I have lost 
everything! It’s not fair! Why is this happening! I am one step to being homeless.  I am applying for well fare this 
week. I am balling right now.  I thought I had a great future ahead of me . I gave up all my retirement assets to do 
this! Now I have nothing! How is this ok.  It’s wrong! I thought patents were my insurance plan to protect me.  My 
invention was stolen and they made millions and our product is still selling.  My husband kicked me out and I have 
no security.  Let me talk or say something.  I may as well be dead because I have lost everything.  We have proof 
they stole it but our lawyer got bought off to end both lawsuits.  Please please help me.  I will make a big impact. 

Sent from my iPhone
Shelly Conte



From: Travis Creighton
To: successact
Subject: SUCCESS Act Study
Date: Monday, June 24, 2019 10:51:38 AM

Hello USPTO,

Below are my thoughts to your SUCCESS Act Study inquiry for which I felt I could respond. 
Additionally, I have included my current plans for future applications given the current state of US
patent law and policies.

(3) What social and private benefits would you identify as resulting from increasing the number
of patents applied for and obtained by women, minorities, and veterans?

The social benefit of increased patents for these groups would be to provide hope of betterment for
themselves, their families, potential employees and their families, and America in general.  Beyond
the groups for which this is focused, patents in general should be publicized as a means for obtaining
the American Dream.  Patents have no inventor age limitations and the financial limitations have
been greatly reduced with Micro Entity and the Pro Bono program, of which I am utilizing.  However,
the PTAB can completely destroy any value of increased patent endeavors at any time for 20 years. 
A business based on its IP as its kingpin would be hard pressed to find investors given the current law
and the PTAB.

(4) What social and private benefits to small businesses owned by women, minorities, and
veterans would you identify as resulting from increasing the number of patents applied for and
obtained by those businesses?

It would stand to reason that having an issued patent would give a such an entity, not only a
potential asset in hand, but also, perhaps, some stronger than casual internal drive to do something
great with the asset.  This could lead to more Americans being employed and further innovation. 
However, the PTAB can completely destroy this asset and, in fact, put the inventor in great financial
harm.

(5) Should the USPTO collect demographic information on patent inventors at the time of patent
application, and why?

No.  Demographics should not matter to the filing and awarding of a patent.  Unless you will be
changing the order of prosecution based on demographics; but then, is that fair?  Otherwise, it is
just more erroneous data and more expense.

(6) To what extent, if at all, do educational and professional circumstances affect the ability of
women, minorities, and veterans to apply for and obtain patents or to pursue entrepreneurial



activities?

Everyone can think and this does not require education; only experiences.  In fact, some institutions
might condition people to think ‘their way’ and not in a unique manner and thus inhibit creative
thought.  Sometimes, not knowing why something cannot be done, leads to a different perspective
than those taught it cannot be done.  Conversely, having an idea but not the means to pursue it due
to financial issues is a problem, one I personally am having to navigate.  Fortunately, the USPTO has
the Micro Entity designation and Pro Bono program.  I personally feel this area would be an excellent
area to expand in order to acquire patent applications for the groups in question.  Concerning the
business aspect of monetizing an issued patent, the Small Business Administration (SBA) and the
Service Corps of Retired Executives (SCORE) would be good resources.

(7) To what extent, if at all, do socioeconomic factors facilitate or hinder the ability of women,
minorities, and veterans to apply for and obtain patents or to pursue entrepreneurial activities?

I don’t believe socioeconomic factors technically hinder the pursuit of patents.  A lack of knowledge
of the existing programs that are available could be the problem.  That being said, a simple Google
search reveals the programs’ existence.  This is how I discovered the Micro Entity designation and
Pro Bono program.  As for being able to perform an internet search, public libraries have computers
for use and there are programs that offer free phones to the poor.

(8) What entities or institutions, if any, should or should not play an active role in promoting the
participation of women, minorities, and veterans in the patent system and entrepreneurial
activities?

I feel an outreach to the following organizations to make them aware of programs for these groups
would be of benefit: Small Business Administration, legal associations, inventor user groups (mine is
Tampa Bay Inventors Council), Veteran’s Administration if they provide any ‘general Q&A Helpdesk’

resources,  “Maker” community groups, 9th-12th grade schools, 2 year and 4 year colleges and
vocational schools, and the military for when soldiers think of exiting service.  Patents need to be
seen as a means of success and this needs to be taught.

(9) What public policies, if any, should the Federal Government explore in order to promote the
participation of women, minorities, and veterans in the patent system and entrepreneurial
activities? Are there any public policies that the Federal Government should not explore?

I think engaging the various local inventor groups with resources in hand (Pro Bono attorney/agent,
engineer/CAD drawer, prototyping business, Pro Bono patent graphics drawer, etc.) would return
great and rapid results.  This is because if inventors have already searched for and found inventor
groups, they are ‘idea in hand’ and eager to make progress.



(10) What action could USPTO take to address the participation of women, minorities, and
veterans in the patent system and entrepreneurial activities?

Do away with the PTAB or fix the reasons it is needed.  It scares me, and probably the groups for
which you seek more applications, that the PTAB exists because it creates never ending uncertainty. 
And the ONLY reason it does exist is because of the failure of USPTO prior art searches and the
claims.  Think about that – it is true.  Most all of the money and time spent in litigation is because of
the prior art search and the interpretation of claims.  More people will file, and have or find backers,
if there were assurances that a US Patent was not in jeopardy of being invalidated at any moment.

(11) Are there policies, programs, or other targeted activities shown to be effective at recruiting
and retaining women, minorities, and veterans in innovative and entrepreneurial activities? Are
there policies, programs, or other targeted activities that have proved ineffective?

I don’t know of any policies or programs that would help with obtaining these groups people. 
Conversely though, I do know that if the USPTO takes $5,000 to issue a patent and then makes the
female, veteran go through one or more PTAB trials and ultimately invalidates their patent, you will
be working against yourself and America.

My current views of the USPTO and patent acquisition:

To seek more patent applications from anyone, let alone the groups this survey targets to help,
without addressing the problem surrounding the PTAB is nothing more than, dare I say, [redacted]. 
It sounds harsh; but, let me explain.  The USPTO takes their filing and, hopefully, issuing fee, along
with full public disclosure, from the inventor and in doing so, after the USPTO performs what is to
advertized be an exhaustive prior art search, promises 20 years of protection from the filing date. 
However, at the same time, the USPTO takes money from an inventor’s competitor, or even
infringing adversary, and, quite often, find grounds to invalidate the inventor’s patent.  These
grounds only exist because the USPTO did not do their job well enough.  Who has profited from this
exchange?  The USPTO, the competitor/infringing adversary, and the world.  Who loses?  The
inventor.  Fix the prior art search, claim interpretations, and grandfathering of patents and the need
for the PTAB greatly diminishes.

When I go to file my PCT, I’ll name the US as my Receiving Office (RO), but, at this time, my preferred
International Search Authority (ISA), will be the European Patent Organization (EPO).  If my finances
are still an issue, my ISA will be the Korean Intellectual Property Office (KIPO).  I feel these ISAs will
produce a better search and thus a better PCT patent.

Best Regards,

Travis Creighton



(  ¹ hours: M – F  9:00am – 4pm EST 

Tired of spam? Ask about E-Mail Filtering, e-Discovery, Redundancy, and Compliance
Archiving. This transmission may contains confidential information belonging to the sender
that is legally privileged and proprietary and may be subject to protection under the law,
including, for example, the Health Insurance Portability and Accountability Act (HIPAA).
Other regulations may also apply. If you are not the intended recipient of this e-mail, you are
prohibited from sharing, copying, or otherwise using or disclosing its contents. If you have
received this e-mail in error, please notify the sender immediately by reply e-mail and
permanently delete this e-mail and any attachments without reading, forwarding, or saving
them. Thank you.



From: Elizabeth Crouch
To: successact
Subject: Patent US8708166B1
Date: Wednesday, May 15, 2019 5:23:13 PM

To Whom it May Concern,

My name is Elizabeth Crouch and my patent is US8708166, known currently as The Cupcake Rack.

In 2014, I was very excited when my patent was approved…actually, I was on top of the world.

And in December 2018, I was a bit flattered when I found out that my invention had been knocked-
off by an American DRTV company.  After all, I had a patent, therefore I should expect to roll in the
big bucks from their sales.
All that excitement came to a sudden halt when I found out that my patent would not hold up in
court - it was weak and I didn’t have a leg to stand on.  Anybody could copy my invention and sell it,
and there is not a thing I could do about it.

 (My story is the featured cover story in Inventors Digest March 2019)

As a first time inventor, I did not know the ropes when my patent application was submitted. 
Actually, I signed it, but really didn’t understand it at all.
Now, I get it.  My patent application could have been challenged a bit more by my examiner,
verifying and questioning some of the claims in it.  That would have helped me take a better look at
the information included in the application.  Perhaps, then my patent would be strong enough to
fight for.  As for now, it’s not worth paying a lawyer for a letter to the company making the replica. 
Even if my patent could stand up in court, there is no way I could afford to fight for it.  Seriously, I
don’t see any way that I could win in this situation unless some changes are made at the USPTO.

The individual inventor needs to be represented by the USPTO, they need to be protected by them.
  I am so leery of sharing my ideas with anyone at this point.  I don’t even think I should apply for
patents on my new ideas because it doesn’t seem to matter anyway.

Solutions?  Have help available for the independent inventors.  We don’t want to lose them, they
make the world a better place!

Thank you,
Elizabeth Crouch

Sent from Mail for Windows 10





From: johndag@ymail.com
To: successact
Subject: SUCCESS Act Study
Date: Tuesday, June 25, 2019 3:03:52 PM

Dear Director Iancu:

As the USPTO creates a legislative recommendation in relation to women, minorities,
and veterans obtaining patents, there are a number of crucial issues to consider,
outside of the simple number of patents granted to the aforementioned
underrepresented classes. Success is highly unlikely under the current system. Filing
for a patent has become a death wish for independent inventors. Any legislative
recommendation put forth by the USPTO must include reforms to the patent system
that protect independent inventors, or else the lives and livelihood of the very
individuals you are seeking to help will be utterly destroyed.

 These comments are submitted in support of legislative and rule changes to bring
some semblance of reason back to the examination of patents in view of the manner
in which the USPTO destroys an alarmingly high number of the patents it grants.
Corporate infringers now routinely use procedures such as IPRs and CBM reviews 
as methods to create confusion regarding the validity of issued patents so that they
can take advantage of their huge legal and lobbying budgets to infringe patents, and
particularly those held by individual inventors and small companies, with impunity.
The system the corporate infringers have created has, as a practical matter, made
obtaining patents a  worthless endeavor to anyone without the vast resources needed
to fight the endless challenges to their validity that are sure to be made by these
infringers using these new procedures. The result is simple; large corporate interests
can now infringe patents held by individuals and small companies with almost
complete impunity-and that is exactly what they do.

1. Patent claim construction should be standardized and uniform.

 Simply stated, it is inherently ridiculous to give a patent claim two different meanings
depending on who is reading it. A patent claim either does or does not mean the
same thing as a prior art disclosure. A patent claim either does or does not cover a
product or process. It should not make any difference what venue is analyzing it. This
is self-evident and is simple common sense that anyone can easily understand. The
two different standards currently being used for construing claims should be
standardized and uniform. The Phillips standard of using the patent description
(specification) as the key guide for understanding what the claims mean is the most
logical approach. Who is better suited to explain the meaning of the invention than the
inventor? Just because it is theoretically possible for a claim term to have a broader
meaning than "the ordinary meaning in view of the specifications", does not make
such a presumption reasonable. Infringers frequently use the broader standard as an
excuse to proffer far fetched claim construction theories which may be theoretically
possible in a vacuum, but make little sense in view of the actual invention as



described in the patent. This is one of their favorite tricks, and it often works.That's
why infringers love the broader standard. It is a great way to create confusion and
they know this and capitalize on it routinely. They are always trying to confuse what is
possible with what is reasonable. The broader standard helps them do this.

2. The Patent Office should not change its own Pre-Grant or Post-Grant claim
construction in subsequent post-grant procedures, or consider the same prior art
again after giving it special consideration and dismissing it.

Claim construction used in prior office procedures should obviously be given strong
consideration in any subsequent proceeding. Furthermore, disregarding the
prosecution history makes a mockery of the entire process. Why should a patent
owner need to re-argue the very same issues that were successfully addressed to
obtain the patent in the first place? The current state of affairs makes double
jeopardy seem like a stroke of good luck. Where else but in the USPTO can
someone have the same rights challenged and upheld two, three, four, or even 5
times, and still be at risk of having the very same deep-pocketed corporate infringer
use the Patent Office as a tool to make the same challenge, based on the same prior
art, yet again? 

In my case, I was forced to file a second CAFC appeal (having won the first one) of
yet another Patent Office ruling of invalidity based on the very same prior art which
was: 

a) pointed out twice for special consideration prior to my patents being granted,

b) denied as a basis for a reexamination because it could not meet even the low
standard of raising a "substantial new question of patentability",

c) completely overcome in a total validity victory in a reexamination which resulted
after the corporate challenger circumvented the denial decision (which is supposedly
not appealable) by lobbying the unit director to reconsider the denial,

d) denied as a basis for a CBM review, and

e) later used by the Patent Office as the basis of invalidity in an IPR,

only to have the bizarre new claim construction they used tossed by the CAFC as
being completely unreasonable. Yes, that is exactly what happened. If it sounds too
ridiculous to believe, that's because it is! So how did the same IPR panel respond
upon remand? They resurrected an equally ridiculous claim construction that had
been rejected by the Patent Office in every procedure described above, including
their own IPR, and decided that is suddenly made sense. It didn't. This time the giant
corporate attack machine  succeeded in resurrecting the very same issues, which had
long since been resolved in my favor, resulting in my patents being invalidated using
the same old prior art and discredited claim construction which had previously been
rejected by the Patent Office multiple times. This is simply ludicrous! Prior art
which has already been given special consideration by the Patent Office should
not be allowed to be used later to attack the same patents which were already



determined to be valid over that prior art. The Patent office might just as well put
up a giant sign saying "WE DON'T KNOW WHAT WE'RE DOING".

3. The Patent Office should stand behind its issued patents and not allow itself to be
used as a tool for Patent owner harassment by infringers

IPRs and CBM reviews are tools created for and and used by large corporate
infringers under the false flag of "Patent Reform" to make it prohibitively expensive for
inventors and small companies to defend their patents against those corporate
infringers. These procedures have served their corporate authors magnificently! IPRs
and CBM reviews have become a "killing field" for patents, just as their creators
intended. In fact, CBM reviews came into existence, under intense pressure from the
bank lobby, to help the banks kill one particular group of patents that they could not
defeat in court. They couldn't win under the rules, so they simply pressured Congress
to change them; and that is exactly what Congress did. 

The infringer lobby has made a mockery of post-grant proceedings and has made the
Patent Office look ridiculous. It seems as though the Office spends more time
overturning its own patent grants than it does granting patents. What other
organization could operate with such inefficiency? This is wasteful government at
its worst! When should an office determination of validity be final? The answer today
is a resounding "never". How many times should the office change its own claim
construction?  How many times should the same giant corporation be allowed to
attack the same patent with the same prior art? The answer for me has been that
there is no limit. The present system is an embarrassment. 

The present system affords no benefit, and no likelihood of success to women,
minorities, veterans, or other independent inventors who attain patents. I strongly
support legislative and rule changes to address the gross inequities in the present
system which are the product of well-funded lobbyists who get the laws and rules they
want regardless of how unfair and unreasonable they are. Make no mistake, the
current IPR and CBM laws were not written by Congressmen, they were written by
lobbyists for corporate infringers. It is high time to remedy these stunning examples of
corporate excesses. 

Respectfully submitted,

John D'Agostino

Sarasota, FL





 
SUCCESS Act Public Comment  

 
My Name is Kip Azzoni Doyle. I am the founder and inventor of the CardShark 

WalletSkin. (www.cardsharskin.com) A simple solution to a problem we never knew we had. 
Credit cards, ID, cash on the back of your phone in the protection of a phone case. As a female 
patent holder, the SUCCESS Act is not only imperative in the defense of IP protection for any of 
us independent inventors, but it is also equally essential in restoring the just and right patent 
system that the United States once held the prestigious reputation as the very best country in all 
the world for patent protection. This fact is because our Founding Fathers had the prescience to 
write THE CONSTITUTION based upon the most important rights for inventors in an effort to 
grow business and create jobs and wealth. With strong patent system came a willingness to share 
knowledge and ideas versus what has happened as a result of corrupt practices that force 
independent inventors to fear the fallout to their INTELLECTUAL PROPERTY, yes, 
PROPERTY, if they go after the wrong infringer who can pay to destroy the patent holder with 
deeper pockets and a system rigged in the infringers favor.  
 
 

Though I support increasing the number of women, minorities, and veterans who hold 
patents, I consider all independent inventors to be considered a minority in their own class and 
right. We are a small few whether we are female, male, or any other minority. INVENTORS 
ARE MINORITY CLASS and it is crucial that we concurrently increase the enforceability of 
those patents held by minorities of women, veterans or any other class, but mostly the patents 
held by this minority of people called independent inventors. Patents have become liabilities for 
independent inventors thanks to the PTAB and lack of strong enforcement in court. If the 
recommended legislation does not include increased protection of patents, we will end up 
destroying the lives of the very individuals we intend to help.  
 

My story: I invented a phone case that holds credit cards on the back of the case. A simple 
solution to everyday problem. It was back when everyone would peel down the corner of their 
phone case and slide their credit cards behind their phone. I did my first iteration with duct tape 
and a male billfold taped to the back of the phone case. Then I set about getting a utility patent. I 
have three patents and fight every day to protect my IP from infringers. I rarely win and must 
always be careful they don’t IPR me. Years of battling infringers and trying to convert them into 
licensees has been fruitless and certainly not been worth all the money spent to get the patents in 
the first place. I can’t live off the proceeds from my own invention, but the infringers are huge 
companies and their sales are very lucrative. I don’t see a penny. They know they have the 
money to IPR me and that 96% of the time those IPRs go in the favor of the infringers who bring 
the cases to the PTAB. We all know it and hate the system. Woman, or minority, the independent 
inventors are all minority class and we get called unjust names like patent “trolls”.  Here are the 
three things that make this work impossible to monetize and unsustainable for the independent 
inventor:  

1. Independent inventors do not often have the means to compete 
with big businesses. They often spend all the money they have 
trying to get the protection of their IP by patenting it because 
they feel the patent should protect their invention. Big money 

http://www.cardsharskin.com/


that they don’t have. Getting investors today is a joke, read this 
article PLEASE This is the report that shows venture capital running 
from groundbreaking ventures. https://www.usij.org/research/2018/7/9/us-
startup-company-formation-and-venture-capital-funding-trends-2004-to-2017 

2. Inventors do not have the money to go after infringers and sue 
them for infringement either willful or any other.  

3. Inventors don’t have the money to also at the same time, 
manufacture their own version of their invention BECAUSE 
THEY HAVE SPENT ALL THEIR MONEY CHASING 
POINT 1 & 2.  

Given the onus is on the inventor to a) come up with invention, b) patent invention, c) defend 
invention , oh and d) also manufacture invention, it is inconceivable that when the inventor 
cannot fund all these paths at the same time, they then try to call out an infringer who turns 
around and calls the inventor a patent troll!!!! ON THEIR VERY OWN IDEA. I have been 
called a patent troll, when I explained and then all but screamed at the big infringing company, I 
am NOT A PATENT TROLL, I wish I could be a practicing entity of MY VERY OWN IP, but 
due to deep pocked infringers like them I can’t afford all avenues to pursue. I am forced into 
being a non-practicing entity due to the financial constraints. In another instance where a 
company based their entire product line ON MY IP, I sent them a cease and desist letter, and 
they replied by suing me back claiming the letter I sent to their jurisdiction explaining their 
infringement was cause for damages to their company in their jurisdiction. So I, the inventor, 
cannot send a cease and desist letter to a company that bases their entire product line on my 
patented IP and instead sues me???? The cost to defend was exorbitant. I got no relief and the 
case of course should have been thrown out for improper jurisdiction as a frivolous lawsuit 
which should have been dismissed. No such luck.  
 

The independent inventor is a pariah of society today. We were once heralded. My last 
story is one that addresses the woman owned inventor plea. I was bullied by a big tough CEO of 
one of the largest film companies in the world. Turns out his wife’s company infringes fully on 
my UTILITY Patent. I set a meeting with her for a hashtag me too  #metoo moment. The 
husband barges in, slams his fist on the desk and rips up a copy of my patent in front of me, for 
effect, I guess. Yells at me I would rather spend all the money I have on IPR’ing you than ever 
paying you a dime. The wife meekly sits and tells me she thought she had done research on her 
design patent so it was all ok. Her design patent was a joke versus my UTILITY patent. (You are 
aware of the immense cost difference between one design patent versus 3 Utility patents? Did 
they do me a shred of good? Not a shred. And, the husband used his clout at his movie firm’s 
$2,000 an hour law firm to threaten me. I had to walk away or be IPR’d by the bully of a man 
who clearly didn’t let his wife do any of the negotiating or in this case pummeling of me, female, 
indie inventor. I will tell you how much that one alone cost me when I was forced to walk away 
from that losing battle: 1 million dollars! I would be IPR’d and the threat of losing all my patents 
because the system is corrupt was too great so I walked away.  
 

Last point: I was a single mother living in a small one bedroom apartment in NYC and I 
raised my four children alone. I invented the CardShark and spent my only money I had to 
protect it so I could make money on a great, simple universal need. I was going to put my kids 
through college on this company. I haven’t even made enough money off this to keep me from 
having to embark on several other jobs to support myself and my family. It’s wrong and unfair. 

https://www.usij.org/research/2018/7/9/us-startup-company-formation-and-venture-capital-funding-trends-2004-to-2017
https://www.usij.org/research/2018/7/9/us-startup-company-formation-and-venture-capital-funding-trends-2004-to-2017


Yes, we sound like victims, because we are. All of us have been forced into the victim mentality 
of negativity and fear for our hard-earned IP. If we had a strong patent system where the words 
IPR and PTAB didn’t immediately mean death to all our dreams, then we could prosper and 
grow the economy through jobs and positive and productivity. This is completely backwards and 
I am sure the Founding Fathers are rolling in their graves at the state of their once beloved and 
world-renown regaled patent system.  
 

Bottom Line: Trying to be a woman patent owner is also a joke. I read on some website, 
9% patent holders are women. It asked me to join some forum and participate and gain traction 
with my patents. The banner was some click through. When they responded there was no forum. 
There was no support for women inventors. It was completely consistent with how I feel about 
the patent system for all of us minority of indie inventors. Useless and bogus. WOSB filings 
have done me zero good. ZERO. The USPTO is no different. As a patent holder, I consider 
myself in the minority of people willing to chance it all in society and take the risk all for an 
invention worthy to patent. So to further my minority status as a subset in this minority, that is to 
say that I am an inventor, and a FEMALE INVENTOR, the SUCCESS ACT is very important to 
me.  
 

In answer to the 4th question posed by the USPTO, the social and private benefits to small 
businesses as a result of a higher number of patents obtained is nonexistent. As I and many other 
inventors have learned, holding a patent means nothing to large companies. The promise of a 
brighter future where you are able to attract investment, build a business, and support your 
family through patent ownerships is a lie. With such high PTAB invalidation rates, investors 
would be very unwise to invest in a brilliant, patented idea, so the inventor is forced to pour their 
own savings into the project. The USPTO’s actions are directly preventing success for 
independent inventors. Then, if the inventor has a profitable idea, a large company will want to 
use it and it will be cheaper and easier for them to challenge the validity of the patent than to 
work out a licensing agreement. According to the 2017 AIPLA Report of the Economic Survey, 
the estimated mean cost of a post-grant proceeding through appeal is $450,000.00. What 
independent woman, minority, veteran, or member of any other unrepresented class has that kind 
of money? The USPTO must stop taking patents back from inventors.  
 
On question seven, the real impact of socioeconomic disadvantage is seen when an independent 
inventor attempts to enforce his or her patent. Current law limits most inventors who win in court 
to only a “reasonable royalty”, which in many cases does not cover legal fees and is too little to 
serve as a deterrent against large corporations with deep pockets. Few inventors, particularly the 
underrepresented classes being discussed through the SUCCESS Act, can afford the millions of 
dollars and years required to enforce their patents in court. Since taking a patent infringement 
case on contingency is impossible, inventors cannot get their day in court. Even after winning, 
the inventor gets a small percentage of the profits while the infringer keeps the rest. Infringement 
is a good business decision under current law. The legislative recommendation must include 
more severe penalties for willingly infringing on patents.  
 
Sincerely, 
Kip Azzoni  
 



SUCCESS Act Public Comment 
 
 
I am Dr Keir Finlow-Bates, founder of the blockchain startup Chainfrog Oy, which produces a 
product called Blockbinder. I am an independent inventor and hold 6 US patents with about 
another 24 applications pending, which I finance and prosecute myself. 
 
As an independent inventor I see the SUCCESS Act as an important milestone in patent 
legislation in the US, mainly by drawing attention to greater underlying issues with the US patent 
system as a whole. 
 
Although the focus of the SUCCESS Act is on improving the obtaining of patents by 
underrepresented classes, as an independent inventor I strongly believe that any action that 
benefits any subgroup of “small players” in the patent space will have a knock-on effect for other 
lone inventors. In particular, it is my hope that the SUCCESS Act will lead to a reduction in the 
powers of the PTAB, which has frequently been described as a “death squad for patents owned 
by small entities”. 
 
I have yet to face an attempt by a large company to invalidate any of my patents, but I believe 
this is just a matter of time – the technology area that I innovate in, blockchain, is still new, but 
when larger technology companies start profiting from blockchain and infringing my granted 
patents, I expect that their first response will quite possibly be to file IPR petitions. Quite frankly, 
I am dreading the day that the first PTAB IPR petition arrives on my doorstep.  
 
The Request for Comments poses the following interesting question: “What social and private 
benefits to small businesses owned by women, minorities, and veterans would you identify as 
resulting from increasing the number of patents applied for and obtained by those businesses?” 
 
None. It would be a liability to them. 
 
Encouraging women, minorities and veterans to obtain patents under the current system is to 
encourage them to take great financial risks with a low chance of any reward. The patent 
granting process is already fraught with cost and risk, however this risk is understandable and 
quantifiable – patents should be granted on genuine innovation. 

 
However the subsequent risk of, after having paid and worked to obtain a patent reviewed by a 
qualified patent examiner, only to have struck down arbitrarily by the PTAB at the whim of a 
large financially rich corporate entity unwilling to pay the lawful royalties that the patent is 
supposed to award the inventor, is too great. 

 
The PTAB IPR system needs to be overhauled to redress the balance in favor of the individual 
inventor. That was the whole point of the “patent deal” between inventor and state, and this 
crucial aspect has been lost. 

 
As an independent inventor I sometimes wonder why I have put myself through the process – 
however, inventing is in my blood. True inventors have to invent, just as true writers have to 



write. Writers are lucky – the PTAB doesn’t take their novels off them, or demand they hand the 
copyright over to the big players. 

  
 
Sincerely, 
 
/Keir Finlow-Bates/ 
Keir Finlow-Bates, MA (Cantab), PhD (LSBU) 
25 June, 2019 
Urjala, Finland 
 
 



From: Curt Flowers
To: successact
Subject: Patents
Date: Thursday, June 20, 2019 3:42:38 PM

I truly believe that we are slowing down progress by making easier for big companies to monopolize on someone
else’s invention by simply outspending and exhausting the small inventors resources in court litigation. This country
was build on many one persons idea, which transformed this nation to what it is today. If we don’t bring back
protections for the little guy I’m afraid so many people will sit on their dreams and not make it a reality, which in
turn will tear down one of the many foundation blocks that use to make this country great.

Sent from my iPhone
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Coupling Equal Opportunity with Equal Outcome: 
The Necessary Two-Pronged Approach for Promoting the Participation 

of Underrepresented Classes both in Entrepreneurship and in the 

Pursuit of the U.S. Patent Bargain 
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Patricia Duran 
MBA, AMLCA, Inventor & Entrepreneur 

 

 

 

“The SUCCESS Act instructed the USPTO to … report to Congress on 

recommendations for promoting the participation of women, 

minorities, and veterans both in entrepreneurship and in applying 

and obtaining patents. I look forward to receiving that report and 

its recommendations.” 

— U.S. Representative Martha Roby 
March 27, 2019, House Judiciary Committee Hearing, 

Lost Einsteins: Lack of Diversity in Patent Inventorship and the Impact of America's 

Innovation Economy 
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Prologue 

On May 8, 2019, I, Jeff Hardin, and my wife, Patricia Duran, provided oral testimony at the USPTO 

in one of three hearings for public comments pursuant to the SUCCESS Act.1,2  

My wife began her testimony noting her status as a minority, while providing her testimony in 

Spanish with me translating.3 Her speech questioned the benefit of a patent if one is not able to defend 

it, and she provided rationale to expand the definition of the underrepresented class as defined by the 

SUCCESS Act to additionally include the class of independent inventors and small businesses owned by 

those inventors. Note that it is this expanded definition I will use for “underrepresented” in this written 

testimony throughout. She then shared her personal story of battling cancer and misdiagnosis, showing 

the need for continued innovation in the field of diagnosis methods.  

I followed my wife’s lead, providing legislative recommendations for the USPTO to provide 

Congress pursuant to the SUCCESS Act. The first legislative recommendation addressed diagnosis 

methods via Section 101 reform that would also serve to augment the number of women who apply for 

patents. In the second legislative recommendation, I first identified the problem of the underrepresented 

class of patent holders that was created by the America Invents Act (AIA)4 and recent Supreme Court 

cases. I posed a key question at the heart of the issue that both the USPTO and Congress must realize:  

How do we provide equal outcome so that equal opportunity even 

presents an incentive worth pursuing? 

I then provided a legislative solution to address that problem, restoring patent rights for the 

underrepresented class of inventors.  

My oral testimony I provided on May 8 served to provide only one part of what I consider a two-

pronged approach to the task the USPTO has before it in lieu of providing legislative recommendations 

to Congress pursuant to the Act. In this written testimony, I summarize my oral testimony while 

completing the two-pronged approach: coupling equal opportunity with equal outcome.  

Furthermore, following the oral testimony on May 8, I have met with various members of 

Congress, including those of the House Judiciary Subcommittee on Courts, IP, and the Internet, discussing 

legislation strategies in pursuit of this two-pronged approach: providing equal opportunity to 

underrepresented classes as well as equal outcome to the underrepresented patent holder.   

 

  

                                                           
1 https://www.uspto.gov/about-us/events/provide-comments-first-public-hearing-success-act 
2 https://www.youtube.com/watch?v=2fF7d9i0Km4 
3 See Attachment 2. 
4 35 U.S.C. § 100 (2012) (Leahy-Smith America Invents Act (AIA) of 2011). 

https://www.uspto.gov/about-us/events/provide-comments-first-public-hearing-success-act
https://www.youtube.com/watch?v=2fF7d9i0Km4
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Executive Summary 

One thing at stake in the pursuit to increase entrepreneurship and patenting among 

underrepresented classes is providing a system of equal opportunity for the future innovators of America. 

By working to address the gap in the number of patents applied for and obtained by underrepresented 

classes, the United States seeks to maximum the innovative potential of the American people, promoting 

the United States leadership in the global economy.  

The primary advantage of patenting is that it is rooted in meritocracy. The U.S. Patent System was 

designed at the outset to be the true anti-monopoly and equal opportunity engine, as innovation, effort, 

and achievement supersede any demographic or financial factors possessed by an inventor. For this 

reason, today there is still no requirement for the USPTO to collect information regarding race, gender, 

age, or any financial information from an inventor so that an examiner can proceed with examination on 

the merits of an inventor’s application for a patent grant.  

This meritocracy makes the patent system available and open to anyone. Thus, by emphasizing 

programs that provide education on and exposure to inventing and entrepreneurship for all peoples, 

while encouraging healthy competition and the sharing of ideas, the United States can foster innovation 

amongst its citizens and even to those beyond her borders with no limit on its potential.  

Most importantly, however, is that the pursuit of equal opportunity must coincide with the pursuit 

of equal outcome. Therefore, additionally at stake in this pursuit is providing a system of protection for 

patent holders, particularly those inventors in the underrepresented class. It goes without saying that 

without one’s ability to utilize or enforce a U.S.-granted patent once received, regardless of the patent 

holders’ financial state, the incentive to pursue even entering the patent bargain with the United States 

government becomes lost.  

Unfortunately, as a result of the AIA of 2011 and various court decisions over the past two decades, 

the ability for a patent holder to utilize or enforce a granted patent issued by the United States 

government today has plummeted. The result to the American economy is that the “reliability” of an 

issued patent that once existed now has become a meaningless asset for investment. Only until after a 

patent undergoes the gauntlet of post grant review proceedings can a patent be said to have any value 

for investment, and yet, even if this patent is fortunate enough to survive a post grant review, the 

“reliability” is never fully settled due to being subject to gang tackling, serial attacks, and business models 

such as those that use surrogates to challenge patents without having time bar limitations. Moreover, the 

exorbitant costs in defending patent challenges at the Patent Office are at the expense of the patent 

holder, serving as a major deterrent in why one should pursue a patent. In fact, for the inventor who holds 

a patent of value in the market but who cannot afford representation for a post grant review proceeding 

challenge, ironically possessing such a patent today has become a risk, as anyone can challenge the 

patent, despite that it has already been vetted by expert examiners in the field, and can drag the inventor 

into a costly proceeding. This ironically defeats the intent of Patent Clause to promote and encourage 

innovation.  
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Thus, the pursuit of equal opportunity for the underrepresented inventor must coincide with 

correcting equal outcome in the inventor’s ability to enforce and utilize a granted patent on issuance, 

regardless of the inventor’s financial state. Accordingly, the AIA “second look experiment” that was 

created by Congress to address a patent trolling narrative preached by entities who would prefer to 

infringe an issued patent rather than license it must be revisited. The Honorable Andrei Iancu, Under 

Secretary of Commerce for Intellectual Property and Director of the United States Patent and Trademark 

Office, warned in a speech in 2018 that “we have over-corrected and risk throwing out the baby with the 

bathwater. This must now end, and we must restore balance to our system.”5 We submit that this baby is 

the underrepresented inventor and show that it has already been thrown out. Fortunately, our laws are 

by the People, and our elected Congress itself is seeking solutions. Today, they are asking the Patent 

Office for legislative recommendations. This written testimony includes legislative proposals for the 

Patent Office to recommend to Congress.  

The testimonies provided by my wife and me serve to provide solutions to both prongs—equal 

opportunity and equal outcome—in the required two-pronged approach to adequately promote the 

participation of underrepresented classes both in entrepreneurship and in the pursuit of the U.S. patent 

bargain.  

 

  

                                                           
5 https://www.ipwatchdog.com/2018/10/19/iancu-risk-takers-patent-troll-narrative-orwellian-doublespeak/id=102474/ 

https://www.ipwatchdog.com/2018/10/19/iancu-risk-takers-patent-troll-narrative-orwellian-doublespeak/id=102474/
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Written Statement 
 

I. Introduction 

 

By way of introduction, I am a self-made entrepreneur, software developer, and inventor. I 

currently oversee an information technology consulting firm I co-founded in 2002, and, over the course 

of the last decade, I have developed and pursued patents for inventions related to software, cloud, and 

mobile device platform technologies on a Pro Se basis, resulting in 7 patent grants with others pending. 

I am an active member of the Houston Inventors Association, have advised judges at the Young Inventors 

Showcase of Houston, and sit on the advisory board for the Inventor Rights Coalition. Additionally, I have 

been invited to Washington, D.C. multiple times to meet with members of Congress and IP subcommittee 

counsel as a result of my recent efforts supporting independent inventors and patent rights.  

My wife, Patricia Duran, has over ten years of experience in the areas of compliance, operational 

risk management, and anti-money laundering, having vast work experience throughout Latin America. 

Prior to moving to the United States, Patricia served as independent advisor to the vice presidency of the 

2nd largest bank in the Dominican Republic, while additionally serving in the capacities of anti-money 

laundering department lead, compliance analyst, and spokeswoman for the institution. Patricia has 

elected to keep her innovations, particularly those related to payment systems, as trade secrets due to 

the state of the U.S. Patent System, which goes against the American spirit of promoting the Useful Arts 

by public disclosure.  

Patricia and I first met when I served as an ambassador to the Dominican Republic as part of 

Rotary International’s Group Study Exchange program. We married 15 months later and will celebrate 10 

years of marriage this year. We have two children, ages three and four years.  

A major turning point occurred in our lives between the months of February to May in 2016, as 

each of these events happened in sequence: Patricia underwent a C-section; my father received a lung 

transplant and was under recovery; my mother became bedridden with a crushed vertebrae, pelvis, and 

hand from a falling accident; Patricia’s mother suffered a heart attack and contracted sepsis while in the 

hospital; and Patricia was then diagnosed with breast cancer, requiring mastectomy, chemotherapy, and 

radiation. Trying to manage this with an 18-month old and infant was when our plans came to a complete 

halt; the only thing that mattered was survival.  

Adding insult to injury, Patricia suffered misdiagnosis during her treatment, resulting in 

irrecoverable surgical failures. To me, this demands innovation, yet all the while, I watched at a distance 

while my existing patent rights began to fade away due to Supreme Court decisions and the effects of 

Congressional policy. This was when I decided to take an active stance as a citizen and patent holder, 

addressing and speaking with U.S. government leaders regarding patent rights.  
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Ms. Duran and I do not speak for any other company or entity or colleague. Our views are strictly 

independent of others’ opinions on policy, and we have not discussed our testimony with any companies 

or entities before submission, except that between ourselves.  

 

 

II. Underrepresentation in Outcome 

 

“Thanks to the passage of the SUCCESS Act, the USPTO is following up on this report with 

further research on underrepresentation… Fully understanding the contours of 

underrepresentation is an important step in designing policy that can ensure that as a nation 

we are not leaving potential inventors behind and groundbreaking innovations 

undiscovered.” 

— U.S. Representative Hank Johnson, Chair of the U.S. House Subcommittee on Courts, 

Intellectual Property, and the Internet6,7 

On May 9, 2019, the day after I provided oral testimony at the USPTO, I attended the Oversight of 

the U.S. Patent and Trademark Office hearing by the U.S. House Subcommittee on Courts, Intellectual 

Property, and the Internet, where I heard Representative Hank Johnson speak those very words above. 

My comments here seek to provide the USPTO a fuller understanding how there is underrepresentation 

in outcome among independent inventors who hold patents.  

The Honorable Andrei Iancu, Director of the USPTO, sat as witness to the USPTO Oversight 

hearing. Laura Peter, Deputy Under Secretary of Commerce for Intellectual Property and Deputy Director 

of the USPTO, was present with Director Iancu. Ms. Peter spoke the previous day at the first of three 

hearings for public comments pursuant to the USPTO’s study on SUCCESS Act, where my family was also 

present, and my wife and I spoke. So, following the USPTO Oversight hearing, I found it appropriate to 

introduce myself to Ms. Peter, where I thanked her for allowing my wife and me the opportunity to provide 

our testimonies. In this conversation with Ms. Peter, I expressed my concerns with post grant review 

proceedings and my preference towards an Article III court, to which Ms. Peter asked: “What can you not 

get at the PTAB that you can get in an Article III court?” 

It’s a simple question, really, and in fact, I was asked this question earlier in the week in a meeting 

with a staff member of the House Judiciary Subcommittee on Courts, IP, and the Internet, and he indeed 

saw my point. As such, I elected to address this question and make it part of my oral testimony I provided 

to the USPTO on May 8. Simply put, using this question as justification for post grant review proceedings 

alone incorrectly focuses on the ends and not the means, falling victim to the fallacy of expediency, 

                                                           
6 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
7 https://www.youtube.com/watch?v=Y-XyuoRZ_Fs 

https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office
https://www.youtube.com/watch?v=Y-XyuoRZ_Fs
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defined as “ignoring every aspect of a means other than its capacity to achieve a desired end.” In other 

words, it doesn't matter how we get there; just as long as we got there.  

In fact, in his dissent in Oil States Energy Services, LLC v. Greene's Energy Group, LLC8, Supreme 

Court Justice Gorsuch emphasized the problem of expediency in the AIA:  

Today, the government invites us to retreat from the promise of judicial independence. 

Until recently, most everyone considered an issued patent a personal right—no less than 

a home or farm—that the federal government could revoke only with the concurrence of 

independent judges. But in the statute before us Congress has tapped an executive 

agency, the Patent Trial and Appeal Board, for the job. Supporters say this is a good thing 

because the Patent Office issues too many low quality patents; allowing a subdivision of 

that office to clean up problems after the fact, they assure us, promises an efficient 

solution. And, no doubt, dispensing with constitutionally prescribed procedures is often 

expedient. Whether it is the guarantee of a warrant before a search, a jury trial before a 

conviction—or, yes, a judicial hearing before a property interest is stripped away—the 

Constitution’s constraints can slow things down. … No doubt this efficient scheme is well 

intended. But can there be any doubt that it also represents a retreat from the promise of 

judicial independence? Or that when an independent Judiciary gives ground to 

bureaucrats in the adjudication of cases, the losers will often prove the unpopular and 

vulnerable? Powerful interests are capable of amassing armies of lobbyists and lawyers to 

influence (and even capture) politically accountable bureaucracies. But what about 

everyone else? 

In answering the very question in my May 8 speech that was subsequently posed by Ms. Peter, I 

identified but ignored addressing the many differences impacting all stakeholders facing a validity 

challenge, some of those being the very things Justice Gorsuch expressed as concerning: not having a 

stacked panel, the benefits of having an impartial judge, a jury, full discovery, a presumption of validity, 

etc. Rather, I focused on the single difference that matters most to the underrepresented class, and I 

summarized it in one word: Representation. In fact, the very word “representation” is at the root of 

“underrepresented”, which is very thing Congress is trying to address in their Study of Underrepresented 

Classes Chasing Engineering and Science Success (SUCCESS) Act. 

I provided how this very thing—representation—is where the imbalance lies between the 

represented and underrepresented classes that Congress unintentionally created with the AIA. Without 

it, no underrepresented inventor can even make it on the field to play the sport, and none of the other 

concerns even matter.  

I emphasized that no patent practitioner or attorney will take a PTAB challenge on a contingency 

arrangement, as there are no monetary damages on the prospect of success at the PTAB. This cost is on 

the inventor’s dime. As a result of the AIA, just trying to reach the same state of reliance that previously 

                                                           
8 138 S. Ct. 1365 (2018). 
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existed on the day a patent was granted before the AIA went into effect is now the financial burden of 

the patent holder, and these extra costs are post grant and after issuance—costs that are not anticipated 

by an inventor, as the patent has already been vigorously vetted by expert examiners at the USPTO.  

As an aside, what I did not mention in my speech due to time constraints is the fact that no 

inventor holding a patent having a priority date before the AIA went into effect ever agreed to this new 

AIA-created patent bargain with the government when she disclosed her invention to the government 

and the public. As such, earlier this year in March, I drove to Austin, Texas so I could witness a fireside 

chat with USPTO Director Iancu as guest at SxSW9, hoping for an opportunity to arise during a potential 

Q&A so that I could ask the Director if he found it fair that no inventor who entered into the patent 

bargain and disclosed her invention to the public prior to the AIA subscribed to the substantial rule 

changes that were retroactively applied by the AIA to patents having priority dates that predated the law. 

I did in fact get that opportunity and asked that question, and I reminded Director Iancu that he has the 

power to deny institution of an IPR, and I asked whether he would consider first his oath to defend and 

support the Constitution— in which the Takings, Due Process, and Ex Post Facto Clauses are immediately 

present—as a way to protect the patent grant on which the inventors who never entered into the AIA 

“patent bargain” so dearly rely.  

Director Iancu’s response was that a) Oil States did not address the issue of retroactivity, b) this 

issue was currently being litigated so he could not speak on it, and c) that as an agency, the USPTO must 

execute the law that is on the books. I did meet Director Iancu afterwards and thanked him for taking my 

question. However, others in the crowd told me he didn’t answer it, and given that the power to deny 

institution of an IPR does indeed reside with the Director, and under 35 U.S.C. § 326(b), “in prescribing 

regulations under this section, the Director shall consider the effect of any such regulation on the 

economy [and] the integrity of the patent system,” perhaps they were correct. Does changing the patent 

bargain during the term of the social contract provide reliance to the economy? Does changing the patent 

bargain during the term of the social contract exhibit or uphold integrity in the patent system?  

Now, regarding these newly introduced costs to patent holders, I provided in my May 8 oral 

testimony that, per the 2017 AIPLA Report of the Economic Survey10, the estimated mean cost of a post-

grant proceeding through appeal runs at $450,000.00. I showed that this is how much it costs a patent 

holder for a single post grant proceeding, let alone the problems of gang tackling, parties of interest and 

privies, conflicts of interest with APJs, serial attacks, and a surrogate-type business model to skirt time 

bar limitations. Add to that the institution and kill rate statistics on patents challenged at the PTAB, and 

an underrepresented patent holder has a bleak picture if she desires to utilize her patents and ends up in 

that tribunal.  

So, in other words, if an underrepresented inventor holding a granted patent doesn’t have just 

shy of half a million dollars to spare for a single patent challenge at the USPTO, she will not find 

                                                           
9 https://www.ipwatchdog.com/2019/03/20/cta-preaches-patent-troll-fairy-tale-chat-iancu-sxsw/id=107539/ 
10 https://www.aipla.org/detail/journal-issue/economic-survey-2017  

https://www.ipwatchdog.com/2019/03/20/cta-preaches-patent-troll-fairy-tale-chat-iancu-sxsw/id=107539/
https://www.aipla.org/detail/journal-issue/economic-survey-2017
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representation if she ever wants to license her patent and someone does the math and challenges it, or 

if she wants to protect her patent when someone else steals her invention. Is this a fair shake?  

This very reality makes the case that a patent does not give underrepresented inventors any 

reliable benefit, but rather, it gives them an increased risk of receiving a costly validity challenge. Hence, 

with today’s U.S. patent system, the question that arises if the government were to encourage 

underrepresented groups to get more patents is not “What are you doing for them?”, but “What are you 

getting them into?” It goes without saying that as a result, organizations such as US Inventor now resort 

to advising their members to keep their inventions trade secrets and not to disclose them to the U.S. 

government and the public in pursuit of a U.S. patent, lest their inventions easily be disclosed to, and 

stolen by, the public. The very statute Congress created ironically goes against the intent behind the 

Patent Clause of the Constitution.  

This alone is not the only threat to innovation for those hoping that a granted patent will give 

their invention the protection it needs so they can climb the ladder of success. Recent Supreme Court 

decisions have also damaged the underrepresented inventor in their pursuit of innovation and 

entrepreneurship.  

The previously mentioned Oil States11 case re-emphasized that a patent is no longer a private 

property right, but a public franchise. The Court majority did conclude that it is the prerogative of 

Congress to create such a patent system in the name of “efficiency”, but this does not mean that this 

provides the best patent system for the underrepresented, nor did the Court put their stamp of approval 

on that as the best system. In fact, it is evident Congress is aware of this, as in this very SUCCESS Act, 

Congress is seeking legislative recommendations to help serve underrepresented classes. Evidence of the 

Supreme Court’s disapproval is seen throughout the Oil States oral argument12, as many justices 

expressed their concerns that the same branch of government who gives can also take away, and that the 

process and rules changed dramatically. As further evidence of their discomfort in what the AIA created, 

Supreme Court Justice Sotomayor said later in the oral argument of Return Mail, Inc. v. Postal Service13 

(2019):  

It does seem like the deck is stacked against a private citizen who is dragged into these 

proceedings. They’ve got an executive agency acting as judge, with an executive director 

who can pick the judges, who can substitute judges, can reexamine what those judges say, 

and change the ruling… 

What is important to note is that Justice Sotomayor did not say that the deck is stacked against a 

woman or a minority or a veteran. She said, “private citizen”, reinforcing the concept that the patent 

system is designed as a meritocracy, as previously explained.  

                                                           
11 138 S. Ct. 1365 (2018). 
12 https://www.supremecourt.gov/oral_arguments/argument_transcripts/2017/16-712_7kh7.pdf  
13 https://www.supremecourt.gov/oral_arguments/argument_transcripts/2018/17-1594_1an2.pdf  

https://www.supremecourt.gov/oral_arguments/argument_transcripts/2017/16-712_7kh7.pdf
https://www.supremecourt.gov/oral_arguments/argument_transcripts/2018/17-1594_1an2.pdf
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Another Supreme Court case to the detriment of inventors is TC Heartland LLC v. Kraft Foods 

Group Brands LLC14, where residency was defined as the state of incorporation for a company. This means 

that inventors wishing to enforce their rights against an infringer must halt their inventing, leave their 

labs, and traverse the United States to district courts in states where infringers are incorporated or where 

they performed acts of infringement. Not only does this present another financial burden toward the 

underrepresented inventor, but this yanks her out of her lab and garage where she is performing her best 

innovative work and forces her to travel to distant courts across the United States in an effort to enforce 

her granted patent rights.  

Furthermore, the Supreme Court in eBay Inc. v. MercExchange, L.L.C.15 makes the very text on the 

face of every printed patent a false promise, as the “person(s) having title to [a] patent” does not have 

“the right to exclude others from making, using, offering for sale, or selling the invention throughout the 

United States of America or importing the invention in to the United States of America” against larger 

companies. So, for example, if an inventor invents a better way to ship products and obtains a patent for 

it, and suppose a company like Amazon decides it wants to take the patented invention and use it, it can 

do exactly that, and the inventor is compelled to license the patent at a price determined by a court, 

nevermind, if she wants to be the exclusive entity to utilize the patent and bring competition to the 

market.  

Each of these issues—the America Invents Act and how it created the underrepresented inventor; 

TC Heartland and the loss of a convenient venue for the underrepresented inventor; eBay and the loss of 

the exclusive right, stripping the ability for inventors to compete—represent real challenges in the plight 

of today’s inventor. Consequently, independent inventors and small businesses owned by those inventors 

can no longer expect a granted United States patent will protect their innovations and allow them to 

compete in the marketplace against larger, financially-abled entities. This is because an independent 

inventor becomes underrepresented the very minute she receives her patent grant. There is no equal 

outcome.  

 

 

III. The Golden Standard Program Without a Diversity Gap  

 

Notwithstanding the difficulties in equal outcome for the underrepresented inventor, we must 

recognize research received by the U.S. House Subcommittee on Courts, Intellectual Property, and the 

Internet. As Chair of the Subcommittee and U.S. Representative Hank Johnson stated on May 9 at the 

aforementioned USPTO Oversight hearing, “[W]e are falling behind in [creating and encouraging the next 

                                                           
14 137 S. Ct. 1514 (2017). 
15 126 S. Ct. 1837 (2006). 
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generation of innovators] because our patent system demonstrates a lack of diversity in who is getting 

patents.”16,17 

Turning to Chair of the Judiciary Committee and U.S. Representative Jerrold Nadler’s statement in 

the hearing “Lost Einsteins: Lack of Diversity in Patent Inventorship and the Impact of America’s Innovation 

Economy”, held on March 27, 2019, we learn:  

With so much of our economy dependent on IP-related industries, it is critical that 

everyone share the economic opportunities these industries offer. Promoting greater 

inclusion in the innovation ecosystem is good for our economy, good for underserved 

communities, and good for all Americans. Unfortunately, research shows that many 

segments of our society continue to be underrepresented as inventors on patents.  

The USPTO’s recent report on gender diversity finds that women are very much 

underrepresented as patent holders. Analyzing data on U.S. patents granted between 1976 

and 2016, the report shows that women comprised only 12% of the named inventors on 

patents in 2016, representing an increase of only 2% over the last 16 years. Clearly, 

whatever progress is being made is happening far too slowly, and much needs to be done 

to promote greater gender diversity among inventors. Moreover, the USPTO’s research 

shows that the underrepresentation in patenting is not solely a function of women 

entering science and engineering fields at lower rates than men, although that continues 

to be a problem. In 2015, women comprise nearly 28% of the total science and engineering 

workforce, but only 12% of inventors’-granted patents. Even where women are in the fields 

most associated with patenting, they are not patenting at the same rate as their male 

colleagues. This shows that the gender gap in patenting is likely to be caused by many 

factors, not just because there are fewer women scientists and engineers.  

Unfortunately, because the USPTO does not collect demographic data on inventors, it has 

been more challenging to study racial and ethnic diversity among U.S. inventors. 

Nonetheless, the studies that have been done also show significant disparities in patenting 

rates along racial and ethnic lines.  

I hope to learn more from the witnesses about how we can improve data collection on this 

issue, and learn more about the causes of these disparities, since the first step towards 

solving the problem is understanding its scope and root causes. For example, one study found 

that exposure to innovation during childhood has a major impact on an individual's desire 

to become an inventor, and a child’s likelihood to becoming an inventor increases if he or 

she grows up in one of our country's technology hubs. I am proud that New York City, 

                                                           
16 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
17 https://www.youtube.com/watch?v=Y-XyuoRZ_Fs 

https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office
https://www.youtube.com/watch?v=Y-XyuoRZ_Fs
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where my District is located, counts as one of these hubs, and I hope we can figure out how 

to replicate this sort of inventive environment elsewhere throughout the United States.18,19 

In fact, this study—"Who Becomes an Inventor in America? The Importance of Exposure to 

Innovation”—presents new evidence on the factors that determine who becomes an inventor. It states:  

Most previous work on innovation has focused on factors such as financial incentives, 

barriers to entry, and STEM education. Our results point to a different channel – exposure 

to innovation during childhood – as a critical factor that determines who becomes an 

inventor. A lack of exposure to innovation can help explain why talented children in low-

income families, minorities, and women are significantly less likely to become inventors. 

Importantly, such lack of exposure may screen out not just marginal inventors but the 

“Einsteins” who produce innovations that have the greatest impacts on society. Policies 

that increase exposure therefore have the capacity to greatly increase quality-weighted 

aggregate innovation.20  

Accordingly, and in line with the sentiments of Representative Nadler, I find it prudent to identify 

and focus on a program that a) showcases this type of exposure to innovation during childhood, b) is 

successful in encouraging inventing and entrepreneurship, c) has evidence of lacking a gap in diversity, 

and d) has replicative power. In fact, I have personal experience with such a program. Accordingly, I would 

like to introduce the USPTO to the Young Inventors Showcase, a project and competition of which I was 

asked to be a judge this year. I personally know the founder of the showcase, Greg Micek, and I strongly 

advocate this program as the very program that should be replicated throughout the United States.  

Interestingly, the Young Inventors Showcase actually spawned indirectly from USPTO activities in 

Houston, Texas, where the concept for an inventors’ association originated. In 1983, the USPTO, pursuant 

to the Small Business Innovation Development Act of 1982, co-sponsored the University of Houston’s 

Hilton Hotel conference, where more than four hundred attendees were present. The Patent Office 

specifically requested that an inventors program be started in Houston, and Houston businessman and 

attorney Greg Micek accepted the mandate. During the next two years, Mr. Micek helped maintain a 

productive relationship with the USPTO and the University, volunteering the use of his offices for dozens 

of monthly meetings for local inventors, resulting in the formation of the Houston Inventors Association 

(HIA)—a Texas non-profit organization. The HIA’s mission is to provide education, technical assistance, 

and support to creative thinkers in the greater Houston area and across the nation. From the beginning, 

the founders acknowledged the need for high quality educational information for members and the 

public at large, as well as a priority for outreach to children. 

                                                           
18 https://judiciary.house.gov/legislation/hearings/lost-einsteins-lack-diversity-patent-inventorship-and-impact-america-s 
19 https://www.youtube.com/watch?v=CCOeRO2NBCw 
20 Bell, A.M., R. Chetty, X. Jaravel, N. Petkova, and J.V. Reenen, 2017. “Who Becomes an Inventor in America? The Importance 

of Exposure to Innovation”. National Bureau of Economic Research Working Paper No. 24062. https://doi.org/10.3386/w24062  

https://judiciary.house.gov/legislation/hearings/lost-einsteins-lack-diversity-patent-inventorship-and-impact-america-s
https://www.youtube.com/watch?v=CCOeRO2NBCw
https://doi.org/10.3386/w24062
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Shortly thereafter, the Young Inventors Club was started as a subordinate project that reported to 

the HIA Board and operated under the HIA’s 501(c)(3) sanction, and in 2002, the non-profit project grew 

into its own organization—the Young Inventors Association of America (YIAA).  

The Young Inventors Showcase is an annual competition held by the YIAA, and it excels in 

encouraging and fostering innovation among today’s youth and their families. The competition requires 

that participants identify a problem to solve, solve it, describe and/or demonstrate the solution, and name 

the invention. Participants learn valuable problem-solving, expression, and presentation skills that they 

will carry for a lifetime. Meanwhile, while the participants are presenting their skills to the judges, the 

families of the participants attend sessions in a separate meeting space on entrepreneurship and how to 

start a family business, including seeking protection via copyrights, trademarks, and patents.  

Furthermore, the competition features two categories for winners that tie directly into USPTO 

activities—"The Most Patentable Invention” and “The Best Trademarkable Name”. Also, unique to the 

Young Inventors Showcase this year, a volunteer patent attorney judged and researched the USPTO 

database for these categories live during the competition, and the elected winners for these categories 

receive prosecution and filing fees with the attorney pro bono as part of their prize. I asked this attorney 

what his motivation was in doing this, and what he told me was astonishing. He shared a story of how 

when he was in elementary school as a child, his teacher took him into the hallway and told him that he 

was incredibly gifted, and that he scored at genius levels. He said, “Whether this was true or not, it didn’t 

matter. From that point on, I knew I was intelligent and different, and my life as a result shot upward in a 

magnificent trajectory that wouldn’t have happened otherwise. Look at these kids here. Just the fact that 

these kids made it here to the finals. They invented something, and they are told they are inventors and 

they are intelligent. And someone believed in them. Because of that, they have already won in life. It is 

for this reason I do what I do.” 

Moreover, the competition clearly demonstrates how innovation is the natural diversity engine. 

This past competition, over 700 participants entered the competition, and of the seven elected winners, 

three were female, and three of the four male winners were minorities. As I took a photo of these winners 

with my smartphone, I was literally in tears as an inner voice deep inside whispered, “And this why you 

do what you do. This is who you are fighting for.”  

If exposure to innovation during childhood is indeed a critical factor that determines who 

becomes an inventor, and, given that the Young Inventors Showcase is clearly a program where there is 

no diversity gap and also sets the next generation of winners on a trajectory of success, the government 

getting behind programs such as this should be paramount.  

As such, I would be happy to meet with the USPTO and Congressional leaders to discuss this 

program in more detail and how it may be expanded throughout the United States. Furthermore, I have 

recently spoken with Mr. Micek, and he has also expressed a willingness to meet as well. The Young 

Inventors Showcase presents the golden standard model of which the USPTO can report to Congress, 

and with proper government backing and nationwide replication, this very program and policy could 

close the diversity gap with underrepresented classes when it comes to equal opportunity in the pursuit 
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of entrepreneurship and the U.S. patent bargain. As the cited study states: “If women, minorities, and 

children from low-income families were to invent at the same rate as white men from high-income 

families, there would be four times as many inventors in America as there are today.”21 

 

 

IV. Congress & Simultaneous Pursuit: Equal Opportunity + Equal 

Outcome 

 

At the May 9 USPTO Oversight Hearing, Representative Doug Collins, expressed concern 

regarding outcome via the USPTO’s implementation of IPR proceedings:  

Another area of the patent system that requires our attention is the USPTO’s 

implementation of the [] IPR proceedings. … [Many] argue that the PTO has implemented 

countless rules skewed against patent owners that result in good patents being struck 

down in bad IPR decisions. I have heard numerous reports that defendants in litigation are 

filing multiple similar attacks on the same patent or are using surrogates to skirt 

prohibitions to repeat attacks. I've also learned that since, in instance, where small 

businesses sought to assert their patents in federal court to stop the theft of their valuable 

IP from those thieves, are instead forced to defend themselves their patents before the 

PTAB, which issued a questionable decision invalidating the patents. Fortunately, some of 

these small innovative companies could afford to appeal the PTAB’s final decision and 

have their patents restored by the Federal Circuit. But this demonstrates the PTAB 

proceedings may be used by well-funded companies to harass small businesses in 

submission. The cost for appealing a bad PTAB decision may be too much for small 

businesses to bear, resulting in their loss of their patents, innovations, and business at the 

hands of an unscrupulous copycat. Again, the very thing that we're trying to avoid, we’re 

actually seemingly incentivizing. That's something that we need to look at.22,23  

Recognizing these matters within the state of the U.S. Patent System, my wife Patricia Duran stated 

the following in her oral testimony on May 8 at the USPTO:  

[A]lthough pursuing equal opportunity with women, minorities, and veterans in obtaining 

a patent is a valuable effort, if it does not coincide with equal outcome in one’s ability to 

utilize the patent once received, regardless of the person’s financial state, telling women, 

                                                           
21 Id. at 34. 
22 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
23 https://www.youtube.com/watch?v=Y-XyuoRZ_Fs 
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minorities, and veterans that they stand to benefit from a patent will simply be false 

doctrine.24 

Indeed, our current system does not provide equal outcome for an underrepresented inventor 

once she receives the patent grant. Therefore, if the government wants to encourage the pursuit of more 

patents among the underrepresented, there needs to exist a worthy incentive in terms of outcome. 

However, the imbalance in outcome between the underrepresented inventor and the financially-

represented business today negates that incentive. So, there must be a simultaneous pursuit towards 

creating both equal opportunity and creating equal outcome in one’s ability to defend a patent once it is 

issued.  

As previously stated, Congress has expressed that they desire to fully understand 

underrepresentation in the U.S. patent system, in terms of equal opportunity as well as equal outcome. 

In fact, immediately following Representative Johnson statement at the May 9 USPTO Oversight Hearing 

on this desire, he immediately then directed his concern to the reliability in the resulting patent grant:  

A strong patent system requires clear rules, which lead to reliable patent grants that attract 

the investment needed to turn a patentable invention or innovation into a marketable 

product or service.25 

Additionally, Congresswoman Sheila Jackson Lee has expressed explicit interest in the stakeholder 

feedback that the Patent Office has received from the public as part of its SUCCESS Act study. Recall, in 

my oral testimony on May 8, I quoted Congresswoman Jackson Lee by looking back to the 2011 

Congressional Record where she added her sense of Congress amendment during the debate on the 

floor. Even then, she expressed great concern on how changes to patent law would affect inventors and 

small business and their patent rights:  

My amendment speaks … to the vast population of startups and small businesses that are 

impacted by this legislation. … This sense of Congress will put us on notice that we need 

to be careful that we allow at least the opportunity for [] investors, and that we continue 

to look at the bill to ensure that it responds to this opportunity. … [M]y amendment also 

reinforces that we do not wish to engage in any undue taking of property… Small 

businesses should be as comfortable with going to the Patent Office as our large 

businesses. … We must always be mindful of the importance of ensuring that small 

companies have the same opportunities to innovate and have their inventions patented 

and that the laws will continue to protect their valuable intellectual property. … [W]ithout 

strong patent protection, businesses will lack the incentive to attract customers and 

contribute to economic growth. 26 

                                                           
24 https://www.youtube.com/watch?v=2fF7d9i0Km4 (See also Attachment 2.) 
25 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
26 https://www.congress.gov/congressional-record/2011/06/23/house-section/article/H4480-1  

https://www.youtube.com/watch?v=2fF7d9i0Km4
https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office
https://www.congress.gov/congressional-record/2011/06/23/house-section/article/H4480-1
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In my testimony on May 8, I asked, “What happened to those investors the Congresswoman 

mentioned?” I then explained that according to a report from the Alliance for U.S. Startups & Inventors 

for Jobs (USIJ), in strategic sectors where patent protections are key, venture capital funding has dropped 

from being 20.95% of total VC funding in 2004 to a mere 3.22% in 2017.27 “The VC money is gone,” I said. 

I then declared that “now is the time to look at that bill and its consequences—not to lawyers, not to big 

business, but to the true stakeholders: the American Inventors”.28 So, very fittingly, Congresswoman 

Jackson Lee today still maintains her interest in looking at the AIA’s consequences and its affect to the 

underrepresented, as she submitted Questions for the Record29 for the USPTO following the May 9 USPTO 

Oversight Hearing – questions inquiring about stakeholder feedback, such as: 

• Have stakeholders who have provided testimony pursuant to the SUCCESS Act 

identified any other people(s) as being underrepresented?  

• Has the USPTO received stakeholder feedback expressing concern on an 

underrepresented inventor's ability to financially enforce her patent rights?  

• What legislative recommendations has the USPTO received from stakeholders that 

would increase the incentive for underrepresented classes to apply for and obtain 

more patents, and does equal outcome with respect to a patent holder's financial 

ability to enforce their rights against well-funded companies play a part? 

• Given that contingency law firms rely on damages to recoup their investment, and in 

the case of the PTAB, there is no monetary compensation for prevailing patent holders, 

have stakeholders expressed concern whether the underrepresented classes have the 

financial means to receive legal representation?  

• What legislative recommendations has the USPTO received from stakeholders that 

would help the underrepresented classes avoid such a financial burden while still 

achieving the end result of determining patent validity/eligibility? 

It goes without saying, clearly Congress is concerned with stakeholder burdens and solutions, 

both in the pursuit of equal opportunity and in the pursuit of equal outcome. As such, a desire to fully 

understand the contours of underrepresentation to aid in designing policy, as Representative Hank 

Johnson put it, is evident.  

Now, to aid the USPTO with Congresswoman Jackson Lee’s questions, by way of the oral testimony 

provided by my wife and me, and of this very written testimony, the Patent Office has indeed received 

stakeholder feedback clarifying that the underrepresented class includes not only women, minorities, and 

veterans, but additionally includes independent inventors and small businesses owned by those inventors. 

The Patent Office has also received stakeholder feedback expressing concern on an independent 

inventor’s ability to financially enforce her patent rights, that feedback also expressing concerns on the 

lack of contingency representation at the PTAB. In lieu of legislative recommendations that would increase 

the incentive for the underrepresented inventor to apply for and obtain more patents, and legislative 

                                                           
27 https://www.usij.org/research/2018/7/9/us-startup-company-formation-and-venture-capital-funding-trends-2004-to-2017  
28 https://www.youtube.com/watch?v=2fF7d9i0Km4 
29 See Attachment 1. 

https://www.usij.org/research/2018/7/9/us-startup-company-formation-and-venture-capital-funding-trends-2004-to-2017
https://www.youtube.com/watch?v=2fF7d9i0Km4
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recommendations to help the underrepresented inventor avoid the financial burden of the PTAB while 

still achieving the end result in determining a patent’s validity/eligibility, I have provided legislative 

recommendations that address these questions and more in the following section below.  

 

 

V. Legislative Recommendations 
 

Pursuant to the SUCCESS Act, the Director of the USPTO is to conduct a study that provides 

legislative recommendations for how to a) promote the participation of women, minorities, and veterans 

in entrepreneurship activities, and b) increase the number of women, minorities, and veterans who apply 

for and obtain patents.  

Legislation that would help in the pursuit of equal opportunity for underrepresented classes 

would include:  

1. Women, Minorities & Youth. Establishing and providing funding from Small Business 

Innovation Research (SBIR) grants or otherwise to be used to build educational 

programs that expose our young generation to inventing, programs such as the Young 

Inventors Showcase, including funds to replicate this model throughout the United 

States. This falls in line with the study showing that exposure to innovation during 

childhood leads to higher inventor rates, helping close the diversity gap by focusing 

on education in and exposure to inventing. Reach could be maximized to all 

demographics by placing inventing into the public-school system curriculum.  

 

2. Veterans. In return for their service to the United States, allowing veterans to enjoy 

reduced filing fees, and perhaps, fees reduced to an even greater extent than that of a 

micro entity. This would encourage veterans to partake in innovation with a lower 

barrier to entry, as well as show our appreciation for their service to our country.  

 

3. Minorities & Immigrants. For the purpose of bringing the best minds and the best 

ideas to the United States, rather than exporting them overseas, upon issuance of a 

U.S. patent, allowing immigrants who a) are named inventors on the patent, b) have 

applied for U.S. residency and/or U.S. citizenship status, and c) have satisfied the 

requirements and do not pose a security risk, to enjoy the benefit of no waiting time 

to receive their residency/citizenship appointment at USCIS, similar to the benefit 

received by a spouse of a U.S. citizen seeking the same. Given that the majority of 

immigrants are minorities by nature, this would help address any diversity issues with 

regard to those minorities, while encouraging the world’s best innovators to contribute 

in and to American society and commerce. This would also help satisfy the current 
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concerns of U.S. valuable IP being sought outside the U.S. and in Europe and China, 

particularly in areas such as 5G, artificial intelligence, and medicine.  

It has been shown here that a patent is only valuable if it can be trusted to be reliable and if an 

underrepresented patent holder enjoys the means to defend it. Recall that the government must 

simultaneously provide equal outcome in the resulting patent grant so that equal opportunity in the pursuit 

of the grant even presents an incentive worth pursuing. Accordingly, simultaneous legislation that would 

help provide equal outcome for underrepresented inventors who hold patents would include:  

4. Venue Reform. As a result of TC Heartland, an underrepresented inventor who wishes 

to enforce her patent rights against an infringer does not have a convenient venue to 

do so. She did nothing wrong, yet now her work on innovation must halt while she 

spends the additional time and cost to traverse the United States to infringer-friendly 

district courts to enforce her rights against theft. The solution to this can be found in 

the proposed Section 1400(b)(4) of S.2733 of the 114th Congress—the Venue Equity 

and Non-Uniformity Elimination (VENUE) Act of 201630, legislation that was tabled 

given that TC Heartland was underway. Now the pendulum in full swing in favor of an 

infringer due to TC Heartland, this bill seeks amends Section 1400(b) and contains a 

provision allowing an infringement action to be brought in judicial districts “where an 

inventor named on the patent in suit conducted research or development that led to 

the application for the patent in suit”. This bill would allow an underrepresented patent 

holder to more conveniently enforce her patent rights in the judicial district where she 

conducted her research; moreover, this language of this bill does not allow bad actors 

to participate in forum shopping.  

 

5. Defining Inventor-Owned Patents and PTAB / Declaratory Judgement Venue 

Consent. Underrepresented inventors likely retain ownership of their patents, or assign 

their patents to a small business they own. Accordingly, Section 100 of 35 U.S.C. shall 

be amended with the following new subsection: “The term ‘inventor-owned patent’ 

means a patent held entirely by the inventor(s), or held entirely by a business owned 

solely by the inventor(s), of the claimed invention.” Once that is established, patent 

validity challenges petitioned on inventor-owned patents at the USPTO must first be 

agreed to by the inventor(s); otherwise, said challenges will occur in traditional district 

court. This provision would allow an underrepresented inventor maintaining 

possession of her patent to receive contingency fee representation, while still achieving 

the end result of determining patent validity. This also serves to protect against the 

threat of bad actors who are said to buy up patents and file frivolous lawsuits, as these 

supposed bad actors are not the original inventors listed on the face of the patents 

they potentially might buy. Furthermore, in accordance with the proposed venue 

reform regarding where research was conducted, claims for declaratory judgement 

                                                           
30 https://www.congress.gov/bill/114th-congress/senate-bill/2733/ 

https://www.congress.gov/bill/114th-congress/senate-bill/2733/
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relating to an inventor-owned patent should also be limited to the district where the 

inventor is domiciled or has consented to jurisdiction.  

 

6. Restore Constitutional Exclusivity. Article I, Section 8, Clause 8 of the U.S. 

Constitution gives Congress the sole power to “promote the Progress of Science and 

the Useful Arts, by securing for limited times to Authors and Inventors the exclusive 

Right to their respective Writings and Discoveries.”31 However, in eBay, the Supreme 

Court elected that it could decide what promotes the progress of science and the 

useful arts, and in doing so, it fundamentally changed the constitutional exclusive right 

bestowed upon an inventor by the grant of a letters patent to where a patent holder 

can be forced to license her invention, which is equivalent to her losing the right to 

exclude others. This represents a real challenge for the underrepresented inventor if 

she wants to compete in the market. If Congress wants to provide equal outcome for 

underrepresented inventors in the competitive market with more financially-abled 

businesses, Congress must enact a provision that includes the right to injunctive relief 

for patent holders upon a finding of infringement, providing underrepresented 

inventors true ownership and exclusive rights over their disclosed inventions.  

 

7. Abolish Retroactive Application of the AIA. The Supreme Court in Oil States opted 

not to address retroactive application of IPRs on patents having priority dates that 

predate the AIA; nevertheless, the AIA provides that the USPTO can unconstitutionally 

take a patent away from a patent holder by instituting an IPR on said patent. Moreover, 

such a taking by the Patent Office from inventors who disclosed their inventions prior 

to the AIA and who did not subject themselves to the provisions of its title is unjust, 

violates due process, and destroys any confidence in the social compact between 

inventors and the government, because, at any time, the government can change a 

legal contract ex post facto. Congress must restore integrity and confidence in the U.S. 

patent system. Abolishing retroactive application of the AIA on patents having priority 

dates that predate the law would restore confidence held by the underrepresented 

inventor in her government and in the social compact patent bargain with the people, 

without fear that the government can unfairly change the rules in the middle of the 

game on a patent bargain already entered.  

The legislative recommendations above will restore reliability for the underrepresented inventor 

in seeking a U.S. patent grant. These recommendations will provide her both a new and restored incentive 

to seek patent protection for her inventions, thus receiving the protection she needs to engage in 

entrepreneurship and the American and global innovative economy.  

 

                                                           
31 U.S. CONST. art. I, § 8, cl. 8 (emphasis added). 
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VI. Federal Register Notice Questions 

 

As part of the Federal Register Notice32, the Director provided questions as a preliminary guide to 

aid the USPTO in collecting relevant information and to evaluate possible administrative or legislative 

recommendations that may be provided to Congress. The Federal Register notice stated that comments 

from the public on any issues that they believe are relevant to the scope of the study are welcome, but 

the USPTO was particularly interested in answers to the questions in the Notice. I have provided my 

answers to selected questions in Attachment 3.  

 

 

VII. Conclusion 

 

This testimony has shown that in order to provide equal opportunity to underrepresented classes 

in entrepreneurship and invention, the government stands to benefit in this quest by supporting and 

replicating educational programs such as the Young Inventors Showcase nationwide, fostering innovation 

among today’s youth and their families; allowing veterans to participate in the patent system with reduced 

fees; and encouraging those seeking U.S. residency and/or citizenship to bring their ideas to be protected 

in the United States and be rewarded with waiting time advantages. Furthermore, in order to provide an 

incentive to those underrepresented classes pursuing equal opportunity when filing for and obtaining 

patents, Congress must ensure there is equal outcome in lieu of the ability for the underrepresented 

patent holder to be able to rely upon and defend her granted patent rights. Policy that will restore 

representation to inventors, reliability in their patent grants, a convenient venue for enforcement by 

inventors, and exclusive rights as stated in the Constitution, will bring the necessary incentive and 

encourage those underrepresented groups seeking to protect their intellectual property. Only by 

coupling equal outcome with equal opportunity in such a two-pronged approach can the United States 

fully harness the maximum innovative potential of its people and continue to promote U.S.-based 

leadership in the global innovation economy.  

Both the USPTO and Congress should be commended on their dedicated attention to this issue 

of underrepresentation, and the USPTO especially should be commended for involving the public as 

stakeholders in their required study pursuant to the SUCCESS Act. Concurring with Representative Martha 

Roby’s statement made during the March 27, 2019 House Judiciary Committee “Lost Einsteins” Hearing, 

                                                           
32 84 FR 17809 (2019). 



 

SUCCESS Act | Hardin & Duran: Coupling Equal Opportunity with Equal Outcome 23 of 23 

I too look forward to viewing the USPTO’s report on the results of the study conducted by the USPTO 

pursuant to this SUCCESS Act.   

It is my hope that the USPTO finds this testimony useful in its report to Congress. Given that it is 

the sense of Congress that the United States has the responsibility to work with the private sector to close 

the gap in the number of patents applied for and obtained by women and minorities, I look forward to 

continuing the conversation and/or engaging with the USPTO to that end.  

 



 

ATTACHMENT 1 

TO 

 

Written Testimony of 

JEFF HARDIN & PATRICIA DURAN 

 

 

Before the 

UNITED STATES PATENT & TRADEMARK OFFICE 

(USPTO) 

 

 

Pursuant to the  

Study of Underrepresented Classes  

Chasing Engineering and Science Success  

(SUCCESS) Act of 2018 

 

 

Submitted on 

June 30, 2019 

 

 



- 1 -  
 

 
 
 
 
 
 
 
 

CONGRESSWOMAN SHEILA JACKSON LEE OF TEXAS 
QUESTIONS FOR THE RECORD FOLLOWING HOUSE 

JUDICIARY SUBCOMMITTEE ON IP: 
OVERSIGHT OF THE U.S.P.T.O 
MEETING HELD: MAY 9, 2016 

QUESTIONS SUBMITTED: MAY 16, 2019 
 

 
As required by the 2018 Study of Underrepresented Classes Chasing 
Engineering and Science (SUCCESS) Act, the USPTO is to prepare a study 
on the participation of women, minorities, and veterans in 
entrepreneurship activities and the patent system. Section 3 of the 
SUCCESS Act requires the study to provide legislative recommendations 
for how to increase the number of women, minorities, and veterans who 
apply for and obtain patents. To assist in gathering information prior to 
compiling the report, the USPTO has invited the public to provide written 
comments and also oral testimony at one of three hearings.  
 
1. Have stakeholders who have provided testimony believe that the 
underrepresented classes only consist of those who are considered women, 
minorities, or veterans, or have any of the stakeholders identified any other 
people(s) as being underrepresented? In the case of the latter, who else, or 
what other group(s) of people, have the stakeholders identified as being 
underrepresented? 
 
2. Have stakeholders expressed concern regarding the underrepresented 
classes’ financial ability to enforce their rights once they do obtain patents? 
What legislative recommendations has the USPTO received from 



- 2 -  
 

stakeholders that would increase the incentive for underrepresented classes 
to apply for and obtain more patents, and does equal outcome with respect 
to a patent holder's financial ability to enforce their rights against well-
funded companies play a part?  
 
3. The PTAB/IPRs are purported to being a cheaper and faster alternative 
than district court litigation in achieving the end result of determining 
patent validity/eligibility. Given that contingency law firms rely on 
damages to recoup their investment, and in the case of the PTAB, there is 
no monetary compensation for prevailing patent holders, have stakeholders 
expressed concern whether the underrepresented classes have the financial 
means to receive legal representation? What legislative recommendations 
has the USPTO received from stakeholders that would help the 
underrepresented classes avoid such a financial burden while still achieving 
the end result of determining patent validity/eligibility?  
 
4. What legislative recommendations has the USPTO received from 
stakeholders that would help underrepresented classes apply for and obtain 
more patents in lieu of patent eligibility?  
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(This testimony below was delivered by Patricia Duran in Spanish, with Jeff Hardin providing the English translation.) 

 

My name is Patricia Duran. Thank you for the opportunity to allow me to comment with you here today. 

I am a woman, and I am considered a minority in this country. I appreciate the intent behind the SUCCESS 

Act for Congress to ask for legislative recommendations for how to increase the number of women, minorities, 

and veterans who apply for and obtain patents, but I must start with this question:  

What good is a patent if one cannot feasibly defend it? 

Regarding this SUCCESS Act, I am certain you will hear this theme from all independent inventors, who 

are the true stakeholders in the patent system and the true source of American innovation. The theme is this:  

Women, minorities, and veterans all reside in the same category with all the other independent 

inventors, and this class – the independent inventors – this is the true underrepresented class.  

And here’s why. Women, minorities, and veterans, once they receive a patent, are actually in the same 

predicament as all independent inventors and small businesses. With the current state of patent law in the United 

States, independent inventors and small businesses cannot adequately license the patents they receive with 

larger, financially-abled entities – the “represented” class – nor can they enforce their patents against this class 

when their patents are stolen. This is because this represented class can simply bleed the underrepresented class 

dry legally and financially by taking advantage of today’s current patent laws.  

So, although pursuing equal opportunity with women, minorities, and veterans in obtaining a patent is a 

valuable effort, if it does not coincide with equal outcome in one’s ability to utilize the patent once received, 

regardless of the person’s financial state, telling women, minorities, and veterans that they stand to benefit from a 

patent will simply be false doctrine.  

Now that I have provided the above clarification, I will tell you a chapter in the story of my life.  

I am a cancer survivor. I was diagnosed with breast cancer three months after my daughter was born. I 

am almost three years into my fight. After being diagnosed, I received a double mastectomy, and because the 

biopsy taken prior to my surgery of the suspicious lymph node adjacent to my tumor turned out to be negative, 

I was to receive simultaneous reconstruction during the mastectomy. Two birds with one stone. But as it turned 

out, my diagnosis was incorrect. A second biopsy of my lymph nodes was performed during the surgery, and it 

revealed that my lymph nodes in fact had been compromised.  

The result was irreversible torture, and I had to relive this multiple times. During this double surgery 

attempt, my mastectomy had already been completed, and my plastic surgeon was already midway into his 

reconstructive procedure, using fatty tissue from my abdomen to reconstruct my breasts. Because my lymph 

nodes were discovered as compromised, he had to suspend his work, leaving me with a diamond-shaped incision 

going from hip to hip and plastic silicon sheets were to remain in my abdomen until I had undergone and 
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recovered from full chemotherapy and radiation therapy. Then I would have to come back and undergo surgery 

again to complete the rest of the procedure.  

What was the end result in that follow up procedure one year later? I had complications and my 

reconstruction failed 3 times. I have not only endured and continue to suffer physical pain as a result of these 

surgeries, but I also endure psychological pain every day when I look in the mirror as a reminder. My scars remind 

me of the battle I fight, but every day I have is a gift. My blessing is that I am alive, and I have two beautiful 

children and a loving husband.  

So how does my story relate to patents? Well, given that I endured misdiagnosis, the fact that medical 

diagnosis methods can be considered patent ineligible is concerning. The cure of cancer today is merely playing 

a game of statistics – crossing my fingers hoping that I fall within the percentage of people who survive in studied 

patient populations and clinical trials. The chemotherapies I received were a result of a strong patent system, but 

is there something better? For example, can more work be done in immunotherapies and other discoveries? Or, 

as Sherry Knowles, who is also a breast cancer survivor, has questioned: are discoveries now being thrown out? 

The Constitution includes discoveries, and so does the Patent Statute. Jeff will speak more on these, but this is 

my testimony, and I thank you for giving me the opportunity to share my comments with you here today.  
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(This Spanish testimony below was delivered by Patricia Duran, with Jeff Hardin reciting the English translation.) 

 

Mi nombre es Patricia Duran. Gracias por la oportunidad de permitirme estar aquí hoy con ustedes y 

escucharme. 

Soy mujer y soy considera una minoría en este país. Y quiero agradecer la intención de THE SUCCESS ACT 

que emite el Congreso en solicitar recomendaciones legislativas que contribuyan la fomentación del número de 

mujeres, minorías y veteranos que solicitan y obtienen patentes, pero debo empezar con esta pregunta:  

¿De qué sirve tener una patente si no la puedes defender? 

Con respecto a esta ley de THE SUCCESS ACT, estoy seguro de que escucharemos este tema de todos los 

inventores independientes quienes son los verdaderos interesados en el sistema de patentes y quienes son el 

verdadero origen de la innovación norteamericana. El tema es este:  

Las mujeres, las minorías y los veteranos están dentro de la misma categoría con todos los demás 

inventores independientes, y esta clase - los inventores independientes - es la verdadera clase 

subrepresentada.  

La razón es porque las mujeres, la minoría y los veteranos, una vez que reciben una patente están 

realmente en el mismo aprieto económico que todos los inventores independientes y las pequeñas empresas. 

Con el estado actual de la legislación en materia de patentes en los Estados Unidos, los inventores 

independientes y las pequeñas empresas se ven en la incapacidad de licenciar adecuadamente las patentes que 

reciben, con entidades grandes y de mayores capacidades financieras – que representan la clase "representada" 

- ni pueden hacer valer sus patentes contra Esta clase cuando se roban sus patentes. Esto se debe a que la clase 

representada puede simplemente abusar gradualmente de todos los recursos legales y financieros sobre la clase 

subrepresentada y así con conllevándole a la extinción utilizando a las leyes actuales de patentes de hoy en día.  

Por lo tanto, aunque perseguir la igualdad de oportunidades que las mujeres, la minoría y los veteranos en 

la obtención de una patente es un esfuerzo valioso, si no coincide con el mismo resultado en la capacidad de utilizar 

la patente una vez recibida, independientemente del estado financiero de la persona, decir que las mujeres, las 

minorías y los veteranos que pueden beneficiarse de una patente simplemente será una doctrina falsa.  

Después de haberles aportados la aclaración anterior; deseo contarles un capítulo de la historia de mi 

vida.  

Soy sobreviviente de Cáncer. Fui diagnosticada con cáncer de mama 3 meses después de nacer mi hija. 

Estoy casi tres años en mi lucha. A causa de este diagnóstico tuve que realizar una mastectomía doble lo cual 

fue planeada con una reconstrucción simultanea debido a que previa a la cirugía el ganglio linfático que 

presentaba características sospechosas adyacente al tumor fue biopsia y su resultado fue negativo.  El plan fue 

matar 2 pájaros con un solo tiro. Pero ese diagnóstico fue incorrecto, una segunda biopsia de los ganglios 

linfáticos durante la cirugía revelo que estos estaban comprometidos.  
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El resultado fue una pura tortura irreversible y que luego tendría que volver a repetir. Durante este intento 

de doble cirugía, mi mastectomía ya se había completado, y mi cirujano plástico ya había avanzado su trabajo 

en su procedimiento reconstructivo usando tejido graso de mi abdomen para reconstruir mis senos. Pero el 

hallazgo de que algunos ganglios linfáticos sí estaban comprometidos conllevo a que la reconstrucción se 

suspendiera dejándome con una incisión en forma de diamante en la cadera cruzando de un extremo a otro, y 

dejando dentro unas hojas de silicona de plástico que permanecieran en mi abdomen hasta que el tratamiento 

de quimioterapias y radioterapias se completara para luego proceder con la reconstrucción nuevamente.  

Entonces el resultado final al procedimiento reconstructivo de seguimiento fue que tuve ciertas 

complicaciones y la reconstrucción falló 3 veces. Batallo con el sufrimiento de tener diferentes dolores físicos 

como resultado de estas cirugías, pero también sufro dolor psicológico todos los días cuando me miro en el 

espejo. Sin embargo, estas marcas son de luchas ganadas en la batalla que estoy peleando, donde cada día no 

es un día más, es un regalo como las bendiciones de que Estoy viva, tengo dos hermosos hijos y un esposo 

amoroso.  

Entonces como mi experiencia se relaciona con el tema de las patentes, dado que he sido afectada por 

un diagnóstico erróneo, el hecho de que los métodos de diagnóstico médico puedan considerarse inadmisibles 

en materia de patentes es preocupante. Y la cura del cáncer es un sorteo que En la que las estadísticas nos dan 

un numero de probabilidades donde yo cruzo mis dedos con la esperanza de quedarme dentro del porcentaje 

de personas que sobreviven en las poblaciones de pacientes estudiados y ensayos clínicos. Las quimioterapias 

que recibí fueron el resultado de un fuerte sistema de patentes, pero ¿hay algo mejor? Por ejemplo, ¿se puede 

hacer más trabajo en inmunoterapias y otros descubrimientos? O, como Sherry Knowles, que también es 

sobreviviente del cáncer de mama, ha cuestionado: ¿ahora se están desechando los descubrimientos? La 

Constitución incluye los descubrimientos, y también lo hace el estatuto de la patente. Jeff hablará más sobre 

estos, pero este es mi testimonio, y les agradezco por haberme dado la oportunidad de compartir mis 

comentarios con ustedes aquí hoy.  
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(1) What public data are available to identify the number of patents applied for and obtained by women, 

minorities and veterans? 

Regarding the number of women, the USPTO used particular methodology to reach conclusions as described in 

Appendix II in the February 2019 report "Progress and Potential: A profile of women inventors on U.S. patents". 

Although not definitive, the methodology did exhibit a level of confidence in its analysis. An analysis is minorities 

and veterans might be harder to identify. Moreover, what is the definition of a “minority”, and how is it relevant? 

My wife is considered a minority. Does that mean my children are?  

(2) What public data are available to assess the social and private benefits that result from increasing the 

number of patents applied for and obtained by women, minorities, and veterans, as well as small businesses 

owned by these groups? 

==== 

(3) What social and private benefits would you identify as resulting from increasing the number of patents 

applied for and obtained by women, minorities, and veterans? 

Unfortunately, because of the current state of the U.S. patent system, I honestly find it difficult to recommend that 

women, minorities, and veterans—or any independent inventor or small business for that matter—seek to apply for 

and obtain a U.S. patent. The benefit of protection that a patent once provided to an inventor has lost its reliance. 

This in part is because larger, financially-abled companies can partake in the strategy of efficient infringement on 

an underrepresented inventor’s disclosed invention and bleed her dry legally and financially until she doesn’t the 

resources to continue to try to defend her patent.  

(4) What social and private benefits to small businesses owned by women, minorities, and veterans would 

you identify as resulting from increasing the number of patents applied for and obtained by those 

businesses? 

Unfortunately, because of the current state of the U.S. patent system, I honestly find it difficult to recommend that 

any small business—whether owned by women, minorities, veterans, or any independent inventor for that matter—

seek to apply for and obtain a U.S. patent. The benefit of protection that a patent once provided to a small business 

has lost its reliance. This in part is because larger, financially-abled companies can partake in the strategy of efficient 

infringement on a small business’s disclosed invention and bleed it dry legally and financially until it doesn’t have 

the resources to continue to try to defend its patent.  

(5) Should the USPTO collect demographic information on patent inventors at the time of patent application, 

and why? 

No. The patent system is a meritocracy. It goes without saying, an examiner of a patent application cares not of the 

gender, age, race, or otherwise of the applicant or inventor when examining the merits, as a patent is based solely 

on the merits of the claims, and nothing more. 

If the USPTO desires to collect demographic information, providing this information should be voluntary for 

inventors, and should only be collected after the application has either been granted or abandoned, but definitely 

not before or during the application process, lest the application or the examination process run the risk of 

becoming tainted. E.g., what if someone at the Patent Office decides to use the demographic information to 

discriminate?  

I elect for not allowing any form of bias to creep into an otherwise blind yet meritorious process.  
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(6) To what extent, if at all, do educational and professional circumstances affect the ability of women, 

minorities, and veterans to apply for and obtain patents or to pursue entrepreneurial activities? 

See answer in (7) below. 

(7) To what extent, if at all, do socioeconomic factors facilitate or hinder the ability of women, minorities, 

and veterans to apply for and obtain patents or to pursue entrepreneurial activities? 

Educational, professional, and socioeconomic factors do affect the ability to apply for and obtain a patent, not just 

women, minorities, and veterans, but for anyone applying. This comes from understanding Maslow's Hierarchy of 

Needs, which entails a pyramid for the different levels of personal development. This explains that only when one 

reaches the highest level in the pyramid will one's genius begin to flourish. Now, do realize that this does not solve 

the problem that today’s system does not have equal outcome, but this will at least help solve the problem of equal 

opportunity.  

Maslow's Hierarchy of Needs explains a personal development pyramid containing five levels. Starting from the 

bottom and going up, there's  

- physiological (food, water, shelter)  

- safety needs (personal, emotional, and financial security)  

- social and moral belonging (intimate relationships, friends, family, church, sports)  

- self-esteem (feeling of accomplishment, confidence in one's abilities)  

- self-actualization (utilizing abilities and talents. understanding and pursuing goals: creating or even 

inventing) 

Each lower level must be satisfied within an individual in order for one to be motivated to pursue the next level. 

Because if one doesn't have food to eat, then one is not going to engage in becoming an entrepreneur or pursuing 

a patent. That's just not on their mind.  

Only until someone has all lower levels satisfied can they begin freely pursuing goals, creating, and inventing, so 

only then will you begin to see the genius flourish. Unfortunately, once those who reach this level will become 

educated on the state of today’s patent system, and they will understand today’s patent landscape is largely defined 

by unequal outcome, which might tend to discourage their participation on patenting as they look for other 

methods of receiving protection, such as trade secrets.  

(8) What entities or institutions, if any, should or should not play an active role in promoting the 

participation of women, minorities, and veterans in the patent system and entrepreneurial activities? 

For me, I had the privilege of having an established network – the third prong “social and moral belonging” in 

Maslow’s hierarchy. That did not occur because of my gender or my race. That was because I knew a friend. When I 

had an idea for my first invention, I reached out to a friend who was in law school. He connected me with a patent 

attorney who had gone out on his own and would likely file my patent application at a deep discount, which he did. 

Again, I am in the underrepresented class, and this is what worked for me.  

In my written testimony, I describe the Young Inventors Showcase, and it plays an active role in promoting the 

participation of all youth and their families in the patent system and entrepreneurial activities. I do believe programs 

like this should continue to play an active role, and this type of program creates a natural diversity engine.  
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(9) What public policies, if any, should the Federal Government explore in order to promote the participation 

of women, minorities, and veterans in the patent system and entrepreneurial activities? Are there any public 

policies that the Federal Government should not explore? 

The government (Congress) needs to correct the imbalance in equal outcome for the patent holder. The value of a 

patent should not depend on the financial resources of the entity who possesses ownership of the patent.  

In my written testimony, I outline seven legislative recommendations that the Federal Government should explore 

that would promote the participation of the underrepresented in the patent system and entrepreneurial activities.  

Public policies that the Federal Government should not explore include policies that focus on the post grant review 

proceedings. Post grant review is an experiment that Congress should end. Rather, any focus on bringing additional 

reliance to issued patents should be during the initial examination phase, prior to when a patent is issued. Bringing 

into question the patent grant that is issued by the USPTO only serves as a detriment to investment, and thus serves 

as a risk, rather than an asset, for a patent holder. An underrepresented inventor’s biggest fear today is being 

dragged into a post grant review proceeding, where the cost to defend a patent cannot be arranged on a 

contingency basis. This cost is on the inventor’s dime, and being dragged into this proceeding is not due to any 

fault by the inventor. The patent has already been vetted by experts in the field, so the inventor should receive quiet 

title, or at least the same level of reliance that existed for a patent prior to when the America Invents Act went into 

effect, where patent validity challenges occurred in district court, and an underrepresented inventor could be 

assured of contingency fee representation.  

(10) What action could USPTO take to address the participation of women, minorities, and veterans in the 

patent system and entrepreneurial activities? 

In my written testimony, I outline seven legislative recommendations that the Federal Government should explore 

that would promote the participation of the underrepresented in the patent system and entrepreneurial activities. 

The USPTO should share these recommendations with Congress. Furthermore, the USPTO should learn more about 

programs like the Young Inventors Showcase, while working strategically with, and sponsoring, such programs, so 

they may be rolled out nationwide.  

(11) Are there policies, programs, or other targeted activities shown to be effective at recruiting and 

retaining women, minorities, and veterans in innovative and entrepreneurial activities? Are there policies, 

programs, or other targeted activities that have proved ineffective? 

In my written testimony, I explain the Young Inventors Showcase. This is such a program shown to be effective at 

recruiting and retaining all peoples in innovative and entrepreneurial activities. I provide a demographic sampling 

of this year’s elected winners as proof of its effectiveness.  
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“The SUCCESS Act instructed the USPTO to … report to Congress on 

recommendations for promoting the participation of women, 

minorities, and veterans both in entrepreneurship and in applying 

and obtaining patents. I look forward to receiving that report and 

its recommendations.” 

— U.S. Representative Martha Roby 
March 27, 2019, House Judiciary Committee Hearing, 

Lost Einsteins: Lack of Diversity in Patent Inventorship and the Impact of America's 

Innovation Economy 
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Prologue 

On May 8, 2019, I, Jeff Hardin, and my wife, Patricia Duran, provided oral testimony at the USPTO 

in one of three hearings for public comments pursuant to the SUCCESS Act.1,2  

My wife began her testimony noting her status as a minority, while providing her testimony in 

Spanish with me translating.3 Her speech questioned the benefit of a patent if one is not able to defend 

it, and she provided rationale to expand the definition of the underrepresented class as defined by the 

SUCCESS Act to additionally include the class of independent inventors and small businesses owned by 

those inventors. Note that it is this expanded definition I will use for “underrepresented” in this written 

testimony throughout. She then shared her personal story of battling cancer and misdiagnosis, showing 

the need for continued innovation in the field of diagnosis methods.  

I followed my wife’s lead, providing legislative recommendations for the USPTO to provide 

Congress pursuant to the SUCCESS Act. The first legislative recommendation addressed diagnosis 

methods via Section 101 reform that would also serve to augment the number of women who apply for 

patents. In the second legislative recommendation, I first identified the problem of the underrepresented 

class of patent holders that was created by the America Invents Act (AIA)4 and recent Supreme Court 

cases. I posed a key question at the heart of the issue that both the USPTO and Congress must realize:  

How do we provide equal outcome so that equal opportunity even 

presents an incentive worth pursuing? 

I then provided a legislative solution to address that problem, restoring patent rights for the 

underrepresented class of inventors.  

My oral testimony I provided on May 8 served to provide only one part of what I consider a two-

pronged approach to the task the USPTO has before it in lieu of providing legislative recommendations 

to Congress pursuant to the Act. In this written testimony, I summarize my oral testimony while 

completing the two-pronged approach: coupling equal opportunity with equal outcome.  

Furthermore, following the oral testimony on May 8, I have met with various members of 

Congress, including those of the House Judiciary Subcommittee on Courts, IP, and the Internet, discussing 

legislation strategies in pursuit of this two-pronged approach: providing equal opportunity to 

underrepresented classes as well as equal outcome to the underrepresented patent holder.   

 

  

                                                           
1 https://www.uspto.gov/about-us/events/provide-comments-first-public-hearing-success-act 
2 https://www.youtube.com/watch?v=2fF7d9i0Km4 
3 See Attachment 2. 
4 35 U.S.C. § 100 (2012) (Leahy-Smith America Invents Act (AIA) of 2011). 

https://www.uspto.gov/about-us/events/provide-comments-first-public-hearing-success-act
https://www.youtube.com/watch?v=2fF7d9i0Km4
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Executive Summary 

One thing at stake in the pursuit to increase entrepreneurship and patenting among 

underrepresented classes is providing a system of equal opportunity for the future innovators of America. 

By working to address the gap in the number of patents applied for and obtained by underrepresented 

classes, the United States seeks to maximum the innovative potential of the American people, promoting 

the United States leadership in the global economy.  

The primary advantage of patenting is that it is rooted in meritocracy. The U.S. Patent System was 

designed at the outset to be the true anti-monopoly and equal opportunity engine, as innovation, effort, 

and achievement supersede any demographic or financial factors possessed by an inventor. For this 

reason, today there is still no requirement for the USPTO to collect information regarding race, gender, 

age, or any financial information from an inventor so that an examiner can proceed with examination on 

the merits of an inventor’s application for a patent grant.  

This meritocracy makes the patent system available and open to anyone. Thus, by emphasizing 

programs that provide education on and exposure to inventing and entrepreneurship for all peoples, 

while encouraging healthy competition and the sharing of ideas, the United States can foster innovation 

amongst its citizens and even to those beyond her borders with no limit on its potential.  

Most importantly, however, is that the pursuit of equal opportunity must coincide with the pursuit 

of equal outcome. Therefore, additionally at stake in this pursuit is providing a system of protection for 

patent holders, particularly those inventors in the underrepresented class. It goes without saying that 

without one’s ability to utilize or enforce a U.S.-granted patent once received, regardless of the patent 

holders’ financial state, the incentive to pursue even entering the patent bargain with the United States 

government becomes lost.  

Unfortunately, as a result of the AIA of 2011 and various court decisions over the past two decades, 

the ability for a patent holder to utilize or enforce a granted patent issued by the United States 

government today has plummeted. The result to the American economy is that the “reliability” of an 

issued patent that once existed now has become a meaningless asset for investment. Only until after a 

patent undergoes the gauntlet of post grant review proceedings can a patent be said to have any value 

for investment, and yet, even if this patent is fortunate enough to survive a post grant review, the 

“reliability” is never fully settled due to being subject to gang tackling, serial attacks, and business models 

such as those that use surrogates to challenge patents without having time bar limitations. Moreover, the 

exorbitant costs in defending patent challenges at the Patent Office are at the expense of the patent 

holder, serving as a major deterrent in why one should pursue a patent. In fact, for the inventor who holds 

a patent of value in the market but who cannot afford representation for a post grant review proceeding 

challenge, ironically possessing such a patent today has become a risk, as anyone can challenge the 

patent, despite that it has already been vetted by expert examiners in the field, and can drag the inventor 

into a costly proceeding. This ironically defeats the intent of Patent Clause to promote and encourage 

innovation.  
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Thus, the pursuit of equal opportunity for the underrepresented inventor must coincide with 

correcting equal outcome in the inventor’s ability to enforce and utilize a granted patent on issuance, 

regardless of the inventor’s financial state. Accordingly, the AIA “second look experiment” that was 

created by Congress to address a patent trolling narrative preached by entities who would prefer to 

infringe an issued patent rather than license it must be revisited. The Honorable Andrei Iancu, Under 

Secretary of Commerce for Intellectual Property and Director of the United States Patent and Trademark 

Office, warned in a speech in 2018 that “we have over-corrected and risk throwing out the baby with the 

bathwater. This must now end, and we must restore balance to our system.”5 We submit that this baby is 

the underrepresented inventor and show that it has already been thrown out. Fortunately, our laws are 

by the People, and our elected Congress itself is seeking solutions. Today, they are asking the Patent 

Office for legislative recommendations. This written testimony includes legislative proposals for the 

Patent Office to recommend to Congress.  

The testimonies provided by my wife and me serve to provide solutions to both prongs—equal 

opportunity and equal outcome—in the required two-pronged approach to adequately promote the 

participation of underrepresented classes both in entrepreneurship and in the pursuit of the U.S. patent 

bargain.  

 

  

                                                           
5 https://www.ipwatchdog.com/2018/10/19/iancu-risk-takers-patent-troll-narrative-orwellian-doublespeak/id=102474/ 

https://www.ipwatchdog.com/2018/10/19/iancu-risk-takers-patent-troll-narrative-orwellian-doublespeak/id=102474/
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Written Statement 
 

I. Introduction 

 

By way of introduction, I am a self-made entrepreneur, software developer, and inventor. I 

currently oversee an information technology consulting firm I co-founded in 2002, and, over the course 

of the last decade, I have developed and pursued patents for inventions related to software, cloud, and 

mobile device platform technologies on a Pro Se basis, resulting in 7 patent grants with others pending. 

I am an active member of the Houston Inventors Association, have advised judges at the Young Inventors 

Showcase of Houston, and sit on the advisory board for the Inventor Rights Coalition. Additionally, I have 

been invited to Washington, D.C. multiple times to meet with members of Congress and IP subcommittee 

counsel as a result of my recent efforts supporting independent inventors and patent rights.  

My wife, Patricia Duran, has over ten years of experience in the areas of compliance, operational 

risk management, and anti-money laundering, having vast work experience throughout Latin America. 

Prior to moving to the United States, Patricia served as independent advisor to the vice presidency of the 

2nd largest bank in the Dominican Republic, while additionally serving in the capacities of anti-money 

laundering department lead, compliance analyst, and spokeswoman for the institution. Patricia has 

elected to keep her innovations, particularly those related to payment systems, as trade secrets due to 

the state of the U.S. Patent System, which goes against the American spirit of promoting the Useful Arts 

by public disclosure.  

Patricia and I first met when I served as an ambassador to the Dominican Republic as part of 

Rotary International’s Group Study Exchange program. We married 15 months later and will celebrate 10 

years of marriage this year. We have two children, ages three and four years.  

A major turning point occurred in our lives between the months of February to May in 2016, as 

each of these events happened in sequence: Patricia underwent a C-section; my father received a lung 

transplant and was under recovery; my mother became bedridden with a crushed vertebrae, pelvis, and 

hand from a falling accident; Patricia’s mother suffered a heart attack and contracted sepsis while in the 

hospital; and Patricia was then diagnosed with breast cancer, requiring mastectomy, chemotherapy, and 

radiation. Trying to manage this with an 18-month old and infant was when our plans came to a complete 

halt; the only thing that mattered was survival.  

Adding insult to injury, Patricia suffered misdiagnosis during her treatment, resulting in 

irrecoverable surgical failures. To me, this demands innovation, yet all the while, I watched at a distance 

while my existing patent rights began to fade away due to Supreme Court decisions and the effects of 

Congressional policy. This was when I decided to take an active stance as a citizen and patent holder, 

addressing and speaking with U.S. government leaders regarding patent rights.  
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Ms. Duran and I do not speak for any other company or entity or colleague. Our views are strictly 

independent of others’ opinions on policy, and we have not discussed our testimony with any companies 

or entities before submission, except that between ourselves.  

 

 

II. Underrepresentation in Outcome 

 

“Thanks to the passage of the SUCCESS Act, the USPTO is following up on this report with 

further research on underrepresentation… Fully understanding the contours of 

underrepresentation is an important step in designing policy that can ensure that as a nation 

we are not leaving potential inventors behind and groundbreaking innovations 

undiscovered.” 

— U.S. Representative Hank Johnson, Chair of the U.S. House Subcommittee on Courts, 

Intellectual Property, and the Internet6,7 

On May 9, 2019, the day after I provided oral testimony at the USPTO, I attended the Oversight of 

the U.S. Patent and Trademark Office hearing by the U.S. House Subcommittee on Courts, Intellectual 

Property, and the Internet, where I heard Representative Hank Johnson speak those very words above. 

My comments here seek to provide the USPTO a fuller understanding how there is underrepresentation 

in outcome among independent inventors who hold patents.  

The Honorable Andrei Iancu, Director of the USPTO, sat as witness to the USPTO Oversight 

hearing. Laura Peter, Deputy Under Secretary of Commerce for Intellectual Property and Deputy Director 

of the USPTO, was present with Director Iancu. Ms. Peter spoke the previous day at the first of three 

hearings for public comments pursuant to the USPTO’s study on SUCCESS Act, where my family was also 

present, and my wife and I spoke. So, following the USPTO Oversight hearing, I found it appropriate to 

introduce myself to Ms. Peter, where I thanked her for allowing my wife and me the opportunity to provide 

our testimonies. In this conversation with Ms. Peter, I expressed my concerns with post grant review 

proceedings and my preference towards an Article III court, to which Ms. Peter asked: “What can you not 

get at the PTAB that you can get in an Article III court?” 

It’s a simple question, really, and in fact, I was asked this question earlier in the week in a meeting 

with a staff member of the House Judiciary Subcommittee on Courts, IP, and the Internet, and he indeed 

saw my point. As such, I elected to address this question and make it part of my oral testimony I provided 

to the USPTO on May 8. Simply put, using this question as justification for post grant review proceedings 

alone incorrectly focuses on the ends and not the means, falling victim to the fallacy of expediency, 

                                                           
6 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
7 https://www.youtube.com/watch?v=Y-XyuoRZ_Fs 

https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office
https://www.youtube.com/watch?v=Y-XyuoRZ_Fs
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defined as “ignoring every aspect of a means other than its capacity to achieve a desired end.” In other 

words, it doesn't matter how we get there; just as long as we got there.  

In fact, in his dissent in Oil States Energy Services, LLC v. Greene's Energy Group, LLC8, Supreme 

Court Justice Gorsuch emphasized the problem of expediency in the AIA:  

Today, the government invites us to retreat from the promise of judicial independence. 

Until recently, most everyone considered an issued patent a personal right—no less than 

a home or farm—that the federal government could revoke only with the concurrence of 

independent judges. But in the statute before us Congress has tapped an executive 

agency, the Patent Trial and Appeal Board, for the job. Supporters say this is a good thing 

because the Patent Office issues too many low quality patents; allowing a subdivision of 

that office to clean up problems after the fact, they assure us, promises an efficient 

solution. And, no doubt, dispensing with constitutionally prescribed procedures is often 

expedient. Whether it is the guarantee of a warrant before a search, a jury trial before a 

conviction—or, yes, a judicial hearing before a property interest is stripped away—the 

Constitution’s constraints can slow things down. … No doubt this efficient scheme is well 

intended. But can there be any doubt that it also represents a retreat from the promise of 

judicial independence? Or that when an independent Judiciary gives ground to 

bureaucrats in the adjudication of cases, the losers will often prove the unpopular and 

vulnerable? Powerful interests are capable of amassing armies of lobbyists and lawyers to 

influence (and even capture) politically accountable bureaucracies. But what about 

everyone else? 

In answering the very question in my May 8 speech that was subsequently posed by Ms. Peter, I 

identified but ignored addressing the many differences impacting all stakeholders facing a validity 

challenge, some of those being the very things Justice Gorsuch expressed as concerning: not having a 

stacked panel, the benefits of having an impartial judge, a jury, full discovery, a presumption of validity, 

etc. Rather, I focused on the single difference that matters most to the underrepresented class, and I 

summarized it in one word: Representation. In fact, the very word “representation” is at the root of 

“underrepresented”, which is very thing Congress is trying to address in their Study of Underrepresented 

Classes Chasing Engineering and Science Success (SUCCESS) Act. 

I provided how this very thing—representation—is where the imbalance lies between the 

represented and underrepresented classes that Congress unintentionally created with the AIA. Without 

it, no underrepresented inventor can even make it on the field to play the sport, and none of the other 

concerns even matter.  

I emphasized that no patent practitioner or attorney will take a PTAB challenge on a contingency 

arrangement, as there are no monetary damages on the prospect of success at the PTAB. This cost is on 

the inventor’s dime. As a result of the AIA, just trying to reach the same state of reliance that previously 

                                                           
8 138 S. Ct. 1365 (2018). 
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existed on the day a patent was granted before the AIA went into effect is now the financial burden of 

the patent holder, and these extra costs are post grant and after issuance—costs that are not anticipated 

by an inventor, as the patent has already been vigorously vetted by expert examiners at the USPTO.  

As an aside, what I did not mention in my speech due to time constraints is the fact that no 

inventor holding a patent having a priority date before the AIA went into effect ever agreed to this new 

AIA-created patent bargain with the government when she disclosed her invention to the government 

and the public. As such, earlier this year in March, I drove to Austin, Texas so I could witness a fireside 

chat with USPTO Director Iancu as guest at SxSW9, hoping for an opportunity to arise during a potential 

Q&A so that I could ask the Director if he found it fair that no inventor who entered into the patent 

bargain and disclosed her invention to the public prior to the AIA subscribed to the substantial rule 

changes that were retroactively applied by the AIA to patents having priority dates that predated the law. 

I did in fact get that opportunity and asked that question, and I reminded Director Iancu that he has the 

power to deny institution of an IPR, and I asked whether he would consider first his oath to defend and 

support the Constitution— in which the Takings, Due Process, and Ex Post Facto Clauses are immediately 

present—as a way to protect the patent grant on which the inventors who never entered into the AIA 

“patent bargain” so dearly rely.  

Director Iancu’s response was that a) Oil States did not address the issue of retroactivity, b) this 

issue was currently being litigated so he could not speak on it, and c) that as an agency, the USPTO must 

execute the law that is on the books. I did meet Director Iancu afterwards and thanked him for taking my 

question. However, others in the crowd told me he didn’t answer it, and given that the power to deny 

institution of an IPR does indeed reside with the Director, and under 35 U.S.C. § 326(b), “in prescribing 

regulations under this section, the Director shall consider the effect of any such regulation on the 

economy [and] the integrity of the patent system,” perhaps they were correct. Does changing the patent 

bargain during the term of the social contract provide reliance to the economy? Does changing the patent 

bargain during the term of the social contract exhibit or uphold integrity in the patent system?  

Now, regarding these newly introduced costs to patent holders, I provided in my May 8 oral 

testimony that, per the 2017 AIPLA Report of the Economic Survey10, the estimated mean cost of a post-

grant proceeding through appeal runs at $450,000.00. I showed that this is how much it costs a patent 

holder for a single post grant proceeding, let alone the problems of gang tackling, parties of interest and 

privies, conflicts of interest with APJs, serial attacks, and a surrogate-type business model to skirt time 

bar limitations. Add to that the institution and kill rate statistics on patents challenged at the PTAB, and 

an underrepresented patent holder has a bleak picture if she desires to utilize her patents and ends up in 

that tribunal.  

So, in other words, if an underrepresented inventor holding a granted patent doesn’t have just 

shy of half a million dollars to spare for a single patent challenge at the USPTO, she will not find 

                                                           
9 https://www.ipwatchdog.com/2019/03/20/cta-preaches-patent-troll-fairy-tale-chat-iancu-sxsw/id=107539/ 
10 https://www.aipla.org/detail/journal-issue/economic-survey-2017  

https://www.ipwatchdog.com/2019/03/20/cta-preaches-patent-troll-fairy-tale-chat-iancu-sxsw/id=107539/
https://www.aipla.org/detail/journal-issue/economic-survey-2017
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representation if she ever wants to license her patent and someone does the math and challenges it, or 

if she wants to protect her patent when someone else steals her invention. Is this a fair shake?  

This very reality makes the case that a patent does not give underrepresented inventors any 

reliable benefit, but rather, it gives them an increased risk of receiving a costly validity challenge. Hence, 

with today’s U.S. patent system, the question that arises if the government were to encourage 

underrepresented groups to get more patents is not “What are you doing for them?”, but “What are you 

getting them into?” It goes without saying that as a result, organizations such as US Inventor now resort 

to advising their members to keep their inventions trade secrets and not to disclose them to the U.S. 

government and the public in pursuit of a U.S. patent, lest their inventions easily be disclosed to, and 

stolen by, the public. The very statute Congress created ironically goes against the intent behind the 

Patent Clause of the Constitution.  

This alone is not the only threat to innovation for those hoping that a granted patent will give 

their invention the protection it needs so they can climb the ladder of success. Recent Supreme Court 

decisions have also damaged the underrepresented inventor in their pursuit of innovation and 

entrepreneurship.  

The previously mentioned Oil States11 case re-emphasized that a patent is no longer a private 

property right, but a public franchise. The Court majority did conclude that it is the prerogative of 

Congress to create such a patent system in the name of “efficiency”, but this does not mean that this 

provides the best patent system for the underrepresented, nor did the Court put their stamp of approval 

on that as the best system. In fact, it is evident Congress is aware of this, as in this very SUCCESS Act, 

Congress is seeking legislative recommendations to help serve underrepresented classes. Evidence of the 

Supreme Court’s disapproval is seen throughout the Oil States oral argument12, as many justices 

expressed their concerns that the same branch of government who gives can also take away, and that the 

process and rules changed dramatically. As further evidence of their discomfort in what the AIA created, 

Supreme Court Justice Sotomayor said later in the oral argument of Return Mail, Inc. v. Postal Service13 

(2019):  

It does seem like the deck is stacked against a private citizen who is dragged into these 

proceedings. They’ve got an executive agency acting as judge, with an executive director 

who can pick the judges, who can substitute judges, can reexamine what those judges say, 

and change the ruling… 

What is important to note is that Justice Sotomayor did not say that the deck is stacked against a 

woman or a minority or a veteran. She said, “private citizen”, reinforcing the concept that the patent 

system is designed as a meritocracy, as previously explained.  

                                                           
11 138 S. Ct. 1365 (2018). 
12 https://www.supremecourt.gov/oral_arguments/argument_transcripts/2017/16-712_7kh7.pdf  
13 https://www.supremecourt.gov/oral_arguments/argument_transcripts/2018/17-1594_1an2.pdf  

https://www.supremecourt.gov/oral_arguments/argument_transcripts/2017/16-712_7kh7.pdf
https://www.supremecourt.gov/oral_arguments/argument_transcripts/2018/17-1594_1an2.pdf
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Another Supreme Court case to the detriment of inventors is TC Heartland LLC v. Kraft Foods 

Group Brands LLC14, where residency was defined as the state of incorporation for a company. This means 

that inventors wishing to enforce their rights against an infringer must halt their inventing, leave their 

labs, and traverse the United States to district courts in states where infringers are incorporated or where 

they performed acts of infringement. Not only does this present another financial burden toward the 

underrepresented inventor, but this yanks her out of her lab and garage where she is performing her best 

innovative work and forces her to travel to distant courts across the United States in an effort to enforce 

her granted patent rights.  

Furthermore, the Supreme Court in eBay Inc. v. MercExchange, L.L.C.15 makes the very text on the 

face of every printed patent a false promise, as the “person(s) having title to [a] patent” does not have 

“the right to exclude others from making, using, offering for sale, or selling the invention throughout the 

United States of America or importing the invention in to the United States of America” against larger 

companies. So, for example, if an inventor invents a better way to ship products and obtains a patent for 

it, and suppose a company like Amazon decides it wants to take the patented invention and use it, it can 

do exactly that, and the inventor is compelled to license the patent at a price determined by a court, 

nevermind, if she wants to be the exclusive entity to utilize the patent and bring competition to the 

market.  

Each of these issues—the America Invents Act and how it created the underrepresented inventor; 

TC Heartland and the loss of a convenient venue for the underrepresented inventor; eBay and the loss of 

the exclusive right, stripping the ability for inventors to compete—represent real challenges in the plight 

of today’s inventor. Consequently, independent inventors and small businesses owned by those inventors 

can no longer expect a granted United States patent will protect their innovations and allow them to 

compete in the marketplace against larger, financially-abled entities. This is because an independent 

inventor becomes underrepresented the very minute she receives her patent grant. There is no equal 

outcome.  

 

 

III. The Golden Standard Program Without a Diversity Gap  

 

Notwithstanding the difficulties in equal outcome for the underrepresented inventor, we must 

recognize research received by the U.S. House Subcommittee on Courts, Intellectual Property, and the 

Internet. As Chair of the Subcommittee and U.S. Representative Hank Johnson stated on May 9 at the 

aforementioned USPTO Oversight hearing, “[W]e are falling behind in [creating and encouraging the next 

                                                           
14 137 S. Ct. 1514 (2017). 
15 126 S. Ct. 1837 (2006). 



 

SUCCESS Act | Hardin & Duran: Coupling Equal Opportunity with Equal Outcome 13 of 23 

generation of innovators] because our patent system demonstrates a lack of diversity in who is getting 

patents.”16,17 

Turning to Chair of the Judiciary Committee and U.S. Representative Jerrold Nadler’s statement in 

the hearing “Lost Einsteins: Lack of Diversity in Patent Inventorship and the Impact of America’s Innovation 

Economy”, held on March 27, 2019, we learn:  

With so much of our economy dependent on IP-related industries, it is critical that 

everyone share the economic opportunities these industries offer. Promoting greater 

inclusion in the innovation ecosystem is good for our economy, good for underserved 

communities, and good for all Americans. Unfortunately, research shows that many 

segments of our society continue to be underrepresented as inventors on patents.  

The USPTO’s recent report on gender diversity finds that women are very much 

underrepresented as patent holders. Analyzing data on U.S. patents granted between 1976 

and 2016, the report shows that women comprised only 12% of the named inventors on 

patents in 2016, representing an increase of only 2% over the last 16 years. Clearly, 

whatever progress is being made is happening far too slowly, and much needs to be done 

to promote greater gender diversity among inventors. Moreover, the USPTO’s research 

shows that the underrepresentation in patenting is not solely a function of women 

entering science and engineering fields at lower rates than men, although that continues 

to be a problem. In 2015, women comprise nearly 28% of the total science and engineering 

workforce, but only 12% of inventors’-granted patents. Even where women are in the fields 

most associated with patenting, they are not patenting at the same rate as their male 

colleagues. This shows that the gender gap in patenting is likely to be caused by many 

factors, not just because there are fewer women scientists and engineers.  

Unfortunately, because the USPTO does not collect demographic data on inventors, it has 

been more challenging to study racial and ethnic diversity among U.S. inventors. 

Nonetheless, the studies that have been done also show significant disparities in patenting 

rates along racial and ethnic lines.  

I hope to learn more from the witnesses about how we can improve data collection on this 

issue, and learn more about the causes of these disparities, since the first step towards 

solving the problem is understanding its scope and root causes. For example, one study found 

that exposure to innovation during childhood has a major impact on an individual's desire 

to become an inventor, and a child’s likelihood to becoming an inventor increases if he or 

she grows up in one of our country's technology hubs. I am proud that New York City, 

                                                           
16 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
17 https://www.youtube.com/watch?v=Y-XyuoRZ_Fs 

https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office
https://www.youtube.com/watch?v=Y-XyuoRZ_Fs
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where my District is located, counts as one of these hubs, and I hope we can figure out how 

to replicate this sort of inventive environment elsewhere throughout the United States.18,19 

In fact, this study—"Who Becomes an Inventor in America? The Importance of Exposure to 

Innovation”—presents new evidence on the factors that determine who becomes an inventor. It states:  

Most previous work on innovation has focused on factors such as financial incentives, 

barriers to entry, and STEM education. Our results point to a different channel – exposure 

to innovation during childhood – as a critical factor that determines who becomes an 

inventor. A lack of exposure to innovation can help explain why talented children in low-

income families, minorities, and women are significantly less likely to become inventors. 

Importantly, such lack of exposure may screen out not just marginal inventors but the 

“Einsteins” who produce innovations that have the greatest impacts on society. Policies 

that increase exposure therefore have the capacity to greatly increase quality-weighted 

aggregate innovation.20  

Accordingly, and in line with the sentiments of Representative Nadler, I find it prudent to identify 

and focus on a program that a) showcases this type of exposure to innovation during childhood, b) is 

successful in encouraging inventing and entrepreneurship, c) has evidence of lacking a gap in diversity, 

and d) has replicative power. In fact, I have personal experience with such a program. Accordingly, I would 

like to introduce the USPTO to the Young Inventors Showcase, a project and competition of which I was 

asked to be a judge this year. I personally know the founder of the showcase, Greg Micek, and I strongly 

advocate this program as the very program that should be replicated throughout the United States.  

Interestingly, the Young Inventors Showcase actually spawned indirectly from USPTO activities in 

Houston, Texas, where the concept for an inventors’ association originated. In 1983, the USPTO, pursuant 

to the Small Business Innovation Development Act of 1982, co-sponsored the University of Houston’s 

Hilton Hotel conference, where more than four hundred attendees were present. The Patent Office 

specifically requested that an inventors program be started in Houston, and Houston businessman and 

attorney Greg Micek accepted the mandate. During the next two years, Mr. Micek helped maintain a 

productive relationship with the USPTO and the University, volunteering the use of his offices for dozens 

of monthly meetings for local inventors, resulting in the formation of the Houston Inventors Association 

(HIA)—a Texas non-profit organization. The HIA’s mission is to provide education, technical assistance, 

and support to creative thinkers in the greater Houston area and across the nation. From the beginning, 

the founders acknowledged the need for high quality educational information for members and the 

public at large, as well as a priority for outreach to children. 

                                                           
18 https://judiciary.house.gov/legislation/hearings/lost-einsteins-lack-diversity-patent-inventorship-and-impact-america-s 
19 https://www.youtube.com/watch?v=CCOeRO2NBCw 
20 Bell, A.M., R. Chetty, X. Jaravel, N. Petkova, and J.V. Reenen, 2017. “Who Becomes an Inventor in America? The Importance 

of Exposure to Innovation”. National Bureau of Economic Research Working Paper No. 24062. https://doi.org/10.3386/w24062  

https://judiciary.house.gov/legislation/hearings/lost-einsteins-lack-diversity-patent-inventorship-and-impact-america-s
https://www.youtube.com/watch?v=CCOeRO2NBCw
https://doi.org/10.3386/w24062
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Shortly thereafter, the Young Inventors Club was started as a subordinate project that reported to 

the HIA Board and operated under the HIA’s 501(c)(3) sanction, and in 2002, the non-profit project grew 

into its own organization—the Young Inventors Association of America (YIAA).  

The Young Inventors Showcase is an annual competition held by the YIAA, and it excels in 

encouraging and fostering innovation among today’s youth and their families. The competition requires 

that participants identify a problem to solve, solve it, describe and/or demonstrate the solution, and name 

the invention. Participants learn valuable problem-solving, expression, and presentation skills that they 

will carry for a lifetime. Meanwhile, while the participants are presenting their skills to the judges, the 

families of the participants attend sessions in a separate meeting space on entrepreneurship and how to 

start a family business, including seeking protection via copyrights, trademarks, and patents.  

Furthermore, the competition features two categories for winners that tie directly into USPTO 

activities—"The Most Patentable Invention” and “The Best Trademarkable Name”. Also, unique to the 

Young Inventors Showcase this year, a volunteer patent attorney judged and researched the USPTO 

database for these categories live during the competition, and the elected winners for these categories 

receive prosecution and filing fees with the attorney pro bono as part of their prize. I asked this attorney 

what his motivation was in doing this, and what he told me was astonishing. He shared a story of how 

when he was in elementary school as a child, his teacher took him into the hallway and told him that he 

was incredibly gifted, and that he scored at genius levels. He said, “Whether this was true or not, it didn’t 

matter. From that point on, I knew I was intelligent and different, and my life as a result shot upward in a 

magnificent trajectory that wouldn’t have happened otherwise. Look at these kids here. Just the fact that 

these kids made it here to the finals. They invented something, and they are told they are inventors and 

they are intelligent. And someone believed in them. Because of that, they have already won in life. It is 

for this reason I do what I do.” 

Moreover, the competition clearly demonstrates how innovation is the natural diversity engine. 

This past competition, over 700 participants entered the competition, and of the seven elected winners, 

three were female, and three of the four male winners were minorities. As I took a photo of these winners 

with my smartphone, I was literally in tears as an inner voice deep inside whispered, “And this why you 

do what you do. This is who you are fighting for.”  

If exposure to innovation during childhood is indeed a critical factor that determines who 

becomes an inventor, and, given that the Young Inventors Showcase is clearly a program where there is 

no diversity gap and also sets the next generation of winners on a trajectory of success, the government 

getting behind programs such as this should be paramount.  

As such, I would be happy to meet with the USPTO and Congressional leaders to discuss this 

program in more detail and how it may be expanded throughout the United States. Furthermore, I have 

recently spoken with Mr. Micek, and he has also expressed a willingness to meet as well. The Young 

Inventors Showcase presents the golden standard model of which the USPTO can report to Congress, 

and with proper government backing and nationwide replication, this very program and policy could 

close the diversity gap with underrepresented classes when it comes to equal opportunity in the pursuit 
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of entrepreneurship and the U.S. patent bargain. As the cited study states: “If women, minorities, and 

children from low-income families were to invent at the same rate as white men from high-income 

families, there would be four times as many inventors in America as there are today.”21 

 

 

IV. Congress & Simultaneous Pursuit: Equal Opportunity + Equal 

Outcome 

 

At the May 9 USPTO Oversight Hearing, Representative Doug Collins, expressed concern 

regarding outcome via the USPTO’s implementation of IPR proceedings:  

Another area of the patent system that requires our attention is the USPTO’s 

implementation of the [] IPR proceedings. … [Many] argue that the PTO has implemented 

countless rules skewed against patent owners that result in good patents being struck 

down in bad IPR decisions. I have heard numerous reports that defendants in litigation are 

filing multiple similar attacks on the same patent or are using surrogates to skirt 

prohibitions to repeat attacks. I've also learned that since, in instance, where small 

businesses sought to assert their patents in federal court to stop the theft of their valuable 

IP from those thieves, are instead forced to defend themselves their patents before the 

PTAB, which issued a questionable decision invalidating the patents. Fortunately, some of 

these small innovative companies could afford to appeal the PTAB’s final decision and 

have their patents restored by the Federal Circuit. But this demonstrates the PTAB 

proceedings may be used by well-funded companies to harass small businesses in 

submission. The cost for appealing a bad PTAB decision may be too much for small 

businesses to bear, resulting in their loss of their patents, innovations, and business at the 

hands of an unscrupulous copycat. Again, the very thing that we're trying to avoid, we’re 

actually seemingly incentivizing. That's something that we need to look at.22,23  

Recognizing these matters within the state of the U.S. Patent System, my wife Patricia Duran stated 

the following in her oral testimony on May 8 at the USPTO:  

[A]lthough pursuing equal opportunity with women, minorities, and veterans in obtaining 

a patent is a valuable effort, if it does not coincide with equal outcome in one’s ability to 

utilize the patent once received, regardless of the person’s financial state, telling women, 

                                                           
21 Id. at 34. 
22 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
23 https://www.youtube.com/watch?v=Y-XyuoRZ_Fs 

https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office
https://www.youtube.com/watch?v=Y-XyuoRZ_Fs
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minorities, and veterans that they stand to benefit from a patent will simply be false 

doctrine.24 

Indeed, our current system does not provide equal outcome for an underrepresented inventor 

once she receives the patent grant. Therefore, if the government wants to encourage the pursuit of more 

patents among the underrepresented, there needs to exist a worthy incentive in terms of outcome. 

However, the imbalance in outcome between the underrepresented inventor and the financially-

represented business today negates that incentive. So, there must be a simultaneous pursuit towards 

creating both equal opportunity and creating equal outcome in one’s ability to defend a patent once it is 

issued.  

As previously stated, Congress has expressed that they desire to fully understand 

underrepresentation in the U.S. patent system, in terms of equal opportunity as well as equal outcome. 

In fact, immediately following Representative Johnson statement at the May 9 USPTO Oversight Hearing 

on this desire, he immediately then directed his concern to the reliability in the resulting patent grant:  

A strong patent system requires clear rules, which lead to reliable patent grants that attract 

the investment needed to turn a patentable invention or innovation into a marketable 

product or service.25 

Additionally, Congresswoman Sheila Jackson Lee has expressed explicit interest in the stakeholder 

feedback that the Patent Office has received from the public as part of its SUCCESS Act study. Recall, in 

my oral testimony on May 8, I quoted Congresswoman Jackson Lee by looking back to the 2011 

Congressional Record where she added her sense of Congress amendment during the debate on the 

floor. Even then, she expressed great concern on how changes to patent law would affect inventors and 

small business and their patent rights:  

My amendment speaks … to the vast population of startups and small businesses that are 

impacted by this legislation. … This sense of Congress will put us on notice that we need 

to be careful that we allow at least the opportunity for [] investors, and that we continue 

to look at the bill to ensure that it responds to this opportunity. … [M]y amendment also 

reinforces that we do not wish to engage in any undue taking of property… Small 

businesses should be as comfortable with going to the Patent Office as our large 

businesses. … We must always be mindful of the importance of ensuring that small 

companies have the same opportunities to innovate and have their inventions patented 

and that the laws will continue to protect their valuable intellectual property. … [W]ithout 

strong patent protection, businesses will lack the incentive to attract customers and 

contribute to economic growth. 26 

                                                           
24 https://www.youtube.com/watch?v=2fF7d9i0Km4 (See also Attachment 2.) 
25 https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office 
26 https://www.congress.gov/congressional-record/2011/06/23/house-section/article/H4480-1  

https://www.youtube.com/watch?v=2fF7d9i0Km4
https://judiciary.house.gov/legislation/hearings/oversight-us-patent-and-trademark-office
https://www.congress.gov/congressional-record/2011/06/23/house-section/article/H4480-1
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In my testimony on May 8, I asked, “What happened to those investors the Congresswoman 

mentioned?” I then explained that according to a report from the Alliance for U.S. Startups & Inventors 

for Jobs (USIJ), in strategic sectors where patent protections are key, venture capital funding has dropped 

from being 20.95% of total VC funding in 2004 to a mere 3.22% in 2017.27 “The VC money is gone,” I said. 

I then declared that “now is the time to look at that bill and its consequences—not to lawyers, not to big 

business, but to the true stakeholders: the American Inventors”.28 So, very fittingly, Congresswoman 

Jackson Lee today still maintains her interest in looking at the AIA’s consequences and its affect to the 

underrepresented, as she submitted Questions for the Record29 for the USPTO following the May 9 USPTO 

Oversight Hearing – questions inquiring about stakeholder feedback, such as: 

• Have stakeholders who have provided testimony pursuant to the SUCCESS Act 

identified any other people(s) as being underrepresented?  

• Has the USPTO received stakeholder feedback expressing concern on an 

underrepresented inventor's ability to financially enforce her patent rights?  

• What legislative recommendations has the USPTO received from stakeholders that 

would increase the incentive for underrepresented classes to apply for and obtain 

more patents, and does equal outcome with respect to a patent holder's financial 

ability to enforce their rights against well-funded companies play a part? 

• Given that contingency law firms rely on damages to recoup their investment, and in 

the case of the PTAB, there is no monetary compensation for prevailing patent holders, 

have stakeholders expressed concern whether the underrepresented classes have the 

financial means to receive legal representation?  

• What legislative recommendations has the USPTO received from stakeholders that 

would help the underrepresented classes avoid such a financial burden while still 

achieving the end result of determining patent validity/eligibility? 

It goes without saying, clearly Congress is concerned with stakeholder burdens and solutions, 

both in the pursuit of equal opportunity and in the pursuit of equal outcome. As such, a desire to fully 

understand the contours of underrepresentation to aid in designing policy, as Representative Hank 

Johnson put it, is evident.  

Now, to aid the USPTO with Congresswoman Jackson Lee’s questions, by way of the oral testimony 

provided by my wife and me, and of this very written testimony, the Patent Office has indeed received 

stakeholder feedback clarifying that the underrepresented class includes not only women, minorities, and 

veterans, but additionally includes independent inventors and small businesses owned by those inventors. 

The Patent Office has also received stakeholder feedback expressing concern on an independent 

inventor’s ability to financially enforce her patent rights, that feedback also expressing concerns on the 

lack of contingency representation at the PTAB. In lieu of legislative recommendations that would increase 

the incentive for the underrepresented inventor to apply for and obtain more patents, and legislative 

                                                           
27 https://www.usij.org/research/2018/7/9/us-startup-company-formation-and-venture-capital-funding-trends-2004-to-2017  
28 https://www.youtube.com/watch?v=2fF7d9i0Km4 
29 See Attachment 1. 

https://www.usij.org/research/2018/7/9/us-startup-company-formation-and-venture-capital-funding-trends-2004-to-2017
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recommendations to help the underrepresented inventor avoid the financial burden of the PTAB while 

still achieving the end result in determining a patent’s validity/eligibility, I have provided legislative 

recommendations that address these questions and more in the following section below.  

 

 

V. Legislative Recommendations 
 

Pursuant to the SUCCESS Act, the Director of the USPTO is to conduct a study that provides 

legislative recommendations for how to a) promote the participation of women, minorities, and veterans 

in entrepreneurship activities, and b) increase the number of women, minorities, and veterans who apply 

for and obtain patents.  

Legislation that would help in the pursuit of equal opportunity for underrepresented classes 

would include:  

1. Women, Minorities & Youth. Establishing and providing funding from Small Business 

Innovation Research (SBIR) grants or otherwise to be used to build educational 

programs that expose our young generation to inventing, programs such as the Young 

Inventors Showcase, including funds to replicate this model throughout the United 

States. This falls in line with the study showing that exposure to innovation during 

childhood leads to higher inventor rates, helping close the diversity gap by focusing 

on education in and exposure to inventing. Reach could be maximized to all 

demographics by placing inventing into the public-school system curriculum.  

 

2. Veterans. In return for their service to the United States, allowing veterans to enjoy 

reduced filing fees, and perhaps, fees reduced to an even greater extent than that of a 

micro entity. This would encourage veterans to partake in innovation with a lower 

barrier to entry, as well as show our appreciation for their service to our country.  

 

3. Minorities & Immigrants. For the purpose of bringing the best minds and the best 

ideas to the United States, rather than exporting them overseas, upon issuance of a 

U.S. patent, allowing immigrants who a) are named inventors on the patent, b) have 

applied for U.S. residency and/or U.S. citizenship status, and c) have satisfied the 

requirements and do not pose a security risk, to enjoy the benefit of no waiting time 

to receive their residency/citizenship appointment at USCIS, similar to the benefit 

received by a spouse of a U.S. citizen seeking the same. Given that the majority of 

immigrants are minorities by nature, this would help address any diversity issues with 

regard to those minorities, while encouraging the world’s best innovators to contribute 

in and to American society and commerce. This would also help satisfy the current 
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concerns of U.S. valuable IP being sought outside the U.S. and in Europe and China, 

particularly in areas such as 5G, artificial intelligence, and medicine.  

It has been shown here that a patent is only valuable if it can be trusted to be reliable and if an 

underrepresented patent holder enjoys the means to defend it. Recall that the government must 

simultaneously provide equal outcome in the resulting patent grant so that equal opportunity in the pursuit 

of the grant even presents an incentive worth pursuing. Accordingly, simultaneous legislation that would 

help provide equal outcome for underrepresented inventors who hold patents would include:  

4. Venue Reform. As a result of TC Heartland, an underrepresented inventor who wishes 

to enforce her patent rights against an infringer does not have a convenient venue to 

do so. She did nothing wrong, yet now her work on innovation must halt while she 

spends the additional time and cost to traverse the United States to infringer-friendly 

district courts to enforce her rights against theft. The solution to this can be found in 

the proposed Section 1400(b)(4) of S.2733 of the 114th Congress—the Venue Equity 

and Non-Uniformity Elimination (VENUE) Act of 201630, legislation that was tabled 

given that TC Heartland was underway. Now the pendulum in full swing in favor of an 

infringer due to TC Heartland, this bill seeks amends Section 1400(b) and contains a 

provision allowing an infringement action to be brought in judicial districts “where an 

inventor named on the patent in suit conducted research or development that led to 

the application for the patent in suit”. This bill would allow an underrepresented patent 

holder to more conveniently enforce her patent rights in the judicial district where she 

conducted her research; moreover, this language of this bill does not allow bad actors 

to participate in forum shopping.  

 

5. Defining Inventor-Owned Patents and PTAB / Declaratory Judgement Venue 

Consent. Underrepresented inventors likely retain ownership of their patents, or assign 

their patents to a small business they own. Accordingly, Section 100 of 35 U.S.C. shall 

be amended with the following new subsection: “The term ‘inventor-owned patent’ 

means a patent held entirely by the inventor(s), or held entirely by a business owned 

solely by the inventor(s), of the claimed invention.” Once that is established, patent 

validity challenges petitioned on inventor-owned patents at the USPTO must first be 

agreed to by the inventor(s); otherwise, said challenges will occur in traditional district 

court. This provision would allow an underrepresented inventor maintaining 

possession of her patent to receive contingency fee representation, while still achieving 

the end result of determining patent validity. This also serves to protect against the 

threat of bad actors who are said to buy up patents and file frivolous lawsuits, as these 

supposed bad actors are not the original inventors listed on the face of the patents 

they potentially might buy. Furthermore, in accordance with the proposed venue 

reform regarding where research was conducted, claims for declaratory judgement 

                                                           
30 https://www.congress.gov/bill/114th-congress/senate-bill/2733/ 

https://www.congress.gov/bill/114th-congress/senate-bill/2733/
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relating to an inventor-owned patent should also be limited to the district where the 

inventor is domiciled or has consented to jurisdiction.  

 

6. Restore Constitutional Exclusivity. Article I, Section 8, Clause 8 of the U.S. 

Constitution gives Congress the sole power to “promote the Progress of Science and 

the Useful Arts, by securing for limited times to Authors and Inventors the exclusive 

Right to their respective Writings and Discoveries.”31 However, in eBay, the Supreme 

Court elected that it could decide what promotes the progress of science and the 

useful arts, and in doing so, it fundamentally changed the constitutional exclusive right 

bestowed upon an inventor by the grant of a letters patent to where a patent holder 

can be forced to license her invention, which is equivalent to her losing the right to 

exclude others. This represents a real challenge for the underrepresented inventor if 

she wants to compete in the market. If Congress wants to provide equal outcome for 

underrepresented inventors in the competitive market with more financially-abled 

businesses, Congress must enact a provision that includes the right to injunctive relief 

for patent holders upon a finding of infringement, providing underrepresented 

inventors true ownership and exclusive rights over their disclosed inventions.  

 

7. Abolish Retroactive Application of the AIA. The Supreme Court in Oil States opted 

not to address retroactive application of IPRs on patents having priority dates that 

predate the AIA; nevertheless, the AIA provides that the USPTO can unconstitutionally 

take a patent away from a patent holder by instituting an IPR on said patent. Moreover, 

such a taking by the Patent Office from inventors who disclosed their inventions prior 

to the AIA and who did not subject themselves to the provisions of its title is unjust, 

violates due process, and destroys any confidence in the social compact between 

inventors and the government, because, at any time, the government can change a 

legal contract ex post facto. Congress must restore integrity and confidence in the U.S. 

patent system. Abolishing retroactive application of the AIA on patents having priority 

dates that predate the law would restore confidence held by the underrepresented 

inventor in her government and in the social compact patent bargain with the people, 

without fear that the government can unfairly change the rules in the middle of the 

game on a patent bargain already entered.  

The legislative recommendations above will restore reliability for the underrepresented inventor 

in seeking a U.S. patent grant. These recommendations will provide her both a new and restored incentive 

to seek patent protection for her inventions, thus receiving the protection she needs to engage in 

entrepreneurship and the American and global innovative economy.  

 

                                                           
31 U.S. CONST. art. I, § 8, cl. 8 (emphasis added). 
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VI. Federal Register Notice Questions 

 

As part of the Federal Register Notice32, the Director provided questions as a preliminary guide to 

aid the USPTO in collecting relevant information and to evaluate possible administrative or legislative 

recommendations that may be provided to Congress. The Federal Register notice stated that comments 

from the public on any issues that they believe are relevant to the scope of the study are welcome, but 

the USPTO was particularly interested in answers to the questions in the Notice. I have provided my 

answers to selected questions in Attachment 3.  

 

 

VII. Conclusion 

 

This testimony has shown that in order to provide equal opportunity to underrepresented classes 

in entrepreneurship and invention, the government stands to benefit in this quest by supporting and 

replicating educational programs such as the Young Inventors Showcase nationwide, fostering innovation 

among today’s youth and their families; allowing veterans to participate in the patent system with reduced 

fees; and encouraging those seeking U.S. residency and/or citizenship to bring their ideas to be protected 

in the United States and be rewarded with waiting time advantages. Furthermore, in order to provide an 

incentive to those underrepresented classes pursuing equal opportunity when filing for and obtaining 

patents, Congress must ensure there is equal outcome in lieu of the ability for the underrepresented 

patent holder to be able to rely upon and defend her granted patent rights. Policy that will restore 

representation to inventors, reliability in their patent grants, a convenient venue for enforcement by 

inventors, and exclusive rights as stated in the Constitution, will bring the necessary incentive and 

encourage those underrepresented groups seeking to protect their intellectual property. Only by 

coupling equal outcome with equal opportunity in such a two-pronged approach can the United States 

fully harness the maximum innovative potential of its people and continue to promote U.S.-based 

leadership in the global innovation economy.  

Both the USPTO and Congress should be commended on their dedicated attention to this issue 

of underrepresentation, and the USPTO especially should be commended for involving the public as 

stakeholders in their required study pursuant to the SUCCESS Act. Concurring with Representative Martha 

Roby’s statement made during the March 27, 2019 House Judiciary Committee “Lost Einsteins” Hearing, 

                                                           
32 84 FR 17809 (2019). 
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I too look forward to viewing the USPTO’s report on the results of the study conducted by the USPTO 

pursuant to this SUCCESS Act.   

It is my hope that the USPTO finds this testimony useful in its report to Congress. Given that it is 

the sense of Congress that the United States has the responsibility to work with the private sector to close 

the gap in the number of patents applied for and obtained by women and minorities, I look forward to 

continuing the conversation and/or engaging with the USPTO to that end.  
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CONGRESSWOMAN SHEILA JACKSON LEE OF TEXAS 
QUESTIONS FOR THE RECORD FOLLOWING HOUSE 

JUDICIARY SUBCOMMITTEE ON IP: 
OVERSIGHT OF THE U.S.P.T.O 
MEETING HELD: MAY 9, 2016 

QUESTIONS SUBMITTED: MAY 16, 2019 
 

 
As required by the 2018 Study of Underrepresented Classes Chasing 
Engineering and Science (SUCCESS) Act, the USPTO is to prepare a study 
on the participation of women, minorities, and veterans in 
entrepreneurship activities and the patent system. Section 3 of the 
SUCCESS Act requires the study to provide legislative recommendations 
for how to increase the number of women, minorities, and veterans who 
apply for and obtain patents. To assist in gathering information prior to 
compiling the report, the USPTO has invited the public to provide written 
comments and also oral testimony at one of three hearings.  
 
1. Have stakeholders who have provided testimony believe that the 
underrepresented classes only consist of those who are considered women, 
minorities, or veterans, or have any of the stakeholders identified any other 
people(s) as being underrepresented? In the case of the latter, who else, or 
what other group(s) of people, have the stakeholders identified as being 
underrepresented? 
 
2. Have stakeholders expressed concern regarding the underrepresented 
classes’ financial ability to enforce their rights once they do obtain patents? 
What legislative recommendations has the USPTO received from 



- 2 -  
 

stakeholders that would increase the incentive for underrepresented classes 
to apply for and obtain more patents, and does equal outcome with respect 
to a patent holder's financial ability to enforce their rights against well-
funded companies play a part?  
 
3. The PTAB/IPRs are purported to being a cheaper and faster alternative 
than district court litigation in achieving the end result of determining 
patent validity/eligibility. Given that contingency law firms rely on 
damages to recoup their investment, and in the case of the PTAB, there is 
no monetary compensation for prevailing patent holders, have stakeholders 
expressed concern whether the underrepresented classes have the financial 
means to receive legal representation? What legislative recommendations 
has the USPTO received from stakeholders that would help the 
underrepresented classes avoid such a financial burden while still achieving 
the end result of determining patent validity/eligibility?  
 
4. What legislative recommendations has the USPTO received from 
stakeholders that would help underrepresented classes apply for and obtain 
more patents in lieu of patent eligibility?  
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(This testimony below was delivered by Patricia Duran in Spanish, with Jeff Hardin providing the English translation.) 

 

My name is Patricia Duran. Thank you for the opportunity to allow me to comment with you here today. 

I am a woman, and I am considered a minority in this country. I appreciate the intent behind the SUCCESS 

Act for Congress to ask for legislative recommendations for how to increase the number of women, minorities, 

and veterans who apply for and obtain patents, but I must start with this question:  

What good is a patent if one cannot feasibly defend it? 

Regarding this SUCCESS Act, I am certain you will hear this theme from all independent inventors, who 

are the true stakeholders in the patent system and the true source of American innovation. The theme is this:  

Women, minorities, and veterans all reside in the same category with all the other independent 

inventors, and this class – the independent inventors – this is the true underrepresented class.  

And here’s why. Women, minorities, and veterans, once they receive a patent, are actually in the same 

predicament as all independent inventors and small businesses. With the current state of patent law in the United 

States, independent inventors and small businesses cannot adequately license the patents they receive with 

larger, financially-abled entities – the “represented” class – nor can they enforce their patents against this class 

when their patents are stolen. This is because this represented class can simply bleed the underrepresented class 

dry legally and financially by taking advantage of today’s current patent laws.  

So, although pursuing equal opportunity with women, minorities, and veterans in obtaining a patent is a 

valuable effort, if it does not coincide with equal outcome in one’s ability to utilize the patent once received, 

regardless of the person’s financial state, telling women, minorities, and veterans that they stand to benefit from a 

patent will simply be false doctrine.  

Now that I have provided the above clarification, I will tell you a chapter in the story of my life.  

I am a cancer survivor. I was diagnosed with breast cancer three months after my daughter was born. I 

am almost three years into my fight. After being diagnosed, I received a double mastectomy, and because the 

biopsy taken prior to my surgery of the suspicious lymph node adjacent to my tumor turned out to be negative, 

I was to receive simultaneous reconstruction during the mastectomy. Two birds with one stone. But as it turned 

out, my diagnosis was incorrect. A second biopsy of my lymph nodes was performed during the surgery, and it 

revealed that my lymph nodes in fact had been compromised.  

The result was irreversible torture, and I had to relive this multiple times. During this double surgery 

attempt, my mastectomy had already been completed, and my plastic surgeon was already midway into his 

reconstructive procedure, using fatty tissue from my abdomen to reconstruct my breasts. Because my lymph 

nodes were discovered as compromised, he had to suspend his work, leaving me with a diamond-shaped incision 

going from hip to hip and plastic silicon sheets were to remain in my abdomen until I had undergone and 
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recovered from full chemotherapy and radiation therapy. Then I would have to come back and undergo surgery 

again to complete the rest of the procedure.  

What was the end result in that follow up procedure one year later? I had complications and my 

reconstruction failed 3 times. I have not only endured and continue to suffer physical pain as a result of these 

surgeries, but I also endure psychological pain every day when I look in the mirror as a reminder. My scars remind 

me of the battle I fight, but every day I have is a gift. My blessing is that I am alive, and I have two beautiful 

children and a loving husband.  

So how does my story relate to patents? Well, given that I endured misdiagnosis, the fact that medical 

diagnosis methods can be considered patent ineligible is concerning. The cure of cancer today is merely playing 

a game of statistics – crossing my fingers hoping that I fall within the percentage of people who survive in studied 

patient populations and clinical trials. The chemotherapies I received were a result of a strong patent system, but 

is there something better? For example, can more work be done in immunotherapies and other discoveries? Or, 

as Sherry Knowles, who is also a breast cancer survivor, has questioned: are discoveries now being thrown out? 

The Constitution includes discoveries, and so does the Patent Statute. Jeff will speak more on these, but this is 

my testimony, and I thank you for giving me the opportunity to share my comments with you here today.  
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(This Spanish testimony below was delivered by Patricia Duran, with Jeff Hardin reciting the English translation.) 

 

Mi nombre es Patricia Duran. Gracias por la oportunidad de permitirme estar aquí hoy con ustedes y 

escucharme. 

Soy mujer y soy considera una minoría en este país. Y quiero agradecer la intención de THE SUCCESS ACT 

que emite el Congreso en solicitar recomendaciones legislativas que contribuyan la fomentación del número de 

mujeres, minorías y veteranos que solicitan y obtienen patentes, pero debo empezar con esta pregunta:  

¿De qué sirve tener una patente si no la puedes defender? 

Con respecto a esta ley de THE SUCCESS ACT, estoy seguro de que escucharemos este tema de todos los 

inventores independientes quienes son los verdaderos interesados en el sistema de patentes y quienes son el 

verdadero origen de la innovación norteamericana. El tema es este:  

Las mujeres, las minorías y los veteranos están dentro de la misma categoría con todos los demás 

inventores independientes, y esta clase - los inventores independientes - es la verdadera clase 

subrepresentada.  

La razón es porque las mujeres, la minoría y los veteranos, una vez que reciben una patente están 

realmente en el mismo aprieto económico que todos los inventores independientes y las pequeñas empresas. 

Con el estado actual de la legislación en materia de patentes en los Estados Unidos, los inventores 

independientes y las pequeñas empresas se ven en la incapacidad de licenciar adecuadamente las patentes que 

reciben, con entidades grandes y de mayores capacidades financieras – que representan la clase "representada" 

- ni pueden hacer valer sus patentes contra Esta clase cuando se roban sus patentes. Esto se debe a que la clase 

representada puede simplemente abusar gradualmente de todos los recursos legales y financieros sobre la clase 

subrepresentada y así con conllevándole a la extinción utilizando a las leyes actuales de patentes de hoy en día.  

Por lo tanto, aunque perseguir la igualdad de oportunidades que las mujeres, la minoría y los veteranos en 

la obtención de una patente es un esfuerzo valioso, si no coincide con el mismo resultado en la capacidad de utilizar 

la patente una vez recibida, independientemente del estado financiero de la persona, decir que las mujeres, las 

minorías y los veteranos que pueden beneficiarse de una patente simplemente será una doctrina falsa.  

Después de haberles aportados la aclaración anterior; deseo contarles un capítulo de la historia de mi 

vida.  

Soy sobreviviente de Cáncer. Fui diagnosticada con cáncer de mama 3 meses después de nacer mi hija. 

Estoy casi tres años en mi lucha. A causa de este diagnóstico tuve que realizar una mastectomía doble lo cual 

fue planeada con una reconstrucción simultanea debido a que previa a la cirugía el ganglio linfático que 

presentaba características sospechosas adyacente al tumor fue biopsia y su resultado fue negativo.  El plan fue 

matar 2 pájaros con un solo tiro. Pero ese diagnóstico fue incorrecto, una segunda biopsia de los ganglios 

linfáticos durante la cirugía revelo que estos estaban comprometidos.  
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El resultado fue una pura tortura irreversible y que luego tendría que volver a repetir. Durante este intento 

de doble cirugía, mi mastectomía ya se había completado, y mi cirujano plástico ya había avanzado su trabajo 

en su procedimiento reconstructivo usando tejido graso de mi abdomen para reconstruir mis senos. Pero el 

hallazgo de que algunos ganglios linfáticos sí estaban comprometidos conllevo a que la reconstrucción se 

suspendiera dejándome con una incisión en forma de diamante en la cadera cruzando de un extremo a otro, y 

dejando dentro unas hojas de silicona de plástico que permanecieran en mi abdomen hasta que el tratamiento 

de quimioterapias y radioterapias se completara para luego proceder con la reconstrucción nuevamente.  

Entonces el resultado final al procedimiento reconstructivo de seguimiento fue que tuve ciertas 

complicaciones y la reconstrucción falló 3 veces. Batallo con el sufrimiento de tener diferentes dolores físicos 

como resultado de estas cirugías, pero también sufro dolor psicológico todos los días cuando me miro en el 

espejo. Sin embargo, estas marcas son de luchas ganadas en la batalla que estoy peleando, donde cada día no 

es un día más, es un regalo como las bendiciones de que Estoy viva, tengo dos hermosos hijos y un esposo 

amoroso.  

Entonces como mi experiencia se relaciona con el tema de las patentes, dado que he sido afectada por 

un diagnóstico erróneo, el hecho de que los métodos de diagnóstico médico puedan considerarse inadmisibles 

en materia de patentes es preocupante. Y la cura del cáncer es un sorteo que En la que las estadísticas nos dan 

un numero de probabilidades donde yo cruzo mis dedos con la esperanza de quedarme dentro del porcentaje 

de personas que sobreviven en las poblaciones de pacientes estudiados y ensayos clínicos. Las quimioterapias 

que recibí fueron el resultado de un fuerte sistema de patentes, pero ¿hay algo mejor? Por ejemplo, ¿se puede 

hacer más trabajo en inmunoterapias y otros descubrimientos? O, como Sherry Knowles, que también es 

sobreviviente del cáncer de mama, ha cuestionado: ¿ahora se están desechando los descubrimientos? La 

Constitución incluye los descubrimientos, y también lo hace el estatuto de la patente. Jeff hablará más sobre 

estos, pero este es mi testimonio, y les agradezco por haberme dado la oportunidad de compartir mis 

comentarios con ustedes aquí hoy.  
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(1) What public data are available to identify the number of patents applied for and obtained by women, 

minorities and veterans? 

Regarding the number of women, the USPTO used particular methodology to reach conclusions as described in 

Appendix II in the February 2019 report "Progress and Potential: A profile of women inventors on U.S. patents". 

Although not definitive, the methodology did exhibit a level of confidence in its analysis. An analysis is minorities 

and veterans might be harder to identify. Moreover, what is the definition of a “minority”, and how is it relevant? 

My wife is considered a minority. Does that mean my children are?  

(2) What public data are available to assess the social and private benefits that result from increasing the 

number of patents applied for and obtained by women, minorities, and veterans, as well as small businesses 

owned by these groups? 

==== 

(3) What social and private benefits would you identify as resulting from increasing the number of patents 

applied for and obtained by women, minorities, and veterans? 

Unfortunately, because of the current state of the U.S. patent system, I honestly find it difficult to recommend that 

women, minorities, and veterans—or any independent inventor or small business for that matter—seek to apply for 

and obtain a U.S. patent. The benefit of protection that a patent once provided to an inventor has lost its reliance. 

This in part is because larger, financially-abled companies can partake in the strategy of efficient infringement on 

an underrepresented inventor’s disclosed invention and bleed her dry legally and financially until she doesn’t the 

resources to continue to try to defend her patent.  

(4) What social and private benefits to small businesses owned by women, minorities, and veterans would 

you identify as resulting from increasing the number of patents applied for and obtained by those 

businesses? 

Unfortunately, because of the current state of the U.S. patent system, I honestly find it difficult to recommend that 

any small business—whether owned by women, minorities, veterans, or any independent inventor for that matter—

seek to apply for and obtain a U.S. patent. The benefit of protection that a patent once provided to a small business 

has lost its reliance. This in part is because larger, financially-abled companies can partake in the strategy of efficient 

infringement on a small business’s disclosed invention and bleed it dry legally and financially until it doesn’t have 

the resources to continue to try to defend its patent.  

(5) Should the USPTO collect demographic information on patent inventors at the time of patent application, 

and why? 

No. The patent system is a meritocracy. It goes without saying, an examiner of a patent application cares not of the 

gender, age, race, or otherwise of the applicant or inventor when examining the merits, as a patent is based solely 

on the merits of the claims, and nothing more. 

If the USPTO desires to collect demographic information, providing this information should be voluntary for 

inventors, and should only be collected after the application has either been granted or abandoned, but definitely 

not before or during the application process, lest the application or the examination process run the risk of 

becoming tainted. E.g., what if someone at the Patent Office decides to use the demographic information to 

discriminate?  

I elect for not allowing any form of bias to creep into an otherwise blind yet meritorious process.  
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(6) To what extent, if at all, do educational and professional circumstances affect the ability of women, 

minorities, and veterans to apply for and obtain patents or to pursue entrepreneurial activities? 

See answer in (7) below. 

(7) To what extent, if at all, do socioeconomic factors facilitate or hinder the ability of women, minorities, 

and veterans to apply for and obtain patents or to pursue entrepreneurial activities? 

Educational, professional, and socioeconomic factors do affect the ability to apply for and obtain a patent, not just 

women, minorities, and veterans, but for anyone applying. This comes from understanding Maslow's Hierarchy of 

Needs, which entails a pyramid for the different levels of personal development. This explains that only when one 

reaches the highest level in the pyramid will one's genius begin to flourish. Now, do realize that this does not solve 

the problem that today’s system does not have equal outcome, but this will at least help solve the problem of equal 

opportunity.  

Maslow's Hierarchy of Needs explains a personal development pyramid containing five levels. Starting from the 

bottom and going up, there's  

- physiological (food, water, shelter)  

- safety needs (personal, emotional, and financial security)  

- social and moral belonging (intimate relationships, friends, family, church, sports)  

- self-esteem (feeling of accomplishment, confidence in one's abilities)  

- self-actualization (utilizing abilities and talents. understanding and pursuing goals: creating or even 

inventing) 

Each lower level must be satisfied within an individual in order for one to be motivated to pursue the next level. 

Because if one doesn't have food to eat, then one is not going to engage in becoming an entrepreneur or pursuing 

a patent. That's just not on their mind.  

Only until someone has all lower levels satisfied can they begin freely pursuing goals, creating, and inventing, so 

only then will you begin to see the genius flourish. Unfortunately, once those who reach this level will become 

educated on the state of today’s patent system, and they will understand today’s patent landscape is largely defined 

by unequal outcome, which might tend to discourage their participation on patenting as they look for other 

methods of receiving protection, such as trade secrets.  

(8) What entities or institutions, if any, should or should not play an active role in promoting the 

participation of women, minorities, and veterans in the patent system and entrepreneurial activities? 

For me, I had the privilege of having an established network – the third prong “social and moral belonging” in 

Maslow’s hierarchy. That did not occur because of my gender or my race. That was because I knew a friend. When I 

had an idea for my first invention, I reached out to a friend who was in law school. He connected me with a patent 

attorney who had gone out on his own and would likely file my patent application at a deep discount, which he did. 

Again, I am in the underrepresented class, and this is what worked for me.  

In my written testimony, I describe the Young Inventors Showcase, and it plays an active role in promoting the 

participation of all youth and their families in the patent system and entrepreneurial activities. I do believe programs 

like this should continue to play an active role, and this type of program creates a natural diversity engine.  
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(9) What public policies, if any, should the Federal Government explore in order to promote the participation 

of women, minorities, and veterans in the patent system and entrepreneurial activities? Are there any public 

policies that the Federal Government should not explore? 

The government (Congress) needs to correct the imbalance in equal outcome for the patent holder. The value of a 

patent should not depend on the financial resources of the entity who possesses ownership of the patent.  

In my written testimony, I outline seven legislative recommendations that the Federal Government should explore 

that would promote the participation of the underrepresented in the patent system and entrepreneurial activities.  

Public policies that the Federal Government should not explore include policies that focus on the post grant review 

proceedings. Post grant review is an experiment that Congress should end. Rather, any focus on bringing additional 

reliance to issued patents should be during the initial examination phase, prior to when a patent is issued. Bringing 

into question the patent grant that is issued by the USPTO only serves as a detriment to investment, and thus serves 

as a risk, rather than an asset, for a patent holder. An underrepresented inventor’s biggest fear today is being 

dragged into a post grant review proceeding, where the cost to defend a patent cannot be arranged on a 

contingency basis. This cost is on the inventor’s dime, and being dragged into this proceeding is not due to any 

fault by the inventor. The patent has already been vetted by experts in the field, so the inventor should receive quiet 

title, or at least the same level of reliance that existed for a patent prior to when the America Invents Act went into 

effect, where patent validity challenges occurred in district court, and an underrepresented inventor could be 

assured of contingency fee representation.  

(10) What action could USPTO take to address the participation of women, minorities, and veterans in the 

patent system and entrepreneurial activities? 

In my written testimony, I outline seven legislative recommendations that the Federal Government should explore 

that would promote the participation of the underrepresented in the patent system and entrepreneurial activities. 

The USPTO should share these recommendations with Congress. Furthermore, the USPTO should learn more about 

programs like the Young Inventors Showcase, while working strategically with, and sponsoring, such programs, so 

they may be rolled out nationwide.  

(11) Are there policies, programs, or other targeted activities shown to be effective at recruiting and 

retaining women, minorities, and veterans in innovative and entrepreneurial activities? Are there policies, 

programs, or other targeted activities that have proved ineffective? 

In my written testimony, I explain the Young Inventors Showcase. This is such a program shown to be effective at 

recruiting and retaining all peoples in innovative and entrepreneurial activities. I provide a demographic sampling 

of this year’s elected winners as proof of its effectiveness.  
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I’m Paul Morinville.  In World War II, my grandfather was a Navy Corpsman serving with the 
Marines as they island hopped across the Pacific and onto Hiroshima after the war ended.  

He was my hero so as soon I turned 17, I joined the Marine Corps.  The Marine Corps shapes the 
character of young men and women.   

It taught me to stand up and keep going until the mission is completed.  The Marine Corps made 
me a patriot, proud of my country and its heritage. 

I worked at Dell in the 1990’s.  My first invention was invented there in late 1999.   

I brought it to Dell executives, who told me to put it in a business plan and Dell would fund it.  I 
left Dell on April 3rd, 2000 with high hopes and big dreams.   

Within a few weeks the dot-com bubble collapsed, and Dell Ventures was shuttered.  That ended 
my funding. 

For the next four years, I kept inventing and over time my inventions became the industry 
standards in multiple areas of enterprise middleware.  Today there is over $50 billion dollars of 
infringing product on the market. 

But it wasn’t until 2011 that I was able to obtain funding again.  I started working with the 
Purdue Technology Center to commercialize my inventions.   

I hoped to create a couple of hundred tech jobs in Gary, Indiana -- one of the poorest areas of the 
country.   

But in 2013, the 90% kill rate of PTAB was revealed.  This turned my patents into junk assets.   

My company was in a market controlled by Big Tech monopolies.  If patents can’t be defended, 
Big Tech just steals them and, using their huge markets and deep pockets, massively 
commercialize them.  Big Tech has huge market reach, political influence, and in many cases is 
or owns the media. 

So, my investors stopped investing.  That’s when I hopped in my pickup truck and drove to 
Washington.   



Today, my mission is to educate the government about what the patent system means to America 
and Americans.   

My mission will be complete when my government gives my rights back to me by restoring the 
patent system for individual American people. 

The Patent Act of 1790, only the third Act of Congress, granted patents to “he, she, or they” at a 
cost that even a pauper could afford.1  

At a time when most women and African Americans could not own property, both could own 
patents… and they did.   

In 1809, Mary Kies became the first woman patentee for an invention of weaving straw hats.  
During the 1800’s, more than 3,000 women patented 4,196 inventions and many made their 
living by licensing or commercializing their own inventions.2   

In 1821, Thomas Jennings became the first African American patentee by inventing a method of 
dry scouring clothes.   

Granville Woods, who people of the day called the “Black Edison”, patented dozens of railroad 
related inventions in the late 19th century.3   

The patent system leveled the field regardless of race, gender or economic status.   

In many ways, it was the first equal opportunity law. 

The patent system fueled the greatest economic expansion in the history of man, propelling 
America to lead the world in every technology revolution from potash processing to 
smartphones.   

But for women, minorities and veterans, the patent system was a social and economic equalizer 
enabling them to invent things and build our largest and most powerful corporations.   

An everyday American could unseat huge incumbents and take their place in society based solely 
on the merits of their contributions to society -- not on their money, power and lobbying.  

But in just the last fifteen years, all of that has been destroyed.   

                                                           
1 See Patent Act of 1790, Ch. 7, 1 Stat. 109-112 (April 10, 1790) The First United States Patent Statute CHAP. VII. --An Act to 
promote the progress of useful Arts.(a ) Section 1 and 2 
2 See The Democratization of Invention: Patents and Copyright in American Economic Development, 1790-1920, by B. Zorina 
Khan, 2005, Cambridge University Press 
3 See http://www.biography.com/people/granville-t-woods-9536481 



The government changed rules on prior art scope, invention priority, injunctive relief, venue, 
claim construction, error correction, disclosure requirements, mental step and abstract idea 
doctrine, invalidation procedures, damages models, fee reversals and much more. 

Every single long held construct of patent law was changed.  Many of these changes are the 
results of Supreme Court decisions often directly contradicting statutes and without any public 
debate. 4  Congress, thanks to the lobbying and political contributions by the biggest companies, 
optimized the patent system for corporations, the largest customers of the USPTO. 

In the dust of this rubble, the USPTO set up the PTAB skewed to invalidate huge percentages of 
the very same patents that it just granted.  

The PTAB invalidation rate is a shocking 84%.5  Only 16% of patents survive unscathed.  The 
cost of defending a PTAB assault is $450,000. 

But only commercially valuable patents are challenged at the PTAB.  These are the patents that 
inventors have put their trust in, betting their careers and sometimes their entire life savings to 
commercialize or license, only to have that trust betrayed and then to lose everything. 

Even if their patent is never challenged at the PTAB, the market effects of the huge invalidation 
rates harms all inventors by making investors, customers and others believe that their patents 
cannot be defended.    

It is a CEO’s fiduciary duty to shareholders to steal patented inventions and massively 
commercialize them thus running the inventor into the dustbin of history.  This “Efficient 
Infringement” enables high stock prices which fuels CEO pay and CEOs earn hundreds or 
thousands times more than workers.6  Stopping change and disruption pays. 

Most contingent fee attorneys and investors have left the patent business for more predictable 
investments.   

Individual inventors are now defenseless against that theft.   

Inventors are duped into revealing their trade secrets under a false promise that they are going to 
get patent protection only to have that protection destroyed after the fact with no way to take the 
secret back. 

                                                           
4 https://www.ipwatchdog.com/2016/06/06/supreme-court-legislated-patent-reform/id=69646/ 
5 https://www.usinventor.org/2019/03/25/inventors-to-senate-ip-subcommittee-venue-hardship-efficient-infringement-ptab-crisis/ 
6 https://www.vox.com/recode/2019/5/2/18522927/ceo-pay-ratio-tech-employee-salary-2018 
https://www.usatoday.com/story/money/2019/04/17/these-ceos-make-1000-times-more-than-their-
employees/39350499/ 

https://www.vox.com/recode/2019/5/2/18522927/ceo-pay-ratio-tech-employee-salary-2018


The SUCCESS Act is intended to increase the participation of women, minorities and veterans in 
the patent system.   

It also extended the USPTO’s temporary fee setting authority.   

The PTAB has not been financially solvent – it loses money.  So the USPTO transferred fees 
paid for examination and maintenance to the PTAB to make it solvent.  More recently the 
USPTO increased fees to try to make PTAB self-sufficient. 

This diversion of applicant and owner fees grabs resources intended to grant better patents and 
transfers those resources to the PTAB to destroy patents.   

The only reasonably expected result that can come from this is to create lower quality patents 
with higher invalidation rates.   

With the passage of the SUCCESS Act, the USPTO raised fees for examination and 
maintenance.  This significant fee increase makes it more likely that women, minorities and 
veterans will be forced to abandon patent applications and issued patents.   

The goal of the SUCCESS Act is to encourage women, minorities and veterans to invent new 
things and patent them.  

It is unfortunate that the SUCCESS Act has been used to achieve an opposite result. 

The Constitution secures a patent for an inventor, a human being, not a corporation.  Somehow 
this simple fact is lost by current patent theorists, lobbyists and lawmakers. 

The foundation of America law is to protect of the fruit of one’s labor.  The labors of one’s mind 
must also be protected.  If nobody discloses their inventions, innovation in America will 
collapse. 

This is proving to be true.  China is taking the lead in many technologies critical to our national 
and economic security.   

This is directly related to China improving their patent system, while we were busy destroying 
ours.  Today tech inventions are protected in China, but not here. 

We responded to China’s threat with a trade war that is hobbling China’s tech companies 
apparently to protect our own big tech monopolies from superior Chinese products. 

But the root of the problem is that our patent system is destroyed.  We have done next to nothing 
to fix it again to protect big tech monopolies by eliminating the threat of creative destruction 
served up by inventors with better inventions. 



Big tech monopolies are built on business methods and software.  These are the inventions that 
are core to their business models and the very type of inventions that cannot get a patent issued 
and are invalidated in courts and the PTAB. 

If business methods and software cannot be patented, big tech cannot be challenged, and their 
monopolies are untouchable. 

If you can’t measure it, you can’t manage it.  The first step to including more women, minorities 
and veterans is to measure it.   

But the USPTO cannot determine who is inventing what.  Small inventors are grouped in with 
huge universities with multimillion-dollar endowments.   

If a small inventor licenses a patent a large entity, no matter what the license pays, they are 
classified as a large entity.   

And we should no lump in inventors who assign their rights to big corporations.  People who 
don’t use a patent to attract investment to startup a company or license it are not real inventors.  
They do not understand why patents matter. 

But none of that makes any difference if we do not fix the underlying issues that affect women, 
minorities and veterans.   

Just patenting an invention can cost tens of thousands of dollars.  Commercializing inventions 
often requires millions of dollars.   

Big corporations have this kind of money.  But that cost is too high for women, minorities and 
veterans.   

You don’t have to believe me.  At the most recent PPAC meeting on May 1st, three PPAC 
members took to task the USPTO chief economist for his report that failed to deal with the main 
barrier for women to get patents and to grow their businesses – lack of investment.   

A stable and predictable patent can attract investment.  That was the case for the first 215 years 
of our patent system.   

For two years I drove across the country in my pickup talking to inventor clubs and recruiting the 
13,000 activists of US Inventor.   

Go to any small town in about any state and find the biggest and oldest mansion.  It was probably 
built by an inventor.  Their stories are told in small town libraries and historical societies across 
America.  It is our story.  It is America. 



These mansions represent the effects of a working patent system enabling everyday Americans 
to achieve the American Dream.   

We all want more women, minorities and veterans to climb social and economic ladders.  But to 
do that a patent must be capable of attracting investment.   

It must be a presumed valid exclusive right.  And can’t cost so much to obtain and defend that 
nobody can do it, as it does today. 

$450,000 to defend just one PTAB procedure is outrageously expensive for small inventors, 
especially if there is only a 16% chance that the patent will escape unscathed.   

If it does escape, you gain nothing.  The only difference is that you are a lot poorer and your 
patent’s term is several years shorter. 

Director Iancu has taken very important steps by eliminating BRI and switching Phillips.  This 
will eventually help.   

But the PTAB kill rate has barely changed.  Far too many meritorious inventions are still being 
destroyed.   

We need a lot more work.  US Inventor is happy to help.  I am too. 

 

Overwhelming Financial Burden for Inventors 

AIPLA reports that the average cost for an AIA trial is $450K. Only 16% patents emerge the 
PTAB intact. Small businesses built on a patented technology don’t have $450K to wager on a 
16% chance of holding on to their primary asset. Furthermore, we have been in contact with 
many inventors and small business owners that have retained unqualified counsel for these high 
stakes litigations. These attorneys are unaware of the latest guidelines, precedents, and strategies. 
Inventors lack access to effective advocacy when attacked in AIA trials by aggressive litigators 
allied with hostile PTAB APJs. 

Example 1:    Jan 24, 2019 / IPR2018-01129. Emmy award winning inventors Glenn Sanders 
and Howard Stark are not “patent trolls” asserting “bad patents”. These pioneers of digital 
wireless microphones built their company Zaxcom in reliance on their U.S. patents. Now their 
competitors are using their technology and the PTAB is helping them by unwinding the patent 
grant, declaring their invention obvious 14 years after the fact. 

Example 2:    April 3, 2019 / IPR2018-01754. The PTAB ignored the §315(b) time bar and 
permitted GoPro to file an IPR 2.5 years after they had filed a declaratory judgment against 
inventor Michael Kintner’s company 360Heros. The once growing business has drastically 
downsized and Kintner has informed US Inventor that he does not have funds for a legal defense 
of his patent at the PTAB. Contingency firms rely on damages to recoup their investment, but in 
the PTAB there is no monetary compensation for the inventor that prevails. 



Example 3:    April 30, 2019 / IPR2019-00233. Apple refused to pay inventor Mark Kilbourne 
for his remote control deadbolt, so they asked the PTAB to revoke his patent. The panel ruled 
that it “would have been obvious” to combine an old-style deadbolt with a Swiss army knife! 
This type of reasoning jeopardizes every patent ever issued. Kilbourne runs a small business 
manufacturing his invention and this unnecessary and duplicative PTAB trial imposes an 
extreme burden and risk to his business. 

Word Games Used to Invalidate Patents 

A common tactic employed by infringers and the PTAB is to interpret the words and phrases in 
the patent broader than intended by the inventor, and to use that stretched interpretation to 
invalidate the patent. Egregious examples include construing “no arcing” to mean “a little 
arcing”, “single merchant” to encompass multiple merchants, and “gasoline” to include butane. 

Example 1:    January 10, 2019 / IPR2018-01043. American inventor Ryan Jurgenson greatly 
improved the reliability of magnetic disk drive heads. But the USPTO helped a Japanese 
infringer by cancelling the patent. The PTAB adopted broader construction of several terms than 
what the inventor claimed, effectively accusing him of claiming rights to an earlier invention. 
The Article III courts would have applied the plain an ordinary meaning for the terms and 
resolved any ambiguity in favor of upholding the patent. Unable or unwilling to incur the cost of 
a full PTAB trial, the patent owner elected to dismiss the case. 

Example 2:    April 8, 2019 / IPR2019-00025. PTAB rejected the definition of “gasoline” 
adopted by the inventor, examiner, and Illinois district court. They instead adopted their own 
unique definition of “gasoline” that includes all the distilled components of crude oil. Thus 
according to the PTAB “gasoline” includes butane. The PTAB refused to apply discretion under 
§314(a) and §325(d) and instead is interfering with the district court litigation, adding 
unnecessary cost and duplication. 

Example 3:    April 16, 2019 / IPR2019-00030. Corephotonics inventors developed a compact 
telephoto lens for smartphones. The USPTO is yet again assisting Apple by taking back the 
patent from the inventors. The invention is a tiny optical design with “total track length” of only 
6.5mm. The PTAB construed “total track length” as “partial track length” so they could find 
prior art with a “partial track length” of 6.5mm. If inventors cannot rely on the USTPO to stand 
behind their patents then businesses like Corphotonics cannot afford to invest in R&D and 
innovation is discouraged. 

Administrative Patent “Judges” Are Not Experts 

The idea of the PTAB being staffed with technologists that are subject matter experts has not 
played out. Most PTAB APJs have a bachelors degree with zero years of professional experience 
in technology. They are administrative lawyers, not technologists. Analysis of their written 
opinions often reveals superficial wordsmithing to support a conclusion at odds with the intent of 
the inventor, the examiner who approved the patent, and common sense. 



Example 1:    April 19, 2019 / IPR2017-02097. APJs at the USPTO overruled the examiner at 
the USPTO, who is an expert in micro-fluidics. John Gilbert, Manish Deshpande, and Bernard 
Bunner created an amazing device to precisely place particles into a moving stream, an important 
technology for biomedical research. The examiner allowed their patent noting that it was an 
improvement over the prior art such as a patent by “Wada”, but the PTAB APJs (who have zero 
experience in microfluidics) falsely charged these inventors of claiming the same device as 
Wada and stripped them of their patent rights. 

Example 2:    April 19, 2019 / IP2018-01630. PTAB APJs that have zero experience with video 
compression technology violated several of the new rules and helped Netflix avoid paying the 
inventors for their asymmetric video compression technology. One APJ has a B.S. in computer 
science with no professional experience, one a degree in molecular biology, and another in 
materials science. They do have 30+ years combined experience disparaging patents as litigators 
and PTAB APJs. They are in way over their heads causing total chaos and destruction to the U.S. 
innovation economy. 

Example 3:    April 29, 2019 / IPR2018-00146. Rocky Snawerdt invented a secure fiber optic 
switch, extremely important technology. But he made the mistake of revealing his discovery to 
the USPTO who decimated his patent to help another big corporation. The task achieved by the 
panel was to find 3 or 4 components of Rocky’s invention in the prior art, using his patent as a 
roadmap. That doesn’t mean it was obvious. That’s what an invention is – putting things together 
in a new way no one else thought of. These APJs have no experience in the technology and don’t 
understand the law. What they are doing is analogous to a child assembling a jigsaw puzzle using 
the picture on the box as a guide. It has nothing to do with the technology, the invention, or the 
law. 

Interference with Article III Courts & Delayed Justice 

PTAB was intended to be a faster, cheaper, alternative to district court. It has proven to be the 
exact opposite: slower, more costly, and in conflict with district court. It is only cheaper and 
faster when it puts the inventor out of business by cancelling his key patents or draining his bank 
account. Those that survive are hampered with millions of dollars of unnecessary expense and 
years of market growth lost. 

Example 1:    March 12, 2019 / IPR2018-01597. Steven & Mary Reiber’s semiconductor wire 
bonding patent survived a validity challenge in district court, but the PTAB doesn’t honor that 
holding. In addition the PTAB allowed Toshiba to play games with their corporate structure to 
get around the one year time bar. 

Example 2:    March 13, 2019 / IPR2018-01632. Bad Boy Mowers is a classic American success 
story. It was founded in Batesville, Arkansas in 2002 and has grown to employ 700 people to 
design, develop, and build their innovative zero-turn mowers. A company break-up spilled into 
district court with disputes over inventorship, validity, and infringement. Rather than let it play 
out in court, the PTAB jumped into the fray by overruling the examiner that had recently allowed 
the patent over identical prior art. 



Example 3:   April 2, 2019 / IPR2018-01500. PTAB instituted review of a haptic feedback 
patent by prolific artificial intelligence and augmented reality inventor Louis Rosenberg. Once 
again Director Iancu’s new rules are tossed aside by the PTAB. Rather than let the real court 
resolve the dispute at the jury trial this very week, the PTAB insists on inserting themselves into 
the middle of it. The same prior art considered in examination. Incorrect claim construction by 
the PTAB. The USPTO is taking the side of the multi-national infringer. More cost. More delay. 
Inventors betrayed by the USPTO. Nothing has changed at the PTAB. 

Example 4:    April 22, 2019 / IPR2015-01691. Geoff Gosling and Mogens Smed lost 4 years 
and 2/3 of their patent as the USPTO intervened to help their competitor escape liability for 
stealing their invention for joining modular office partitions. Now they have to decide if they 
want to pay an additional $2-300K for another appeal to the Federal Circuit. A jury trial would 
have been faster, cheaper, and fairer. Small businesses like theirs cannot withstand 4+ years and 
millions of dollars fighting over their primary asset. 

Due Process, Takings, Appointments Violations 

Barely one year ago, the Supreme Court ruled that patents are no longer property rights but are 
“public franchise rights” like the right to erect a toll bridge, thus revocation by the Executive 
branch does not violate separation of powers or 7th amendment. The American ideal used to be 
that anyone of any status could obtain a property right in exchange for revealing their invention 
to the world. Today only the wealthy elite can secure these rights. 

Example 1:    November 18, 2018 / CAFC 18-1489. DOJ attorneys argue that inventors are not 
entitled to compensation when their patents are revoked. The reasoning is that if the USPTO 
determines that they should not have issued a patent the inventor never had a patent to begin 
with. This argument ignores the fact that the agency applies stricter rules, guidance, burdens of 
proof, and procedures that often result in revoking a patent that would be upheld in an Article III 
court. If the USPTO is going to take back patents from inventors without a full and fair trial to 
decide their property right, then it must be presumed a taking has occurred and compensation is 
due. 

Example 2:    January 23, 2019 / IPR2018-00315. The USPTO continues to run roughshod over 
the 5th Amendment. The inventor Dr. Michael Masini was prohibited from testifying at the trial 
over his own patent. The PTAB doesn’t care to hear his views on his improved artificial knee 
joint. The right to testify in person is one of the many fundamentals of due process absent from 
PTAB proceedings. 

Example 3:    April 1, 2019 / CAFC 18-1768. PTAB “judges” have near total power over 
deciding who owns the rights to patented inventions. They overrule real judges and juries. They 
overrule examiners. Their findings are given deference by the appellate courts. They alone 
decide which inventors get to keep their property rights and which ones don’t. Yet the DOJ and 
USPTO say in their brief that APJs are merely inferior officers and do not need formal vetting 
required by the Constitution. Real judges have to be appointed by the President and confirmed by 
the Senate. But we are supposed to just trust these administrative patent “judges” without 
looking at their qualifications, associations, and sympathies. 



If the USPTO is to be successful at encouraging participation of women, minorities and veterans 
in the patent system, the patent system itself must be improved making it fairer to all small 
entities.  Today the deck is stacked against small entities at all levels.   

The PTAB kills patents at unprecedented levels.  The effect is to infect all patents with a 
presumption of invalidity, which encourages infringement and discourages investment.   

Judicial exceptions to subject matter eligibility also kill patents at unprecedented levels.  This 
affects all patents in the same way encouraging infringement and discouraging investment. 

eBay v. MercExchange created a public interest test that must be satisfied for a court to order an 
injunction upon a finding of infringement.  This test effectively makes it impossible for small 
entities to be awarded injunctive relief.  This reduces the value of all patents especially by 
investors looking at early stage investments.  It encourages infringement because the infringer 
can gain control of the market without the risk of losing it later. 

Many other changes to patent law have crashed the patent system for women, minorities, 
veterans and all other small entities including negative changes to damages, venue, obviousness 
and more.   

Women, minorities and veterans generally have very small patent portfolios often consisting of 
only a few patents.  But today, small patent portfolios cannot be collateralized, sold or defended.  
Thus it is exceedingly difficult to return the investment of hard work and money that goes into 
patenting.  It is not surprising that small entities, including women, minorities and veterans, have 
substantially slowed down in filing for patent protection. 

 



From: Inventors Association
To: successact
Subject: Public Hearing for Success Act
Date: Tuesday, June 25, 2019 11:42:44 AM

Hello,

My name is Laura Myers and I am one of the female leaders in our country at the helm of a
non-profit inventors organization called the Inventors Association of Arizona (IAA).  Our
organization consists of 100+ paid memberships with a newsletter reach to over 1200
inventors in our state.  A large part of my responsibility as the Executive Director of the IAA is
to help inventors navigate the difficult path of bringing an idea to fruition, including guiding
them through the patenting process so the invented product is protected once it reaches the
market.
     My concern is that the patent system in our country has been weakened by a series of
legislative actions and court decisions over the past decade.  Consequently, the enforceability
of protecting a patented product has been weakened.  Independent inventors risk thousands
of dollars in developing and patenting their products only to find that the greatest liability is to
have a product reach success in the marketplace.  Under our current weakened patent
system, large corporations with deep pockets and teams of attorneys can easily infringe on a
small, independent inventor’s product, swamping the inventor with litigation costs and
extreme financial stress in trying to protect their own USPTO issued patent.  If the
enforceability of a United States patent is not strengthened, the cost of trying to protect a
product may end up destroying the lives of the very people who the SUCCESS Act is
attempting to help.

     The USPTO must take a closer look at how PTAB is being exploited by large infringing
companies.  With their deep pockets and high-level attorney teams, large infringing
corporations are utilizing PTAB as a convenient and useful tool to invalidate the claims of
small, independent inventor’s patents.  The independent inventor does not have the finances
to hire high power lawyers to fight back, thus making the patent they worked so hard to
obtain useless to them.  The USPTO issued patent means nothing if the promised protection is
not enforced.  To complicate matters further, investors are hesitating to invest in and fund
innovation built on patented products of the small, independent inventors due to the high
PTAB invalidation rates. The recommended legislation will not help women, minorities, or
veterans if it does not come with PTAB reform as well.

     Our country was built on innovation by hard working individuals who were promised and
given protection of their products to build companies, expand on their ideas and enjoy the
prosperity they earned.  All that has changed by PTAB being exploited and used as a power
tool by large corporations.  Many innovators are now choosing to get their patents issued in
China where the patent system is stronger and better protects the small inventor. A US patent



no longer provides value to its owner. Instead, it has become a liability.

     Patent protection is a topic of great interest and lively discussion with the Inventors 
Association of Arizona.  We appreciate the intention behind the SUCCESS Act, but we cannot 
stress enough the importance of increased protection for independent inventors. Without 
substantial reform to the patent system, the women, minorities, and veterans attaining 
patents as a result of legislation following the SUCCESS Act will be ruined by the hidden costs, 
false promises, and lack of enforceability of a US patent.

Sincerely,

Laura Myers
Executive Director
Inventor’s Association of Arizona



H.R. 6758- Success Act 

Public Comment by Martin Khang Nguyen 

My name is Martin K. Nguyen and I’m an American independent or “small” inventor of two US granted 

patents: 1- Vehicle monitoring and control using radio frequency 

identification(RFID), 2-Managing Retail Transactions, and several other patent 

applications that I have abandoned because I see no hope of protection. I’m now a founder of a small 

business based on a mobile app called Gyft Thanks. The app helps connect businesses, consumers, and 

charities together using today’s technologies. As a minority patent holder, the Success Act is very 

important to me and to other minority inventors as well. 

I strongly support increasing the number of women, minorities, and veterans who hold patents. The US 

is the only country in the world, no other country that has the patent system that gives a great 

opportunity for anyone who would like to pursue his or her interests in business. However, the 

recommended legislation has to help protect those inventors as well. If a product is successful, large 

companies come in and steal the idea and force the patent owner to start a lawsuit that they rarely can 

afford. Then, even if the inventor can pay the enormous legal fees, if the infringer chooses to take the 

patent to the PTAB, the inventor has almost no chance of surviving.  

I came to the United States as an immigrant in late 1981. I have attended college here in the US, and I 

love solving problems, especially when those problems happen to me or around me. As an example, I’ve 

been hit by a drunk driver when he ran on red. Luckily, my life was saved, but I know that many similar 

situations end in tragedy. After my experience, I spent substantial time and effort creating a solution 

and finally filed for a patent on my idea, “Vehicle monitoring and control using RFID”. On another 

occasion, I was shopping at a supermarket and there was a shopper holding up the line ahead of me 

with many paper coupons. The barcode was hard to read on one of the coupons, so the line behind the 

shopper became very, very long. “There has to be a better way,” I said to myself. I created a solution, 

did the search, and filed the paperless couponing systems.  

As mentioned above, some of the applications and ideas I dropped or abandoned most at the early 

stage because, as an independent inventor, I saw very little hope in protecting these ideas from 

businesses and/or people who have big money if these applications eventually got granted. Why would I 

continue to spend the money which, in my case, I borrow from family to get these patent applications 

approved when they’d later be invalidated by the PTAB? How would I be able to defend my ideas from a 

group of attorneys hired by large corporations with their only goal to invalidate my patents? It is better 

for me to keep my ideas locked away. I know that I cannot enforce my patent in court, and if it is a very 

useful idea, many big companies will steal my patented idea, and the patent will just be taken away by 

the PTAB. The same entity that promised to protect my idea is the one taking it away. It doesn’t make 

sense. America is falling behind in development because there is no incentive to innovate.   



However, as an inventor like many other inventors whom I’ve talked to, we’d always like to see 

innovative products or services being introduced. We hope that soon our patents be protected and be 

enforced no matter we are a big company or a start-up business formed by an independent inventor.  

Please give us the protections for our efforts; ask the courts not to take back our patents once they are 

issued; help us to prohibit infringers, both US and foreign companies, from using US inventions without 

permission. We count on you for the true reward after days, months, or years of our hardworking, 

sleepless nights trying to first get our patent or patents approved, plus the money that we have 

invested. If the recommended legislation does not come with added protection for inventors, then you 

will end up ruining the lives of all the new women, minorities, and veterans who get patents. They will 

build businesses on the promise of exclusive right, then all their investment will be lost when they learn 

how the patent system really works. We inventors want to contribute to the US economy with our 

talents and skills in developing innovative products or services, but we need to be able to depend on the 

patent system.  

 

Sincerely, 

Martin Khang Nguyen 

 

 



From: Alberto Ratmiroff
To: successact
Cc: Stringing 102 LLC
Subject: “SUCCESS Act Study.”
Date: Saturday, June 22, 2019 5:55:11 PM

Thank You for the opportunity to write about the subject manner, in
general!!

I assume that this one is going to be a little lengthly email, sorry!

I will divide the email in 3 parts: THE GOOD, THE BAD, AND THE
UGLY.

THE GOOD

I am grateful for the approval of Patent No. 7862455, which, I have to
pay my dues, in order try, to keep it up to date, on the list, of patents, in
your organization.

I wrote the provisional patent, which was an idea, for a product/service,
after doing research for about 4 to 5 years, before the AHA moment,
came to me, or myself. The initial work before I could begin, the patent
process was years, not days, or weeks. Effort, time, consistency, money,
thesis about the purpose for the research and work, that had to be done,
without any guarantee that that work was going to pay off, at all!
POINT: there are a lot of work that has to be done, before one, US, I,
can begin a process of trying to make a company or the selling of a
product/service for a market or customers in general. Protect this work,
and effort that people bring to the table of innovation, for the U.S and
for the rest of the world.

Later, I had to write the Non-provisional patent application, due 1 year



from the date of acceptance of the provisional patent application; which
was a big challenge for me or myself. I had no idea, and I had no money
to pay a Patent Lawyer, $ 10,000, $ 15,000, $ 20,000 or more for a
patent idea, that I had no idea, how to put the idea into words or
description, as a way to go forward in the application.

I Google it, for months until I found way and a window of opportunity
on a company, and a Patent Lawyer, that had a PATENT PROGRAM,
for patenting ideas, products, it was named many years ago:
PATENTPRO. I bought and I used the program to write the patent, with
the help of the program, and all the examples on the file, program. It
was not easy at all!! POINT: I had no money, and I was lucky that that
company and Lawyer had the audacity of making that program
available to average people like myself, and others!! Protect the option
to help write the Patent application with some aid or assistance to
minorities or people who have the WILL to continue in such a difficult
path and goal, I CAN TELL YOU, THE PROCESS IS VERY HARD,
FROM THE BEGINNING.

It took 2 more years of waiting before the patent application was
approved at all!!, to my surprise, and delight. Now you are taking about
5 + 1 + 2 years, for a total of 8 years, before a person has a patent
approved and ready to think that it is easy to commercialize the
product/service, which is a myth, by itself, this is very hard process,
overall!! You have a person who have invested 8 years of time and
research, so that an idea can come to market or at least try to go to
market, in the U.S., and on the rest of the world.

The approval of the patent cover a period of over 50 years going back to
see, if there was something similar, or if somebody copy an idea from
somebody else, 50 years, all over the world. POINT: Time searching,
work, money, computer database researching process, a lot of work,



before an idea/service/product can be approved into a Patent
Application, for a person or company. Please protect all the time, work,
money, for the person or small entity that is trying to make a living
from a Patent, and into a company for profit, for jobs, for commerce in
general, for the benefit of most. Offer a TAX BREAK for people that
try to finance such off the wall ideas and products, that some may or
may not make it, but, that, at least, people try to the best of their
abilities and of the abilities of others also. It is very hard to finance a
project of 8 years, without some kind of revenue source or TAX
BREAK, encourage people to take risk and to to invest in the Patent
gambling process, it is much better than NOT DOING ANYTHING AT
ALL! There are 1000 excuses for taking a Patent application forward,
and there is only 1 reason for making it happen, to make it a reality, that
idea, that product/service, PASSION for that idea, product, service,
industry, sport.

THE BAD

Most of the patents that I heard from people in LinkedIn, are from small
entities that are minorities: females, of other races, small companies,
startups people, that are trying to male a living out of an idea, and that
caught the attention of BIG ENTITIES, because, of the Industry/Market
potential, that the patent may or may not possess, and so the target of
the people, who claim that the patent is not valid or is missing an item,
in the description of the writing, in general, terms. The initiation of the
process litigation, makes a dent on the cash flow potential of the to be
startup, or person, money that is tight, or money that have to borrow to
defend themselves from people who claim that the patent needs to be
invalidated, given expert advice from lawyers, in general. The process
of reaching a Patent Level is usually around 3 to 4 years, and many $$
thousands of dollars, that that person, may have, or may owe to a third
party, and so the dilemma, of the process. If you do not do anything,
YOU LOOSE, and if you do something, to defend yourself, given that
one has a valid Patent from the USPTO, there is a high probability that



over time, the small entity is going to loose also, because, money talks,
in general. POINT: the process of approving patents, would have to be
reviewed, to see, that a patent is a legal patent, and not an invitation to
challenge the patent, once, some BIG ENTITY sees, a lot of potential
revenue, or the opportunity for revenue in that small entity, in general.
There are exceptions in all cases, but from what I have seen and heard,
the rule is that most most entities with a Legal Patent, eventually loose
to the big, entities, in general!! The process could be more visible and
more clear, before an entity gets attention from companies that make a
living selling products and millions of dollars, from inventions from
small entities, in general!!

THE UGLY

The need to create an UNION of inventors, a club, where people can
get advice, aid, comfort, monetary loans, as a way to test to see, if the
patent that they are holding is good, bad, or just a waste of time, money,
when it comes to defending the legal Patent prescribed, by the USPTO,
after many years of work, time, money, etc. There has to be a political
arm of the USPTO, that is in charge of defending the Inventors, just like
there is a department of Labor to protect the rights of the employees,
against the big companies, and events that create adverse situations for
the employees at work, just like that, an analogy, of labor forces. One
has an institution for protection, the other one, (the inventors) that loose
their patents to BIG ENTITIES, when the small entities are right on
their claim, most of the time. At least there has to be an government
department that has the duty to protect Inventors in general!!

Thanks for your time and consideration, on the matter.

I see myself in potential conflict, once I go to market, with my idea,
product, service on the Global scale, and in the U.S., if I do not voice
my word about the issue in general!!!

-- 
Stringing 103 Corp



Regards,

Alberto Ratmiroff



Thomas P. Riederer 
Santa Barbara, California 

 

SUCCESS Act Public Comment 
 

June 25, 2019 

 

In The United States Patent and Trademark Office, Department of Commerce: 

 

My name is Thomas Riederer and I am the inventor of several patented digital stereoscopic (3D) 

cameras, systems and their methods of use.   I am the co-founder of TrueVision 3D Surgical, a 

company which has revolutionized brain- and eye-surgery through the use of these inventions. 

As a Vietnam-era veteran and patent holder, the SUCCESS Act is very meaningful to me. 

 

I support increasing the number of women, minorities, and veterans who hold patents, but that 

action must be coupled with actions that strengthen those patents. Patents have become liabilities 

for independent inventors thanks to the PTAB and lack of strong enforcement in court. If the 

recommended legislation does not include increased protection of patents, the lives of women, 

veterans, and minorities will be ruined by attaining patents. 

 

As an independent inventor I have written, prosecuted and obtained several patents entirely on 

my own, due to the significant costs involved should professional patent attorneys be utilized.  

Due to passage of the America Invents Act (AIA), with its provisions of the Patent Trial and 

Appeals Board (PTAB) and post-grant Inter-Partes Review (IPR) process, my business model 

has been made nearly obsolete.  The IPR process through the PTAB, known informally as the 

Patent Death Squad with its high invalidation rate, is completely unfair to small operations like 

mine. 

 

According to the 2017 AIPLA Report of the Economic Survey, the estimated mean legal fees of 

an IPR proceeding through appeal runs nearly half a million dollars.  If a patent is challenged and 

the patent owner loses, his patent is invalidated and his investment is lost.  If he wins, he 

effectively “wins” nothing, since he still has a patent but there is no consequence to the 

challenger, often a large infringing company.  A business such as mine could be ruined by a 

single IPR.  

 

In order to retain some capital from my investment in my patents, I have sold the bulk of them.   

The only sale I could execute was for far less than previously appraised.  Instead of pouring the 

capital back into further developing my technology, I am instead exploring endeavors such as the 

real estate business.  The rights given by the government in real estate are not easily taken away, 

as is a patent “right”, now referred to as a “franchise” due to recent SCOTUS court decisions. 

 

The purpose of this comment is to change the outlook for independent inventors.   For example, 

a high school STEM student may have an ingenious project for the school Science Fair and is 

encouraged to file a patent to “protect” it.  Once the student’s family finds out about the huge 

cost of defending a patent in an IPR, encouragement is lost, along with any aspiration for 

invention, directly contradicting the intent of such Science Fair. 

 



Thomas P. Riederer 
Santa Barbara, California 

 
My legislative recommendations are summarized in the attached Inventor Rights Resolution. The 

main points are as follows. 

 

A. The USPTO must stop taking back patents from inventors. 

B. Courts must prohibit use of a patented invention without permission. 

C. Infringers must not profit by using an invention without permission.  

 

Please consider adding these changes to the proposed legislation at the conclusion of the 

SUCCESS Act Study. If the patents held by underprivileged and underrepresented independent 

inventors are not protected, their involvement in the patent system will be detrimental.  

 

 

 

Sincerely, 

 

 
 

Thomas P. Riederer 

 



INVENTOR RIGHTS RESOLUTION 
Our patent system is in crisis. Recent changes to patent laws and Supreme Court decisions have 

adversely affected inventors such that the requirement in Article I, Section 8 of the Constitution of 
"securing for limited times to inventors the exclusive right to their discoveries" is no longer achieved. It is 
nearly impossible to stop an infringer from using an invention without permission, or to make them to 
pay for the damage caused when they do. The undersigned inventors call on Congress to pass legislation 
to address these critical issues. 

PTAB – The USPTO Must Stop Taking Back Patents From Inventors 

Patents that are infringed are often contested in the Patent Trial and Appeal Board (PTAB), which 
is an administrative tribunal within the USPTO, purported to be an alternative to traditional federal 
courts, and created by the 2011 America Invents Act. To defend a patent costs the inventor several 
hundred thousand dollars, and usually cannot persuade the PTAB to uphold the patent. Even if the 
inventor prevails in the first challenge, others are allowed to challenge the same patent over and over 
again. This has been devastating to inventors and small businesses that rely on patents to protect 
investments and build businesses. Participation in PTAB reviews should be voluntary at least while the 
patent is held by the original inventor. If PTAB reviews become a fair alternative to validity challenges in 
a traditional federal court, then inventors will participate voluntarily. Otherwise, patents that are 
believed to be invalid can be contested in a traditional federal court, as has always been the case. 

INJUNCTIONS – Courts must prohibit use of a patented invention without permission 

In the 2006 eBay decision, the Supreme Court held that in most circumstances a patent cannot 
prevent an infringer from using the invention. For instance when a large corporation can produce the 
invention faster, cheaper, or in greater quantities, they are allowed to keep selling in perpetual violation 
of the patent. Thus the inventor has no say in who gets to use the invention and what they do with it. 
The inventor cannot determine the price, the quality, the brand, the features, the materials, the factory 
location, the working conditions, environmental sustainability, or any other concern. Indeed, the 
inventor is compelled to grant the infringer a license for a royalty amount determined by the court. 
The eBay decision should be overturned, and the court should issue an injunction ordering the infringer 
to stop using the invention until they have obtained a license negotiated in good faith with the inventor. 

PROFITS – Infringers must not profit by using an invention without permission 

Current law limits most inventors who win in court to only a “reasonable royalty”, which in many 
cases does not cover legal fees and is too little to serve as a deterrent against large corporations with 
deep pockets. Large corporations simply ignore patents, knowing that few inventors can afford the 
millions of dollars and many years required to enforce their patents in court. In the rare case that an 
inventor survives the legal gauntlet, the infringer usually is ordered to share only a small percentage of 
their profits with the inventor while keeping the rest for themselves.  Without penalties infringing is 
much more profitable as a business strategy than inventing. To restore fairness and respect for patents, 
infringers should not be allowed to keep their profits made from someone else’s invention. 



From: Ari@IPCpricing.com
To: successact; IntellectualProperty@tillis.senate.gov
Subject: Two birds, one stone and a single death
Date: Tuesday, May 14, 2019 10:02:08 PM

My name is Ari.  I am real person.  I am a husband, a father of a little boy, and the owner of a
story you would not wish on your worst enemy.

I live in NYC.  But years ago, while living in San Francisco and working at a dot com publisher
called Snowball.com I had "a dream" that contained the single most impactful idea in
business.  I know this is true because that idea, which was granted two patents for its
complete contradiction to conventional thinking that solved the problem plaguing publishers
in Internet advertising, was stolen right from hands and put into practice at Google. 

Oh right, this is where I sound like the crazy one with a tin foil hat. 

This story is 100% true -- people I worked with who went to Google, implemented my
patented solution, gave credit to someone else at the company to cover their tracks, and then
thanks to the absurdness of the AIA that allows for the retroactive invalidation of patent
claims for not passing a current test -- killed the very patents Google stole from me.

How can this be is what the lament asks me.  How can a patent granted, and currently
licensed to companies that don't steal, be incinerated when the inventor had no chance to
reword his claims to match today's tapestry?  I can't explain it but I can tell those listening now
-- this has killed me.  I can't look my son in the eyes I can't be with my wife -- I can't feel any
longer beyond the feeling of being a failure.  How else can you describe a person who came up
with an idea that powered the growth of the second largest company in the world, and in
return got nothing.  I am a failure to my wife, my child and to myself because my life's work
was taken away from me not once, but twice -- the PTAB proceedings I endured were a joke --
one of the judges was inserted at the last second and clearly did not read our briefs.  At the
Fed Circuit appeal,one of the judges just didn't show up to the oral arguments -- was busy that
day.

I know am dying from this and I have never written those words before but I know it and can
feel it.  And now I am supposed to email to address like this blindly to tell you that what you
are doing to somehow correct this tragedy is going to make things worse.

101 objections were just an excuse to give Google and the other big tech companies what
they paid for lobbying Congress and me, I am just a dumb schmuck who thought I would get
the chance to plead my case in front of a jury of my peers -- how stupid am I to expect that
kind of fairness from my own government.  The PTAB judges treated my like I was the criminal,
the Fed Circuit judges didn't even treat me with enough respect to all show up.



So here is my email sharing my pathetic story.  My patents were 7,089,195 and 8,799,059 and
a really smart and really tough Patent Examiner granted them after extensive work on his
part.  He must be an idiot too.

Thanks for listening -- I have to get to bed now for yet another sleepless night.  Thank you U.S.
government for helping me die a slow and painful death.  You think I am exaggerating?  You
have no idea how this AIA feels to inventors -- none.

Ari

Ari Rosenberg / President & Founder
IPC PRICING

http://www.ipcpricing.com/

This e-mail is confidential and may also contain privileged information. If you are not the intended recipient you are 
not authorized to read, print, save, process or disclose this message. If you have received this message by mistake, 
please inform the sender immediately and delete this e-mail, its attachments and any copies. Any use, distribution, 
reproduction or disclosure by any person other than the intended recipient is strictly prohibited.



 

 

SUCCESS Act Oral Public Testimony at San Jose USPTO Satellite Office 

Hearing June 2, 2019, Testimony by Britten Sessions1 

Thank you for the opportunity to testify today in relation to the Success Act.  

Director Iancu indicated that “our patent system is at a crossroads.”2 I agree with this statement. Will we, 
as a nation and as a patent market, continue our legacy of building upon fundamental patent rights, or 
will we potentially remove such rights of patent owners.  

The Success Act fits squarely into this focus of ensuring that we are continuing to build upon such patent 
rights by evaluating whether individuals and entities (with particular emphasis on women, veterans, and 
minorities) have effective access to the patent system.  

This emphasis – effective access to the patent system – is also in alignment with many USPTO initiatives, 
namely the Pro Bono Patent Program and the Law School Clinic Certification Program. Both programs 
were introduced roughly in the 2008 timeframe, and both take a distinct and different approach to 
answering the essential question – how can the USPTO assist with providing greater resources to those 
that otherwise would be financially estopped from receiving such services.  

The Pro Bono Patent Program “is a nationwide network of independently operated academic and 
nonprofit organizations that endeavor to match volunteer patent practitioners with financially under-
resourced inventors seeking patent protection.”3  

Additionally, my clinic, which is part of the Law School Certification Program, trains students who, in turn, 
provide patent services, under the guidance, mentoring, and ultimately, approval of a licensed 
practitioner, to those in our community.4 It is a literal win-win situation where the students can get 
experience while they are students, and the community benefits from having high quality patent services 
without any legal expense. Over the years, it has been my experience that what the Success Act is 

                                                           
1 Associate Dean of Intellectual Property, Founder/Director of IP Clinic, Lincoln Law School of San Jose 
2 Remarks by Director Andrei Iancu at U.S. Chamber of Commerce Patent Policy Conference, April 11, 2018, 
available at https://www.uspto.gov/about-us/news-updates/remarks-director-andrei-iancu-us-chamber-
commerce-patent-policy-conference.   
3 See, e.g., Webpage, “Intellectual property legal assistance programs,” USPTO, available at 
https://www.uspto.gov/learning-and-resources/patent-and-trademark-practitioners/intellectual-property-legal-
assistance.  
4 Id. 

https://www.uspto.gov/about-us/news-updates/remarks-director-andrei-iancu-us-chamber-commerce-patent-policy-conference
https://www.uspto.gov/about-us/news-updates/remarks-director-andrei-iancu-us-chamber-commerce-patent-policy-conference
https://www.uspto.gov/learning-and-resources/patent-and-trademark-practitioners/intellectual-property-legal-assistance
https://www.uspto.gov/learning-and-resources/patent-and-trademark-practitioners/intellectual-property-legal-assistance
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presently evaluating coincides with the types of people and entities – namely women, veterans, and 
minorities – that come to such USPTO approved clinics.  

It is precisely therefore this perspective – my dealings, representation of, and interactions with – these 
types of inventors that I feel compelled to speak on behalf of today.  

I’ve segmented my remarks into two main categories: 1) indications of success; and 2) actual feedback 
from inventors, including potential avenues for further development.  

Indications of Success 

The initiatives put forth by the USPTO I believe are assisting with improving effective access to the patent 
system. For example, with respect to the Pro Bono program, “[d]uring the first three quarters of FY 2018, 
the program assisted under-resourced inventors and small businesses in the filing of 205 patent 
applications, fielded 1,757 public inquiries, and matched 432 under-resourced inventors with qualified 
patent practitioners.”5 

Additionally, with respect to the Clinic Program, over 875 patent applications have been filed since the 
beginning of the program, and for FY 2017 and FY 2018, there were over 4,100 clients engaged by clinics 
in the program.  

Clearly, therefore, the numbers alone speak for themselves. These initiatives are providing services to 
those who generally would not otherwise receive such services.  

In short, when I look over the impact that my little clinic alone has provided, I am not only encouraged by 
the number results alone, but also by the ways in which these inventors have literally been granted 
effective access to the patent system. Suffice it to say that the many thank you notes my clinic has received 
all indicate a similar theme – immense appreciation for the services we have provided, and relief that they 
finally found a financially viable channel to the patent system that could provide them with assistance. 

All of this in my mind shows the success of these initiatives in that women, veterans, and minorities, are 
being granted more effective access to the patent system than before.  

However, the universal adage that all things can be improved I believe applies to even our currently 
improving patent system as well.  

Actual Feedback from Inventors and Avenues for Development 

Rather than solely speak for inventors, I want to take give many of these individuals a chance to speak for 
themselves. To that end, at a recent inventor conference, I interviewed inventors (including some of my 
own clients of the Clinic), asking them what issues they are facing in today’s patent market.  

                                                           
5 USPTO, “FY 2018 Performance and Accountability Report,” page 109, available at 
https://www.uspto.gov/sites/default/files/documents/USPTOFY18PAR_1.pdf. 

https://www.uspto.gov/sites/default/files/documents/USPTOFY18PAR_1.pdf
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Their frank responses, I’ve concluded, provide some of the best instruction on the issues these inventors 
face in today’s patent market. I’ve organized their lengthy input globally into a few categories, followed 
by my recommendations on how to potentially resolve these issues.  

Category 1: My Patents Can Easily Die 

Quote 1:  

“There is risk in working with a large company. If one goes and presents intellectual property to 
them, the company may look at it in a different way. For example, they may consider simply going 
ahead and infringing the rights, and then appealing it to the PTAB, which has a high chance of 
invalidating the patent.” 

Quote 2:  

“Due to how easy patent invalidation has become, companies do not feel a need to license. 
Instead of licensing, it can be more economical to infringe and invalidate the patent.” 

It is startling to me to receive repeated feedback from many inventors that companies blatantly will 
disregard patent rights because “it is cheaper to kill a patent than take out a license for it.” If patent 
owners cannot rely on the granted patent protection as a basis for protection, and if the risk for 
invalidation is high, then this causes the inventors to wonder why they went through the time and expense 
to even get a patent in the first place.  

Recommendation 1: Provide greater stability for 101 

The past seven years, at a minimum, has taught us that many are a bit confused on how to rule or deal 
with 101 issues and patents. The Supreme Court in the Alice decision left open much of the 
implementation of 101 construction to the courts, which subsequently, created a fragmented landscape 
with often conflicting opinions. The USPTO has repeatedly recognized this issue and sought to provide 
greater consistency of analysis relating to 101 by issuing several guidelines.6 They even appointed 
individuals to eliminate inconsistencies in the interpretation and implementation of the Alice test among 
different branches of the USPTO. This is a monumental task – and one that, in my opinion, deserves some 
of our greatest attention. I applaud the USPTO for their attempts to rectify this issue.  

However, USPTO guidance and policies do not extend to other courts, nor are the USPTO’s recent 
guidelines a permanent fix (for example, the next Director may modify the current guidelines). Thus, in 
order to effect lasting change at not just the USPTO level, but nationwide in each PTAB hearing and federal 
court, Congress needs to come together to more fully implement rules that bring stability to a very volatile 

                                                           
6 See, e.g., “Subject Matter Eligibility” resources available at https://www.uspto.gov/patent/laws-and-
regulations/examination-policy/subject-matter-eligibility; see also Press Release “U.S. Patent and Trademark Office 
announces revised guidance for determining subject matter eligibility,” Jan 4, 2019, available at 
https://www.uspto.gov/about-us/news-updates/us-patent-and-trademark-office-announces-revised-guidance-
determining-subject.  

https://www.uspto.gov/patent/laws-and-regulations/examination-policy/subject-matter-eligibility
https://www.uspto.gov/patent/laws-and-regulations/examination-policy/subject-matter-eligibility
https://www.uspto.gov/about-us/news-updates/us-patent-and-trademark-office-announces-revised-guidance-determining-subject
https://www.uspto.gov/about-us/news-updates/us-patent-and-trademark-office-announces-revised-guidance-determining-subject
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subject. I acknowledge that Congress currently has many proposals (in both the House and the Senate) 
relating to patent reform, and nearly all of these proposals include some provisions relating to subject 
matter eligibility. At a minimum, we need to do everything we can so that Congress recognizes the 
importance of stability for patent subject matter eligibility, and implements policies that allow courts to 
act in a consistent manner.  

Category 2: I can’t find financial backing to assert my rights 

Quote 1: 

“If you do not have millions of dollars at your disposal, you will need a contingency attorney or 
investors, both of which are now in short supply. Without these resources, patent holders are 
defenseless and incapable of licensing.” 

Quote 2: 

“The effects of the PTAB and Alice decision made me unable to defend my patent rights and 
caused my investors to leave.” 

The risks of the patent market have caused contingency arrangements – which was the primary manner 
in which inventors historically had effective access to the courts – to vanish. Litigation is expensive. 
Without a financial way to represent these smaller entity inventors (including women, veterans, and 
minorities), they are effectively prevented from being able to assert their rights.  

Further, the increased risk has caused investors to close their pockets.  

Recommendation 2: Reduce the risk  

To simply indicate to reduce risk is an easy conclusion to say, but hard to implement.  

For example, one of the main goals of the America Invents Act (and subsequent court direction) was to 
eliminate “trolls” and “bad patents.” I believe all in the patent market agree that assertions without merit 
and bad patents should be removed. However, as Director Iancu recently indicated “[I]n our zeal to 
eliminate ‘trolls’ and ‘the bad patents’…we have over-corrected and risk throwing out the baby with the 
bathwater.”7 

Bringing balance back to our system must include some way for patent owners to have financially viable 
options to assert their rights – both with respect to contingency options and funders. I agree with Director 
Iancu who indicated “let’s work together to find narrowly tailored measures to eliminate only the faults 
in the system, while promoting the vast amounts of amazing innovation America is capable of.”8 

                                                           
7 See “Remarks by Director Iancu at the Eastern District of Texas Bar Association Inaugural Texas Dinner,” October 
18, 2018, available at https://www.uspto.gov/about-us/news-updates/remarks-director-iancu-eastern-district-
texas-bar-association-inaugural-texas 
8 Id. 

https://www.uspto.gov/about-us/news-updates/remarks-director-iancu-eastern-district-texas-bar-association-inaugural-texas
https://www.uspto.gov/about-us/news-updates/remarks-director-iancu-eastern-district-texas-bar-association-inaugural-texas
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So what narrow measures can we consider?  

• We can support Congress in bringing greater clarity to subject matter eligibility.9  
• We can grant the USPTO greater autonomy of the money it collects. 
• We can restore injunctive relief. Patent rights allow for a “right to exclude”10 and yet, under the 

current standard set by Ebay,11 the right to exclude is greatly restricted.  
• We can minimize multiple proceedings or serial filings to dispute the validity of a patent. Large 

corporations can weather and finance multiple proceedings – inventors (including women, 
veterans, and minorities) often simply cannot.12  

• We can deter “efficient infringers,”13 which may include those who prefer to purposefully infringe 
a patent and dispute its validity rather than take out a license, by enforcing “willful infringement” 
provisions, or as some have even hypothesized, levy criminal sanctions similar to other forms of 
IP, particular in relation to trademark and copyright penalties.14  

• We can ensure that PTAB judges are properly appointed, per the appointments clause of the 
Constitution15, and that they comply with the judicial rules or codes of conduct consistent with 
federal court judges that rule on patent related issues.16  

Category 3: Should I simply pursue protection outside of the US? 

Quote:  

“I am considering no longer patenting in the U.S. I can get better protection in China. As a veteran, 
I do not want to move my creations elsewhere, but feel that in view of the current market 
conditions, I do not have any choice.” 

Inventors feel that foreign jurisdictions currently offer more stability for asserting patent rights than what 
the US provides. This is also consistent with the fact that investors generally are pushing dollars to other 
jurisdictions to pursue patent protection and assertions.  

                                                           
9 See herein Recommendation 1.   
10 See, e.g., 37 USC § 271. 
11 See, e.g., eBay Inc. v. MercExchange, LLC, 547 US 388 (2006).  
12 See, e.g., Rob Sterne “PTAB challenges are a costly, uphill battle for patent owners,” IP Watchdog, April 22, 2018,  
available at https://www.ipwatchdog.com/2018/04/22/ptab-challenges-costly-uphil-battle-patent-
owners/id=96158/.  
13 See, e.g., Joe Nocera, “The Patent Troll Smokescreen,” NY Times, Oct 23, 2015, available at 
https://www.nytimes.com/2015/10/24/opinion/the-patent-troll-smokescreen.html?_r=0.  
14 See, e.g., 17 USC § 506(a); 18 USC § 2320.  
15 See, e.g., Alex Chane “Are Administrative Patent Judges Properly Appointed Under the Appointments Clause?” 
American Bar Association, Feb 15, 2019, available at 
https://www.americanbar.org/groups/litigation/committees/minority-trial-lawyer/articles/2019/are-
administrative-patent-judges-properly-appointed-under-the-appointments-clause/.   
16 Note that the USPTO “Ethics Guidance” (available at https://www.uspto.gov/patents-application-
process/patent-trial-and-appeal-board/ethics-guidance) does not include any rules of judicial conduct or codes of 
judicial conduct.   

https://www.ipwatchdog.com/2018/04/22/ptab-challenges-costly-uphil-battle-patent-owners/id=96158/
https://www.ipwatchdog.com/2018/04/22/ptab-challenges-costly-uphil-battle-patent-owners/id=96158/
https://www.nytimes.com/2015/10/24/opinion/the-patent-troll-smokescreen.html?_r=0
https://www.americanbar.org/groups/litigation/committees/minority-trial-lawyer/articles/2019/are-administrative-patent-judges-properly-appointed-under-the-appointments-clause/
https://www.americanbar.org/groups/litigation/committees/minority-trial-lawyer/articles/2019/are-administrative-patent-judges-properly-appointed-under-the-appointments-clause/
https://www.uspto.gov/patents-application-process/patent-trial-and-appeal-board/ethics-guidance
https://www.uspto.gov/patents-application-process/patent-trial-and-appeal-board/ethics-guidance
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Recommendation 3: Learn from history 

The Diamond v. Chakrabarty17 case allowed for living matter to be patent eligible. As a direct result, the 
U.S. became globally dominant in the biotechnology industry for more than a generation. Currently, the 
U.S. is falling behind in many industries. For example, China is leading with respect to artificial intelligence 
investment. Investors follow the money, innovation follows the investors, and economic growth follows 
the innovation.  

As such, having incentives in place, consistent with the measures I’ve previously indicated,18 will ensure 
that the US remains on the forefront of economic growth, innovation, and investment.  

Conclusion 

We indeed do stand at crossroad. I stand with Director Iancu who stated: “[b]orn of our Constitution and 
steeped in our glorious history, the American patent system is a crown jewel; a gold standard.” 19 Let’s 
take action now to ensure that inventors, and in particular, women, veterans, and minorities, have 
effective access to getting a patent, as well as effective access to the courts in enforcing their rights as 
well.  

Thank you. 

 

                                                           
17 See Diamond v. Chakrabarty, 447 US 303 (1980). 
18 See herein Recommendation 2.  
19 See “Remarks by Director Iancu at the Eastern District of Texas Bar Association Inaugural Texas Dinner,” October 
18, 2018, available at https://www.uspto.gov/about-us/news-updates/remarks-director-iancu-eastern-district-
texas-bar-association-inaugural-texas; see also “Remarks by Director Andrei Iancu at U.S. Chamber of Commerce 
Patent Policy Conference,” April 11, 2018, available at https://www.uspto.gov/about-us/news-updates/remarks-
director-andrei-iancu-us-chamber-commerce-patent-policy-conference. 

https://www.uspto.gov/about-us/news-updates/remarks-director-iancu-eastern-district-texas-bar-association-inaugural-texas
https://www.uspto.gov/about-us/news-updates/remarks-director-iancu-eastern-district-texas-bar-association-inaugural-texas
https://www.uspto.gov/about-us/news-updates/remarks-director-andrei-iancu-us-chamber-commerce-patent-policy-conference
https://www.uspto.gov/about-us/news-updates/remarks-director-andrei-iancu-us-chamber-commerce-patent-policy-conference


Hello, I currently own a small business but I want to speak as an individual inventor, a single human 
being with ingenuity. 

As a young, minority, female inventor and entrepreneur, I do not expect that my ingenuity will be 
rewarded by the US patent system. 

The problems that my white, male counterparts have faced give me a sense of foreboding. 

The real disparity that we need to address is one of financial resources and not of color or sex or veteran 
status. 

After all, my mind and its abilities are not of a color or sex. However, I am of limited financial means as 
are many of my white, male, and non-veteran peers. And we all struggle to provide the world with 
something more than our wealthy, incumbent competitors can provide. 

 

I don’t expect to participate in the US patent system any further unless this financial disparity is 
addressed. 

The USPTO should eliminate the IPR process for all of the patents initially filed by a small entity, a micro 
entity, and for inventor owned and controlled companies. 

When large corporations undergo the IPR process they utilize less than 1% of their resources. When my 
peers of limited financial means undergo the IPR process then we face business and personal 
bankruptcy just to afford to defend ourselves. If we cannot scrounge up half a million for attorney fees 
then we cannot defend our patents. And there is nothing to gain even by a successful defense- we will 
end up spending half a million dollar just to maintain status quo and may still face personal and business 
bankruptcy. 

We passed laws to lower fees for micro and small entities for the same reasons – the true disparity is of 
financial resources and means. 



From: Darrell Thompson
To: successact
Cc: Darrell Thompson
Subject: Reply
Date: Friday, May 10, 2019 10:01:13 AM

Good Morning

I am a afro American Male inventor and my wife who is also an afro American inventor who 
is my co inventor. I have a lot to say about the patent system. Yes the lady is correct. We 
are labelled patent trolls which is wrong. Yes the cost is high to litigate to protect you patent 
claims against infringers and yes the cost is high to fight Againt big companies who label 
you trolls and invalidate you patent.

These companies know that you do not have the resources to fight back because you 
cannot hire honest attorneys for a reasonable fee or on a contingency.

They are hard to find and when you find one they refuse to represent you because they 
know the system is design for you to fail. It has become difficult for attorneys who represent 
the individual inventor because their law firms do not have the resources to fight the case. 
An now with the new changes inventors and attorneys are afraid to fight against any 
infringer because they may have to pay for not only their attorney fees but the attorneys 
that are representing the infringer 

We do not have the resources and we the individual inventors are not respected by the 
system.

It is amazing, these companies will take your idea knowingly many many times. Because 
they realise that those inventors do not have the money to stop them and if,  by some 
chance you win the court will only allow  for reasonable royalties which is a slap in the face.

What kind of court system allow a company to still you idea make money and when you 
catch them the court system has no way of punishing them except make them pay you 
what they should have if they hadn't violated you at all.

My name is Darrell K. Thompson

I am willing to participate and address the audience if need be to tell my story.

Thank you for the article 

Get Outlook for Android



My name is Bob Zeidman. I am an inventor, author, and entrepreneur. 

The USPTO’s goal to increase the number of women, minorities, and veterans who attain patents 
is a noble one. More important is the goal to give them opportunities for success through the 
creation of independent businesses, and that can be achieved by eliminating the impediments to 
enforcing patents and restoring the penalties to patent infringers that have been lessened in the 
past decade by legislation (the America Invents Act) and by the courts (e.g., Alice Corp. v. CLS 
Bank International). 

The answer to question 4 is that the social and private benefits gained by obtaining patents 
should be obvious in the economic empowerment that patents have given historically. The U.S. 
patent system has been a great equalizer, even when the other laws and customs of our country 
have been discriminatory. Women and African Americans, for example, have utilized the patent 
system to commercialize their inventions and create wealth when our society otherwise would 
not allow it. Mary Dixon Kies obtained a hat weaving patent in 1809, long before women had the 
right to vote or even the ability to own property. Ms. Kies and her patent helped fuel the growing 
American hat industry at that time. And when African Americans were slaves with few rights 
whatsoever, Thomas L. Jennings patented the dry-cleaning method in 1821. He leveraged his 
patent to grow his tailoring business and used the profits from that business to support the 
abolitionist movement, defend civil rights organizations, fight racial segregation in the courts, 
and purchase his wife and children out of slavery. 

These days, however, the risks and costs taken on by a patent holder can outweigh the 
advantages. With extremely high PTAB invalidation rates, patents offer little protection to the 
inventor, and potential investors in these inventors are unwilling to take on the risk. I know this 
firsthand. The “exclusive right” promised by a patent is now nearly unenforceable. The tool that 
most empowered the individual inventor since the original Patent Act of 1790, the injunction, has 
been revoked by the decision in eBay Inc. v. MercExchange, LLC. The exclusive ability to 
control the invention must be returned to the inventor, to empower all inventors, but particularly 
those who otherwise may be at a disadvantage, such as women, minorities, and veterans. 

Many independent inventors, particularly those from underrepresented classes, are unable to pay 
to defend a patent in an IPR, which has been estimated by the American Intellectual Property 
Law Association (AIPLA) at $450,000. Patents only have value if they are a dependable right 
without the risk of being so easily revoked. The USPTO must stop taking patents back from 
inventors, and the penalties for infringement, particularly willing infringement, must be restored. 

Success for independent inventors is much too rare in the current system. The goal of the 
SUCCESS Act must be to restore inventors’ rights and reduce their risks as was the intent of our 
Founding Fathers. Such legislation will help women, minorities, veterans, and all inventors upon 
which our country depends to maintain its economic advantage in the modern world. 

Sincerely, 

Bob Zeidman 



From: Ronald Zhang
To: successact
Subject: SUCCESS Act Study
Date: Monday, June 24, 2019 4:11:27 PM

Dear Director,

I hope Congress can take actions in creating a more encouraging environment for
women, minority and veterans to innovate and invent, and take actions to protect their
inventions, and further help them apply their inventions to advance our country's
economic and social development. However, the current environment is far from it,
and is actually very discouraging.

My experience with the patent system illustrates how detrimental it can be for an
individual to attain patents. Without accompanying reforms to the patent system, the
legislative recommendation is likely to destroy the lives of the very individuals it aims
to help.

Over the past several years, I borrowed a huge amount of money to conduct
technological research and development based on my technical background and
strength. I have successfully obtained 33 patents in the areas of advanced methods
of information processing using computers. My patent portfolio was ready to be used
for both product development and licensing. However, after the controversial
Supreme Court Rulings on Alice, and the PTAB's practice in invaliding a huge number
of software related patents, my patent portfolio is now valued for less than 10% of its
original value, which is way below my cost of obtaining the patents plus the
maintenance fees paid to USPTO.

I am heavily in debt. My patents have relegated my socioeconomic status to
economic distress. I myself am in a minority group, but I would encourage others to
stay far away from the patent system in its current form. Businesses cannot be built
on false promises of exclusive right and patent enforceability. I am forced to abandon
more and more patents also because I cannot borrow more money to pay the ever-
increasing fees. Due to the discouraging environment and the confusing patent
system here in the US, I am forced to look for opportunities overseas. I am forced to
work with foreign companies where my technologies are better protected and thus
valued higher. I wish I did not have to do this.

I hope Congress can take actions in creating a more encouraging environment for
women, minority and veterans to innovate and invent, and take actions to protect their
invention so that they can be more economically and socially independent and



successful. Without that additional protection, the USPTO should not encourage more
women, minorities, and veterans to file for patents, or its effect will be like a trap, or
even a fraud, because after spending so much money and time obtaining a patent
from our government, the patent can be easily infringed or even invalidated by an
agent of the same government, without any compensation.

Sincerely,

Ronald Zhang


	SUCCESSAct-Antros
	SUCCESSAct-Aumiller
	SUCCESSAct-Beal
	SUCCESSAct-Carbone
	SUCCESSAct-Castro
	SUCCESSAct-Conte
	SUCCESSAct-Creighton
	SUCCESSAct-Crouch
	SUCCESSAct-DAgostino
	SUCCESSAct-Doyle
	SUCCESSAct-Finlow-Bates
	SUCCESSAct-Flowers
	SUCCESSAct-Hardin-Duran
	20190630_Hardin_Duran_Testimony_SUCCESS_Act
	SUCCESSAct-Hardin-Duran

	SUCCESSAct-Morinville
	Word Games Used to Invalidate Patents
	Administrative Patent “Judges” Are Not Experts
	Interference with Article III Courts & Delayed Justice
	Due Process, Takings, Appointments Violations

	SUCCESSAct-Myers
	SUCCESSAct-Nguyen
	SUCCESSAct-Ratmiroff
	SUCCESSAct-Riederer
	SUCCESSAct-Rosenberg
	SUCCESSAct-Sessions
	SUCCESSAct-Thomas
	SUCCESSAct-Thompson
	SUCCESSAct-Zeidman
	SUCCESSAct-Zhang

